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SERIES EDITOR'S FOREWORD

The Carolina Academic Press Mastering Series is designed to provide
you with a tool that will enable you to easily and efficiently “master” the
substance and content of law school courses. Throughout the series, the
focus is on quality writing that makes legal concepts understandable. As a
result, the series is designed to be easy to read and is not unduly cluttered
with footnotes or cites to secondary sources.

In order to facilitate student mastery of topics, the Mastering Series
includes a number of pedagogical features designed to improve learning
and retention. At the beginning of each chapter, you will find a “Roadmap”
that tells you about the chapter and provides you with a sense of the mate-
rial that you will cover. “Checkpoints” at the end of each chapter encourage
you to stop and review the key concepts, reiterating what you have learned.
Throughout the book, key terms are explained and emphasized. Finally, a
“Master Checklist” at the end of each book reinforces what you have learned
and helps you identify any areas that need review or further study.

We hope that you will enjoy studying with, and learning from, the Mas-
tering Series.

Russell L. Weaver

PROFESSOR OF LAW &

DISTINGUISHED UNIVERSITY SCHOLAR

UNIVERSITY OF LOUISVILLE,

LOUIS D. BRANDEIS SCHOOL OF LAW

XXV






ABOUT THE AUTHORS

Lars S. Smith has been a faculty member at the University of Louisville
Brandeis School of Law since 2000, where he holds the Samuel J. Stallings
Chair in Law. He currently serves as the Associate Dean for Experiential
Education, and has served as Interim Dean and Associate Dean for Aca-
demic Affairs. He received his JD from New England Law Boston, and his
LL.M. from Franklin Pierce Law Center.

Professor Smith teaches in the areas of intellectual property, business
and commercial law. His courses include Business Planning, Contracts,
Intellectual Property Survey, Law and Economics, Property, Secured Trans-
actions, and Trademark Law. Professor Smith has also served as the faculty
advisor to the Brandies School of Law’s Entrepreneurship Law Clinic. Pro-
fessor Smith’s scholarship focuses on issues related to intellectual property,
commercial law and technology.

Professor Smith has received several awards for his research and teach-
ing. Smith’s article Trade Distinctiveness: Solving Scalia’s Tertium Quid
Trade Dress Conundrum, was selected as one of the leading intellectual
property articles by the Intellectual Property Law Review in 2006. In 2011,
Professor Smith received a Fulbright Scholarship Award to teach at Zhong-
nan University of Economics and Law in Wuhan, China, and in 2012 Pro-
fessor Smith received the University of Louisville Distinguished Faculty
Award in Teaching.

Professor Llewellyn Joseph Gibbons, a member of the Toledo Law faculty
since 1998, holds a JD from Northeastern University School of Law and an
LLM from Temple University School of Law. Gibbons teaches various
courses, including Antitrust, Copyright, Cyberlaw, E-commerce, IP Licens-
ing & Management, and Trademark law. His research spans online dispute
resolution, technology transfer, and e-commerce, with a focus on licensing
and contracting.

xxvii



xxviii ABOUT THE AUTHORS

Gibbons coordinates Toledo Law’s IP certificate program and various
joint degree programs. In 2017, he was honored as a Distinguished Univer-
sity Professor, the highest faculty accolade at the University of Toledo. An
elected member of the American Law Institute and a Fellow of the Ameri-
can Bar Foundation, Gibbons is also a prolific author and sought-after
speaker internationally. Federal and state courts have cited Gibbons’ schol-
arship. He was a head tutor for the WIPO Academy Distance Learning Pro-
gram in IP Management and a Fulbright Scholar. He also held the
prestigious Wenlan Scholar Chair of Law at Zhongnan University of Eco-
nomics and Law in Wuhan, China.



PREFACE TO THE SECOND EDITION

Trademark law remains one of the most dynamic areas of legal practice.
Modern businesses are increasingly aware of the significant value that a
strong trademark can bring to their brand and the importance of ensuring
effective trademark protection. Consumers now perceive trademarks not
only as indicators of source, origin, or sponsorship but also as essential ele-
ments of their social identity. This second edition reflects the ongoing
developments in trademark law and our commitment to providing an
up-to-date and practical resource for our readers.

In this second edition, we continue to cover the fundamentals of state
and federal trademark law and practice, while expanding our discussion of
the Madrid System and other key aspects of international trademark law.
We also incorporate analysis of major trademark cases between 2012 and
2024, including Vidal v. Elster, Matal v. Tam, Iancu v. Brunetti, Booking.com
B.V. v. United States Patent and Trademark Office, and Jack Daniel’s Proper-
ties, Inc. v. VIP Products LLC, and which have significantly influenced the
landscape of trademark law.

The second edition also attempts to be more useful to new trademark
practitioners as well as attorneys who rarely handle trademark matters. Our
goal is to provide a comprehensive overview that will be valuable to both
law students and practitioners who are new to trademark law as well as
practical appendixes.

We are grateful for the continued support of the University of Louisville,
Brandeis School of Law, the University of Toledo College of Law, and our
colleagues. We extend our special thanks to Barbara Nielsen for her invalu-
able editorial suggestions, willingness to review draft chapters on very short
notice, and close collaboration over many months, editing the text and
assisting in the preparation of roadmaps and checklists. We would also like
to thank Elizabeth Lai Featherman for her support and comments regard-
ing changes that would make Mastering Trademark Law most useful to
new practitioners and paralegals.
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