Patent Law and Policy






Patent Law and Policy

Cases and Materials

SEVENTH EDITION

Robert Patrick Merges

WILSON SONSINI GOODRICH & ROSATI PROFESSOR OF LAW AND TECHNOLOGY
DIRECTOR, BERKELEY CENTER FOR LAW & TECHNOLOGY
UC BERKELEY SCHOOL OF Law

John Fitzgerald Duffy

SAMUEL H. McCoy II PROFESSOR OF Law
UNIVERSITY OF VIRGINIA SCHOOL OF Law

CAROLINA ACADEMIC PRESS
Durham, North Carolina




Copyright © 2017
Carolina Academic Press, LLC
All Rights Reserved

ISBN 978-1-63282-451-6
LCCN 2016959308

Carolina Academic Press, LLC
700 Kent Street

Durham, North Carolina 27701
Telephone (919) 489-7486

Fax (919) 493-5668
WWW.cap-press.com

Printed in the United States of America



Contents

Table of Cases
Preface to the Seventh Edition

Chapter 1 - Introduction
A. Historical Overview of Patent Law
B. The Architecture of a Modern Patent

Structures in the Patent Document

C. Patent Claim Drafting Exercises

1.

2.

3.

The Basics of Claim Drafting
a. Preamble
b. Transition
(i) “Open” Claims: “Comprising”
(ii) “Closed” Claims: “Consisting of”
(iii) An In-Between Format: “Consisting Essentially of”
c. The Body
(i) Three Formal Requirements for Claim Drafting
(ii) Independent and Dependent Claims
(iii) Means-Plus-Function Elements
(iv) Jepson Claims
(v) Negative Limitations
Drafting a Set of Claims for the Pencil
a. The Invention Disclosure
b. The Prior Art
A New Cup Holder
a. The Prior Art
b. Summary of the Prior Art
c. Drafting around the Prior Art
d. A Growing Foundation for Future Invention

D. Overview of Patent Rights and Patent Process

1.
2.

Overview of the Processes of Patent System

Patent Prosecution

a. Our Parallel Patent Systems: The Pre-AIA and
the ATA Novelty Systems

b. Prosecution Details

. Post-Issuance Administrative Processes
. Judicial Actions: Infringement and Declaratory Judgment Suits

59
60
62
63



vi CONTENTS

E. Globalization and Patent Rights
1. The Late 19th Century: The Paris Convention
2. The 1970s: Process Consolidation
3. TRIPS: Substantive Harmonization
a. The Patent Term
b. Provisional Applications
c. Eighteen Month Publication of Applications
4. Continuing Evolution

Chapter 2 - Patentable Subject Matter
A. Introduction to the Patent Act
Diamond v. Chakrabarty
Bilski v. Kappos
Notes on Chakrabarty and Bilski
B. Natural Laws and Natural Principles
Mayo Collab. Services v. Prometheus Labs, Inc.
Notes on Mayo
Rapid Litigation Mgmt. v. CellzDirect, Inc.
Note on O’Reilly v. Morse, The Telephone Cases and
Nineteenth Century Views on Patent Eligibility
C. Natural Products and Natural Phenomena
Association for Molecular Pathology, Inc. v. Myriad Genetics, Inc.
Notes on Myriad
D. Abstract Ideas
Alice Corp. v. CLS Bank Int’l
Notes on Alice
E. Field Restrictions: Disfavored Areas of Patenting
1. Medical Procedures
Notes on Patenting of Medical Procedures
2. Patenting of Higher Life Forms
Notes on Patenting Humans and Chimeras
Notes on Property Rights in Plant Discoveries
3. Comparative Notes on Software and Business Methods
4. Pure Science
Note on Patenting Scientific Principles and Discoveries
5. Sports Methods and Other Traditionally Disfavored Areas
U.S. Patent No. 5,913,738
Notes on Patents in Sports and Other Fields

Chapter 3 - Utility
A. Introduction
Notes on Credibility
B. Beneficial Utility
Lowell v. Lewis
Notes

64
64
65
66
68
70
72
73

75
75
77
86
95
102
103
113
116

118
128
130
137
143
143
151
166
167
167
173
173
176
180
185
185
186
186
186

193
193
195
199
199
200



CONTENTS

Juicy Whip, Inc. v. Orange Bang, Inc.
Notes
Merges, Intellectual Property in Higher Life Forms:

The Patent System and Controversial Technologies

Notes on Morality and Biotechnology Inventions
C. Substantial, Practical, and Specific Utility
Brenner v. Manson
Notes
In re Brana
Notes
In re Fisher
Questions and Comments

Note on the Economics of the Utility Requirement:

Patent Races and Rent Dissipation

Chapter 4 - Disclosure and Enablement
A. Introduction
B. Enablement
1. Patent Breadth and “Undue Experimentation”
The Incandescent Lamp Patent
Notes
2. Speculation and Prophesy
Janssen Pharmaceutica v. Teva Pharms. USA Inc.
(In re ’319 Patent Infringement Litigation)
Notes on Janssen
3. Problems in Enablement
a. Enablement and the Temporal Paradox
Note on the Temporal Paradox
b. Enablement: Some Economic Considerations
C. The Written Description Requirement
1. Limitations on Amendments
The Gentry Gallery, Inc. v. The Berkline Corp.
Notes
2. Limitations on Claim Breadth
Ariad Pharmaceuticals, Inc. v. Eli Lilly & Co.
Notes on Ariad
D. Definite Claims
Nautilus, Inc. v. Biosig Instruments, Inc.
Notes and Comments on Nautilus
E. Definiteness in Functional Claims
Notes on Functional Claiming

Chapter 5 - Novelty under the ATIA

Preface to Chapters 5 & 6: The New and the Old in Novelty

A. Prior Art under AIA §102(a)

vii

201
204

206
207
209
209
215
218
224
228
237

241

247
247
252
252
252
259
266

266
271
273
273
275
277
279
279
282
286
289
293
298
302
303
308
310
316

323
323
327



viii CONTENTS

1. One-Time-Period Prior Art in §102(a)(1)
a. “Described in a Printed Publication”
In re Klopfenstein
Notes on the Publication Standard
b. “Patented”
Notes on “Patented” Prior Art
c. “In Public Use”
Egbert v. Lippmann
Notes on Egbert
Moleculon Research Corp. v. CBS, Inc.
Notes on Moleculon
Metallizing Engineering Co. v. Kenyon Bearing & Auto Parts Co.
Notes on Metallizing Engineering
d. “On Sale”
Pfaff v. Wells Electronics, Inc.
Notes on Pfaff
e. “Otherwise Available to the Public”
2. Two-Time-Period Prior Art in §102(a)(2): Published U.S. Patent
Applications and Issued U.S. Patents
Notes on U.S. Patent Applications as Prior Art
B. “Grace Period” Exceptions under § 102(b)
1. §102(b)(1): Exceptions for One-Time-Period Art
a. Attributable Work Excluded by §102(b)(1)(A)
b. Belated Art Excluded by § 102(b)(1)(B)
2. §102(b)(2): Exceptions for Two-Time-Period Art
a. Attributable U.S. Patent Disclosures Excluded by §102(b)(1)(A)
Note on Derivation Proceedings
b. Belated U.S. Patent Disclosures Excluded by §102(b)(2)(B)
c. Common Assignee U.S. Applications Excluded by §102(b)(2)(B)
3. Problems with the Reliability of the U.S. Grace Period
C. The Standard for Anticipation
1. The Identity Requirement
In re Robertson
Notes on Robertson
2. Accidental, Unknown and Inherent Anticipations
In re Seaborg
Notes on Accidental Anticipation
Schering Corp. v. Geneva Pharmaceuticals, Inc.
Notes on Inherent Anticipation and the Public Domain
3. The “Enablement Standard” for Anticipation
In re Hafner
Notes on Anticipatory Enablement

Chapter 6 - Novelty under Pre-AIA Law
A. Introduction to the Pre-AIA Version of § 102

330
331
331
336
340
341
343
343
347
351
355
356
359
361
362
369
377

378
379
381
385
385
386
387
387
388
390
391
392
394
394
395
399
403
403
405
407
412
415
416
418

429
429



CONTENTS

B. Section 102(b): The General Statutory Bars
C. Sections 102(c) & (d): Rare Statutory Bars
1. Section 102(c): Abandonment
2. Section 102(d): Late U.S. Application after Foreign Patenting
Problems: §102(d)
D. Novelty (References Tested By Invention Date)
1. Section 102(a): Publicly Available Prior Art
Notes on Patents and Printed Publications
Notes on Prior Art “Known” or “Used” in This Country
2. Section 102(e): Disclosures in U.S. Patent Applications
3. Section 102(g)(1): Inventions Claimed in U.S. Applications
4. Section 102(g)(2): Inventions Made in the United States
E. Dates of Invention and Priority
1. Section 102(g)(1): Determining Priority in Interferences
a. Conception, Diligence and Reduction to Practice
Brown v. Barbacid
Notes on Priority Fights
b. “Abandoned, Suppressed or Concealed” Inventions
Peeler v. Miller
Notes on Peeler and Abandoned, Suppressed, or
Concealed Work
Trade Secrets, §102(g) and the Software Industry
Note on the Multiple Interference Paradox
2. Section 102(g)(2) and Priority of Invention Outside Interferences
Dow Chemical Company v. Astro-Valcour, Inc.
Notes on Dow Chemical and §102(g)(2)
An Economic Perspective on §102(g) Prior Art
3. Calculation of Invention Dates Outside of Interferences
In re Moore
Notes on Antedating Prior Art
F. Section 102(f): Derivation from Another
Campbell v. Spectrum Automation Co.
Notes on Derivation

Chapter 7 - Nonobviousness
A. Introduction: Nonobviousness and “Invention”
Hotchkiss v. Greenwood
Notes
Note on the Evolution of the “Invention” Standard
B. Section 103 and the Basic Graham Inquiry
Graham v. John Deere Co.
United States v. Adams
Notes
Note on the Economic Function of §103
C. Subtests of Nonobviousness

431
434
434
435
438
439
440
440
442
446
450
450
451
454
454
454
459
470
471

475
478
481
483
483
489
493
497
498
501
503
503
508

511
511
518
524
527
531
532
552
557
559
567



X CONTENTS

1. The Post-Graham Split and KSR v. Teleflex 567

KSR International Co. v. Teleflex Inc. 569

Notes 579

2. Obviousness at the Federal Circuit after KSR 584

In re Kubin 585

Obviousness after KSR 590

3. Objective Indicia in Obviousness Cases 600

Arkie Lures, Inc. v. Gene Larew Tackle, Inc. 601

Notes 604

4. Commercial Success in Obviousness Cases 607

Hybritech Inc. v. Monoclonal Antibodies Inc. 607

Notes 609

An Economic Critique of Commercial Success 613
Robert Patrick Merges, Commercial Success and Patent Standards:

Economic Perspectives on Innovation 613

D. The “Scope and Content of the Prior Art” 618

1. The “Winslow Tableau” 619

In re Winslow 619

Notes 623

2. “Prior Art” for Purposes of Section 103 624

a. Non-Public Prior Art 625

Hazeltine Research, Inc. v. Brenner 625

Notes 627

Oddzon Products, Inc. v. Just Toys, Inc. 631

Notes 633

b. The Timing of the 103 Inquiry 634

3. The Nonanalogous Arts Limitation 635

In re Clay 635

Notes 639

Chapter 8 - Infringement 645

A. Introduction: Infringement and Patent Claims 645

Merrill v. Yeomans 646

Notes 649

B. Interpreting Claims 652

1. Basic Doctrine 652

Phillips v. AWH Corporation 653

Notes 663

Note on Canons of Claim Interpretation 668

2. Equivalents and Means-Plus-Function Claims 677

Wright Co. v. Paulhan 677

Notes 680

“Purposive” Claim Interpretation 682

3. Interpreting Product-by-Process Claims 685



CONTENTS xi

Abbott Laboratories v. Sandoz, Inc. 685
Notes on Abbott v. Sandoz 687
4. Joint and Divided Infringement 687
Limelight Networks, Inc. v. Akamai Technologies, Inc. 687
Notes and Comments on Limelight 692
5. Procedural Aspects of Claim Interpretation 694
Markman v. Westview Instruments, Inc. 694
Notes 702
C. The Doctrine of Equivalents 706
Winans v. Denmead 706
Notes 710
Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd. 713
Notes 722
D. The Reverse Doctrine of Equivalents 730
Westinghouse v. Boyden Power Brake Co. 730
Notes 735
1. Modern Case Study: Scripps Clinic v. Genentech 737
2. An Economic Approach to Reverse Equivalents 739
Notes 742
E. The Experimental Use “Exception” 743
Madey v. Duke University 744
Notes 747
Rebecca S. Eisenberg, Patents and the Progress of Science:
Exclusive Rights and Experimental Use 750
Notes 753
E Prior Commercial Use Right under the AIA 755
G. Indirect Infringement 756
ARO Manufacturing. Co. v. Convertible Top Co. (ARO II) 759
Notes 763
Global-Tech Appliances, Inc. v. SEB S.A. 765
Notes 771
Commil USA, LLC v. Cisco Systems 772
Notes and Questions on Commil 780
H. Infringement and Foreign Activity 782
Brown v. Duchesne 782
Notes 785
Microsoft Corp. v. ATéT 785
Notes 788
Chapter 9 - Remedies 791
A. Injunctive Relief 791
1. Permanent Injunctions 792
eBay Inc. v. MercExchange, L.L.C. 792

Notes 797



xii

2.

CONTENTS

Additional Notes on the Reaction to eBay
Preliminary Injunctions
Amazon.com, Inc. v. Barnesandnoble.com, Inc.
Notes

B. Reasonable Royalty Damages
Lucent Technologies, Inc. v. Gateway, Inc.

Notes on Lucent

Contemporary Approaches to Patent Damages
C. Lost Profits
Rite-Hite Corp. v. Kelley Co.

1.

2.

3.

Notes
Noninfringing Substitutes

Grain Processing Corp. v. American Maize-Products Co.

Notes
The Market Share Rule
State Industries v. Mor-Flo Industries
Notes
The “Entire Market Value” and “Tag-Along Sales”
Notes

D. Attorney Fees In Exceptional Cases
Octane Fitness, LLC. v. Icon Health & Fitness, Inc.

Notes on Octane Fitness and Attorney’s Fees

E. Enhanced Damages & Willful Infringement
Halo Electronics, Inc. v. Pulse Electronics, Inc.

Notes on Halo

E. Patent Marking: Statutory Notice

Notes on Marking

Chapter 10 - The Legal Process of the Patent System
A. The Allocation of Power

1.

Decisions of Fact
Dennison Manufacturing Co. v. Panduit Corp.
Panduit Corp. v. Dennison Manufacturing Co.
Notes
Dickinson v. Zurko
Notes on Appellate Review of Factual Questions

. Decisions of Law

Merck ¢ Co., Inc. v. Kessler
Notes

. Defining the Fact/Law Distinction
. Administrative Rulemaking

Note on the PTO’s 2007 Rules and Tafas Litigation

. The Jurisdictional Structure of the Federal Courts

Notes on the Federal Circuit and Supreme Court

805
807
807
815
817
817
833
836
840
840
847
851
851
858
867
867
871
874
876
877
877
883
884
885
891
893
894

897
897
900
900
901
902
903
908
909
909
910
913
915
915
920
920



CONTENTS

B. The Presumption of Validity and Court Review
Microsoft Corp. v. i4i L.P.
Notes on i4i and the Presumption of Validity
C. Post-Issuance Administrative Review
1. Adversarial Administrative Review
Cuozzo Speed Techs., LLC v. Lee
Notes on Cuozzo and the AIA’s New Administrative Processes
Note on Post-Grant Review
Note on Foreign Opposition Proceedings
2. Ex Parte Reexamination
Quantum Corp. v. Rodime, PLC
Notes on Quantum Corp. and Ex Parte Reexamination
D. Reissue, Disclaimer and Correction
1. Correction versus Reissue
Superior Fireplace Co. v. Majestic Products Co.
Notes on Superior Fireplace
2. Errors Correctable in Reissue Proceedings
Mentor Corp. v. Coloplast Inc.
Notes on Recapture and Other Limitations on Reissue
3. Intervening Rights and the Enforcement of Reissue Patents
Seattle Box Co. v. Industrial Crating ¢ Packing, Inc.
Notes on Intervening Rights
E. Inequitable Conduct
1. Nondisclosure
Therasense, Inc. v. Becton-Dickinson, Inc.
Notes
Note on Supplemental Examination (“Patent Inoculation”)
2. Laches
Symbol Technologies, Inc. v. Lemelson Medical,
Ed. & Res. Fdn., L. P.
Notes

E. Patent Proceedings before the International Trade Commission (ITC)

Chapter 11 - Inventors and Owners
A. Inventorship And Misjoinder
1. The Basics of Inventorship
Burroughs Wellcome Co. v. Barr Laboratories, Inc.
Notes
2. Judicial Correction of Inventorship
Eli Lilly and Co. v. Aradigm Corp.
Notes
3. Joint Inventors and Multiple Claims
Ethicon, Inc. v. United States Surgical Corp.
Notes

xiii

923
923
930
931
933
933
944
947
950
952
955
957
959
960
960
964
965
965
967
970
971
975
977
978
981
987
990
992

992
998
1000

1003
1003
1003
1004
1009
1011
1012
1017
1018
1018
1029



Xiv

CONTENTS

B. Assignment and Ownership

Waterman v. Mackenzie
Notes

. Section 261: Patent Recording Statute

Filmtec Corp. v. Allied-Signal Inc.
Notes

. Rights of the Employed Inventor

United States v. Dubilier Condenser Corp.
Notes

. Co-Ownership of Patents

Robert P. Merges & Lawrence A. Locke, Co-Ownership of Patents:
A Comparative and Economic View

. Federal Ownership under the Bayh-Dole Act

Stanford University v. Roche Molecular Sys., Inc.
Notes and Questions

C. Double Patenting

1.

5.

The Basics of Double Patenting
Miller v. Eagle Manufacturing Co.
In re Vogel

Notes

. The Claiming Requirement

In re Kaplan
Notes

. Order of Filing and Issuance

In re Berg
Notes

. Effect of Patent Office Restriction Requirement

Notes on Restrictions
The Economic Rationale for a Vigorous Double Patenting Doctrine

Chapter 12 - Licensing, Misuse and Antitrust Issues

2.

A. Control Beyond a Patent’s Scope
1.

Tying Agreements

Illinois Tool Works Inc. v. Independent Ink, Inc.
Notes on the Demise of per se Patent Tying Doctrine
Notes on Other Licensing Terms

Temporal Extensions

Brulotte v. Thys Co.
Notes

B. Licensee and Assignor Estoppel
Lear, Inc. v. Adkins

Notes

MedImmune, Inc., Petitioner v. Genentech, Inc., et al.

Notes

1034
1034
1037
1038
1038
1042
1046
1046
1052
1054

1054
1061
1061
1066
1068
1069
1069
1073
1076
1078
1078
1082
1084
1085
1089
1091
1092
1094

1099
1100
1100
1100
1110
1113
1117
1117
1121
1125
1125
1131
1132
1139



CONTENTS XV

Diamond Scientific Co. v. Ambico, Inc. 1140
Notes 1143
C. Exhaustion and the “First Sale” Doctrine 1145
Quanta Computer, Inc. v. LG Electronics, Inc. 1145
Notes and Questions on Quanta Computer 1155
Note on Lexmark v. Impression Products 1158
D. Patent Pools and Patent Misuse 1161
Princo Corp. v. International Trade Commission 1161
Notes on Patent Pools 1178
E. Patent Acquisition and Enforcement as an Antitrust Violation 1181
Walker Process Equip., Inc. v. Food Mach. & Chem. Corp. 1181
Notes 1183

E Litigation Settlement as Antitrust Violation: The Problem of
“Reverse Payments” 1190
Federal Trade Commission v. Actavis, Inc. 1191
Notes on Actavis and Reverse Payments 1200

Index 1203






Table of Cases

318 Patent Infringement Litig., In re,
578 E. Supp. 2d 711 (D. Del. 2008),
266, 267, 268, 271

3M v. Johnson & Johnson
Orthopaedics, Inc., 976 F.2d 1559
(Fed. Cir. 1992), 676, 855, 865

A

A. & P. Tea Co. v. Supermarket Corp.,
340 U.S. 147 (1950), 533

Abbott Labs. v. Gardner, 387 U.S. 136
(1967), 1135

Abbott Labs. v. Geneva Pharms., Inc.,
182 E.3d 1315 (Fed. Cir. 1999), 409,
414, 415

Abbott Labs. v. Sandoz, Inc., 566 E3d
1282 (Fed. Cir. 2009), 685

ABF Freight Sys. v. NLRB, 510 U.S.
317 (1994), 980

ACS Hosp. Sys. v. Montefiore Hosp.,
732 F2d 1572 (Fed. Cir. 1984), 568

Adams v. Burke, 17 Wall. 453 (U.S.
1873), 1118, 1148, 1150

Adams, United States v. 383 U.S. 39,
148 U.S.P.Q. (BNA) 479 (Feb. 21,
1966), 552, 604

Addamax Corp. v. Open Software
Found., 152 F.3d 48 (1st Cir. 1998),
1171

Aetna Life Ins. Co. v. Haworth, 300
U.S. 227 (1937), 1134, 1137, 1139

Agawan Co. v. Jordan, 74 U.S. (7
Wall.) 583 (1869), 1027, 1028

Akamai Techs, Inc. v. Limelight
Networks, Inc., 614 F. Supp. 2d 90
(D. Mass. 2009), 688

AlJ. Deer Co. v. U.S. Slicing Mach.
Co., 21 E2d 812 (7th Cir. 1927),
639, 640

Akamai Techs., Inc. v. Limelight
Networks, Inc., 629 F.3d 1311 (Fed.
Cir. 2010), 688

Akamai Techs., Inc. v. Limelight
Networks, Inc., 692 F.3d 1301 (Fed.
Cir. 2012), 688, 689

Akamai Techs., Inc. v. Limelight
Networks, Inc., 786 F.3d 899 (Fed.
Cir. May 13, 2015), 693

Akamai Techs., Inc. v. Limelight
Networks, Inc., 797 E.3d 1020 (Fed.
Cir. 2015), 693

Akro Agate Co. v. Master Marble Co.,
18 E. Supp. 305 (N.D.W. Va. 1937),
748

Aktiebolag v. E.J. Co., 121 E3d 669
(Fed. Cir. 1997), 764

ALCOA v. Reynolds Metals Co., No.
88 C 6019, 1989 U.S. Dist. LEXIS
15357 (N.D. 1Ill. Dec. 21, 1989), 337

Alexander Milburn Co. v. Davis-
Bournonville Co., 270 U.S. 390
(1926), 379, 446, 626, 627

Alice Corp. Pty. Ltd. v. CLS Bank, 134
S. Ct. 2347 (2014), 15, 115, 117,
118, 143, 162, 945

Allen v. W.H. Brady Co., 508 E2d 64
(7th Cir. 1974), 491, 496

Allinson Mfg. v. Ideal Filter Co., 21
F.2d 22 (8th Cir. 1927), 357

Al-Site Corp. v. VSI Int’l, 174 E3d
1308 (Fed. Cir. 1999), 570



xviii TABLE OF CASES

Altvater v. Freeman, 319 U.S. 359
(1943), 1136, 1137, 1138

Alyeska Pipeline Serv. Co. v.
Wilderness Soc’y, 421 U.S. 240
(1975), 882

ALZA Corp. v. Andrx Pharms., L.L.C,,
603 F.3d 935 (Fed. Cir. 2010), 264

ALZA Corp. v. Mylan Labs., 464 E.3d
1286 (Fed. Cir. 2006), 599

Amado v. Microsoft Corp., 517 E3d
1353 (Fed. Cir. 2008), 803

Amazon.com, Inc. v.
Barnesandnoble.com, Inc., 239 E3d
1343 (Fed. Cir. 2001), 807, 815

Amazon.com, Inc. v.
Barnesandnoble.com, Inc., 73 E.
Supp. 2d 1228 (W.D. Wash. 1999),
816

American Fruit Growers, Inc. v.
Brogdex Co., 283 U.S. 1 (1931), 79

American Hoist & Derrick Co. v. Sowa
& Sons, 725 F.2d 1350 (Fed. Cir.
1984), 558, 559, 924, 928, 984, 985

American Seating Co. v. Nat’l Seating
Co., 586 E2d 611 (6th Cir. 1978),
401

American Securit Co. v. Shatterproof
Glass Corp., 268 F.2d 769 (3d Cir.
1959), 1114

American Wood-Paper Co. v. Fibre
Disintegrating Co., 90 U.S. (23
Wall.) 566 (1874), 129, 649

Amgen, Inc. v. Chugai Pharm. Co.,
927 F.2d 1200 (Fed. Cir. 1991), 1007

Amgen, Inc. v. U.S. ITC, 902 E2d
1532 (Fed. Cir. 1990), 789

Amkor Tech., Inc. v. ITC, 692 E3d
1250 (Fed. Cir. 2012), 592

Amoco Prod. Co. v. Vill. of Gambell,
480 U.S. 531 (1987), 793

AMP, Inc. v. Fujitsu Microelectronics,
Inc., 853 E Supp. 808 (M.D. Pa.
1994), 355

Anascape, Ltd. v. Nintendo of Am.,
Inc., 601 F.3d 1333 (Fed. Cir. 2010),
299

Anderson’s-Black Rock, Inc. v.
Pavement Salvage Co., 396 U.S. 57
(1969), 567

Andrews v. Hovey, 123 U.S. 267
(1887), 367

Animal Legal Def. Fund v. Quigg, 932
F2d 920, 18 U.S.P.Q.2d (BNA) 1677
(Fed. Cir. Apr. 30, 1991), 910

Ansonia Brass & Copper Co. v. Elec.
Supply Co., 144 U.S. 11 (1892), 423

Apotex USA, Inc. v. Merck & Co., 254
F.3d 1031 (Fed. Cir. 2001), 485, 487

Apple Inc. v. Motorola, Inc., 757 E.3d
1286 (Fed. Cir. 2014), 838

Apple Inc. v. Samsung Elecs. Co., 695
F.3d 1370 (Fed. Cir. 2012), 804

Apple Inc. v. Samsung Elecs. Co., 816
E3d 788 (Fed. Cir. 2016), 611

Apple, Inc. v. Motorola, Inc., 869 E.
Supp. 2d 901 (N.D. TIL 2012), 805,
838

Apple, Inc. v. Samsung Elecs. Co., 678
F.3d 1314 (Fed. Cir. 2012), 804

Apple, Inc. v. Samsung Elecs. Co., No.
12-CV-00630-LHK, 2013 U.S. Dist.
LEXIS 38682 (N.D. Cal. Mar. 19,
2013), 804

Applegate v. Scherer, 332 F2d 571
(C.C.PA. 1964), 1007

Applied Materials, Inc. v. Gemini
Research Corp., 835 F2d 279 (Fed.
Cir. 1987), 628

Arachnid, Inc. v. Merit Indus., 19
U.S.P.Q.2d (BNA) 1513 (Fed. Cir.
1991), 1037

Argoudelis, In re 434 E2d 1390 (1970),
265

Ariad Pharms., Inc. v. Eli Lilly & Co.,
560 F.3d 1366 (Fed. Cir. 2009), 293

Ariad Pharms., Inc. v. Eli Lilly & Co.,
598 F.3d 1336 (Fed. Cir. 2010), 293,
298

Ariosa Diagnostics, Inc. v. Sequenom,
Inc., 788 E3d 1371 (Fed. Cir. 2015),
141, 142



TABLE OF CASES Xix

Aristocrat Techs. Austl. PTY Ltd. v.
Int’l Game Tech., 521 E3d 1328
(Fed. Cir. 2008), 312

Arizona Christian Sch. Tuition Org. v.
Winn, 563 U.S. 125 (2011), 773

Arkansas Carpenters Health & Welfare
Fund v. Bayer AG (In re
Ciprofloxacin Hydrochloride
Antitrust Litig.), 544 F.3d 1323
(Fed. Cir. 2008), 1172

Arkie Lures, Inc. v. Gene Larew Tackle,
Inc., 119 E3d 953 (Fed. Cir. 1997),
601

Armbruster, In re 512 F2d 676 (1975),
30

Aro Mfg. v. Convertible Top
Replacement Co., 365 U.S. 336
(1961), 689, 759, 760, 1151, 1153

Aro Mfg. v. Convertible Top
Replacement Co., 377 U.S. 476
(1964), 758, 759, 767, 768, 775,
776, 853, 854, 886, 889

Arzberger, In re 112 F.2d 834 (1940),
82

Asgrow Seed Co. v. Winterboer, 513
U.S. 179 (1995), 14

Ashland Oil, Inc. v. Delta Resins &
Refractories, Inc., 776 F.2d 281
(Fed. Cir. 1985), 568, 569

Association for Molecular Pathology v.
Myriad Genetics, Inc., 133 S. Ct.
2107 (2013), 3, 15, 117, 145, 228,
737

Association for Molecular Pathology v.
U.S. PTO, 689 E.3d 1303 (Fed. Cir.
2012), 136, 137

Association of Data Processing Serv.
Orgs., Inc. v. Bd. of Governors of
Fed. Reserve Sys., 745 F.2d 677
(D.C. Cir. 1984), 908

Astrazeneca AB v. Apotex Corp., 782
F3d 1324 (Fed. Cir. 2015), 859, 887

AstraZeneca LP v. Breath Ltd., 603 E.
App’x 999 (Fed. Cir. 2015), 594

AT&T Corp. v. Excel Communs., Inc.,
172 F.3d 1352 (Fed. Cir. 1999), 913

Atari Corp. v. Sega of Am., Inc., 869 F.
Supp. 783 (N.D. Cal. 1994), 801
Atchison, T. & S.E. Ry. v. Pena, 44 E3d
437 (7th Cir. 1994), 910

Atlanta Works v. Brady, 107 U.S. 192
(1883), 528

Atlas Powder Co. v. E.I. du Pont De
Nemours & Co., 750 F.2d 1569 (Fed.
Cir. 1984), 264, 265, 273

Atlas Powder Co. v. IRECO Chems.,
773 E2d 1230, 227 U.S.P.Q. (BNA)
289 (Fed. Cir. Sept. 23, 1985), 807

Atlas Powder Co. v. IRECO Inc., 190
E3d 1342 (Fed. Cir. 1999), 410,
411, 413

Atmel Corp. v. Info. Storage Devices,
198 E3d 1374 (Fed. Cir. 1999), 311

August Tech. Corp. v. Camtek, Ltd.,
655 E3d 1278 (Fed. Cir. 2011), 373

Auto Pneumatic Action Co. v. Kindler
& Collins, 247 E. 323 (2d Cir. 1917),
617

Autogiro Co. of Am. v. United States,
384 F.2d 391 (1967), 657, 663, 716

Automatic Arc Welding Co. v. A.O.
Smith Corp., 60 F.2d 740 (7th Cir.
1932), 640

Automatic Radio Mfg. v. Hazeltine
Research, Inc., 339 U.S. 827 (1950),
1119, 1126, 1129

Automobile Mfrs. Asso., United States
v. 307 E. Supp. 617 (C.D. Cal.
1969), 1178

Automobile Techs. Int’l v. BMW of N.
Am., Inc., 501 F.3d 1274 (Fed. Cir.
2007), 266

Aventis Pharm. S.A. v. Amphastar
Pharms., Inc., 525 F.3d 1334 (Fed.
Cir. 2008), 985

B

B. Braun Med., Inc. v. Abbott Labs.,
124 F.3d 1419 (Fed. Cir. 1997), 1116

B.E. Goodrich Co. v. Aircraft Braking
Sys. Corp., 72 E.3d 1577 (Fed. Cir.
1996), 604



XX TABLE OF CASES

Bailey v. United States, 516 U.S. 137
(1995), 675

Baker Hughes Inc. v. Kirk, 921 E.
Supp. 801 (D.D.C. 1995), 62

Ball Aerosol & Specialty Container,
Inc. v. Ltd. Brands, Inc., 555 E3d
984 (Fed. Cir. 2009), 600

Ball Corp. v. United States, 729 F.2d
1429, 221 U.S.P.Q. (BNA) 289 (Fed.
Cir. Mar. 15, 1984), 966

Baltimore & Carolina Line, Inc. v.
Redman, 295 U.S. 654 (1935), 696

Bamberg v. Dalvey, 815 E3d 793 (Fed.
Cir. 2016), 302

Bamberger v. Cheruvu, 55 U.S.P.Q.2d
(BNA) 1523 (B.P.A.I. 1998), 940

Bandag, Inc. v. Gerrard Tire Co., 704
F.2d 1578 (Fed. Cir. 1983), 821

Barbacid v. Brown, (No. 103,586),
2007 U.S. App. LEXIS 7090 (Fed.
Cir. Mar. 19, 2007), 460

Barbed Wire Patent, 143 U.S. 275
(1892), 461, 507, 927

Bard Peripheral Vascular, Inc. v. W.L.
Gore & Assocs., 682 F.3d 1003 (Fed.
Cir. 2012), 887

Bard Peripheral Vascular, Inc. v. W.L.
Gore & Assocs., 776 F.3d 837 (Fed.
Cir. 2015), 886

Barrett v. Hall, 2 F. Cas. 914 (Cir. Ct.
1818), 127, 526

Barrett v. United States, 405 F.2d 502
(Ct. Cl. 1968), 54

Bartfeld, In re 925 E2d 1450 (Fed. Cir.
1991), 381

Bass, In re 474 F.2d 1276 (C.C.P.A.
1973), 496, 629, 632

Bates v. Coe, 98 U.S. 31 (1878), 434,
464, 701

Bauer & Cie v. O’Donnell, 229 U.S. 1
(1913), 1148

Baxter Int’l v. McGaw, Inc., 149 E3d
1321 (Fed. Cir. 1998), 988, 989

Bayer AG & Bayer Corp. v. Schein

Pharm., 129 F. Supp. 2d 705 (D.N.].

2001), 437

Bayer AG v. Barr Labs., 39 U.S.P.Q.2d
(BNA) 1862 (S.D.N.Y. 1996), 438,
439

Bayer, In re 568 F.2d 1357 (C.C.PA.
1978), 338

Beachcombers, Int’l v. Wildewood
Creative Prods., 31 F.3d 1154 (Fed.
Cir. 1994), 355

Bedford v. Hunt, 3 E. Cas. 37 (Cir. Ct.
1817), 200, 212

Beech Aircraft Corp. v. EDO Corp.,
990 F.2d 1237 (Fed. Cir. 1993), 1024

Bell & Howell Doc. Mgmt. Prods. Co.
v. Altek Sys., 132 E3d 701, 45
U.S.P.Q.2d (BNA) 1033 (Fed. Cir.
Dec. 5, 1997), 810

Bell, In re 991 F.2d 781 (Fed. Cir.
1993), 291

Bendix Aviation Corp. v. Kury, 88 E
Supp. 243 (ED.N.Y. 1950), 1055

Bendix Corp. v. Balax, Inc., 421 F.2d
809 (7th Cir. 1970), 342

Bene v. Jeantet, 129 U.S. 683 (1889),
258, 882

Berg, In re, 140 E.3d 1428 (Fed. Cir.
1998), 1085

Bergel, In re 292 E.2d 955 (1961), 576

Bergstrom, In re 427 F.2d 1394 (1970),
411

Bergy, In re 563 E2d 1031 (1977), 78

Berlin Corp., 9 U.S.P.Q.2d (BNA) 1191
(D. Mass. 1988), 876

Bhd. of Locomotive Eng’rs v. Atchison,
T. & S.ER.R,, 516 U.S. 152 (1996),
910

Biagro W. Sales, Inc. v. Grow More,
Inc., 423 E3d 1296 (Fed. Cir. 2005),
725

BIC Leisure Prods. v. Windsurfing
Int’l, 1 F3d 1214, 27 U.S.P.Q.2d
(BNA) 1671 (Fed. Cir. Aug. 4,
1993), 866, 970

BIC Leisure Prods. v. Windsurfing
Int’], 687 F. Supp. 134 (S.D.N.Y.
1988), 866



TABLE OF CASES xxi

Bilski v. Kappos, 545 E3d 943 (Fed.
Cir. 2008), 88, 89, 92, 95, 104, 107

Bilski v. Kappos, 561 U.S. 593 (2010),
15, 86, 145, 147, 148, 149, 151,
880, 1124

Biosig Instruments, Inc. v. Nautilus,
Inc., 715 E3d 891 (Fed. Cir. 2013),
303, 306, 310

Biosig Instruments, Inc. v. Nautilus,
Inc., 783 E3d 1374 (Fed. Cir. 2015),
308, 309

Bio-Technology Gen. Corp. v.
Genentech, Inc., 267 E3d 1325
(Fed. Cir. 2001), 913

Bio-Technology Gen. Corp. v.
Genentech, Inc., 80 F.3d 1553 (Fed.
Cir. 1996), 789

Black & Decker, Inc. v. Robert Bosch
Tool Corp., 260 E. App’x 284 (Fed.
Cir. 2008), 591

Blackboard, Inc. v. Desire2Learn, Inc.,
574 F.3d 1371 (Fed. Cir. 2009), 312,
313, 314

Blackledge v. Weir & Craig Mfg., 108 F.
71 (7th Cir. 1901), 1055

Blanchard v. Putnam, 75 U.S. (8 Wall.)
420 (1869), 649

Blonder-Tongue Labs. v. Univ. of Tll.
Found., 402 U.S. 313 (1971), 507,
702, 903, 1176

Bloomer v. McQuewan, 55 U.S. (14
How.) 539 (1853), 401, 1148

Bloomer v. Millinger, 1 Wall. 340 (U.S.
1864), 1148

Bo Thuresson Af Ekenstam, In re 256
F2d 321 (C.C.PA. 1958), 343

Board of Trs. of the Leland Stanford
Junior Univ. v. Roche Molecular
Sys., 583 E.3d 832 (Fed. Cir. 2009),
1044, 1063

Board of Trs. v. Roche Molecular Sys.,
131 S. Ct. 2188 (2011), 1061

Board of Trs. v. Roche Molecular Sys.,
487 F. Supp. 2d 1099 (N.D. Cal.
2007), 1063

Boggild v. Kenner Prods., 776 F.2d
1315 (6th Cir. 1985), 1121

Bonito Boats v. Thunder Craft Boats,
489 U.S. 141 (1989), 366, 511, 716,
719, 891, 929, 1123

Borah, In re 354 F.2d 1009 (C.C.P.A.
1966), 1086, 1087, 1088

Borg, In re 392 F.2d 642 (C.C.P.A.
1968), 1084

Borkowski, In re 422 F.2d 904
(C.C.PA. 1970), 303

Bose Corp. v. Jbl, Inc., 112 E Supp. 2d
138 (D. Mass. 2000), 865

Bosies v. Benedict, 27 F.3d 539 (Fed.
Cir. 1994), 508

Bowman v. Monsanto Co., 133 S. Ct.
1761 (2013), 764, 1157, 1158

Boyett v. St. Martin’s Press, Inc., 884 F.
Supp. 479 (M.D. Fla. 1995), 977

Braat, In re 937 F.2d 589 (Fed. Cir.
1991), 1076, 1086, 1088, 1089

Brana, In re 51 E3d 1560 (Fed. Cir.
1995), 196, 198, 218, 244

Brasseler, U.S.A. I, L.P. v. Stryker Sales
Corp., 182 E3d 888, 51 U.S.P.Q.2d
(BNA) 1470 (Fed. Cir. July 9, 1999),
376

Brassica Prot. Prods. L.L.C. v. Sunrise
Farms (In re Cruciferous Sprout
Litig.), 301 E.3d 1343 (Fed. Cir.
2002), 409, 420

Brebner, In re 455 F.2d 1402 (C.C.P.A.
1972), 264

Breed, Ex parte 2014 Pat. App. LEXIS
3494, 2014 WL 2536964 2014), 309

Brenner v. Manson, 383 U.S. 519
(1966), 202, 209, 230, 233, 235,
236, 417, 498

Brenner v. State of Isr., 400 F.2d 789
(D.C. Cir. 1968), 968

Bresnick v. U.S. Vitamin Corp., 139
F2d 239 (2d Cir. 1943), 516

Brewer v. Lichtenstein, 278 F. 512 (7th
Cir. 1922), 205



Xxii TABLE OF CASES

Bristol-Myers Squibb Co. v. Ben Venue
Labs., 246 F.3d 1368 (Fed. Cir.
2001), 410

Bristol-Myers Squibb Co. v. Royce
Labs., 69 F.3d 1130, 36 U.S.P.Q.2d
(BNA) 1641 (Fed. Cir. Nov. 1,
1995), 909

Broadway Music, Inc. v. Columbia
Broad. Sys., Inc., 441 U.S. 1 (1979),
1173

Brokaw v. Vogel, 429 F.2d 476, 57
C.C.PA. 1296 (1970), 473, 476, 500

Brooke Group v. Brown & Williamson
Tobacco Corp., 509 U.S. 209 (1993),
1189

Brooks Furniture Mfg. v. Dutailier
Int’l, 393 F.3d 1378 (Fed. Cir. 2005),
878, 879, 881, 882

Brooktree Corp. v. Adv. Micro
Devices, Inc., 977 E2d 1555 (Fed.
Cir. 1992), 193, 203

Brown v. 3M, 265 E3d 1349 (Fed. Cir.
2001), 913

Brown v. Barbacid, 276 E3d 1327
(Fed. Cir. 2002), 454

Brown v. Barbacid, 436 F.3d 1376
(Fed. Cir. 2006), 460, 464, 465

Brown v. Barton, 102 F.2d 193
(C.C.PA. 1939), 464

Brown v. Duchesne, 60 U.S. (19 How.)
183, 782

Brown v. Regents of the Univ. of Cal.,
866 F. Supp. 439 (N.D. Cal.), 1009,
1010

Brown, In re 329 F.2d 1006 (C.C.PA.
1964), 500

Bruckelmyer v. Ground Heaters, Inc.,
445 £3d 1374 (Fed. Cir. 2006), 341

Brulotte v. Thys Co., 379 U.S. 29, 143
U.S.P.Q. (BNA) 264 (Nov. 16,
1964), 1117, 1122, 1124, 1167

Buckman Co. v. Plaintiffs’ Legal
Comm., 531 U.S. 341 (2001), 980

Bundy, In re 642 F.2d 430, 209
U.S.P.Q. (BNA) 48 (C.C.PA. Feb.
26, 1981), 222

Burgess v. United States, 553 U.S. 124
(2008), 88

Burlington N., Inc., In re 822 F.2d 518
(5th Cir. 1987), 1184

Burroughs Wellcome Co. v. Barr Labs.,
40 F.3d 1223 (Fed. Cir. 1994), 463,
470, 1004, 1019

Busell Trimmer Co. v. Stevens, 137
U.S. 423 (1890), 165

Butler Mfg. v. Enter. Cleaning Co., 81
F.2d 711 (8th Cir. 1936), 928

Butler, In re 37 F.2d 623 (1930), 686

C

C.R. Bard, Inc. v. M3 Sys., 157 E3d
1340 (Fed. Cir. 1998), 1168, 1185,
1187

C.R. Bard, Inc. v. M3 Sys., 161 E3d
1380 (Fed. Cir. 1998), 1187

C.R. Bard, Inc. v. Schwartz, 716 E2d
874 (Fed. Cir. 1983), 1132

C.R. Bard, Inc. v. U.S. Surgical Corp.,
388 F.3d 858 (Fed. Cir. 2004), 658

Calderon v. Ashmus, No. 97-391, 1998
U.S. LEXIS 3407 (U.S. May 26,
1998), 1139

California Dental Ass’n v. FTC, 526 U.S.
756 (1999), 1172, 1173, 1177, 1199

Callison v. Dean, 70 E.2d 55 (10th Cir.
1934), 217

Calmar, Inc. v. Cook Chem. Co., 220
F. Supp. 414 (W.D. Mo. 1963), 544

Calvert, In re 97 E2d 638, 25 C.C.PA.
1333 (C.C.PA. 1938), 1086

Campbell v. Spectrum Automation
Co., 513 E2d 932 (6th Cir. 1975),
503

Cantrell v. Wallick, 117 U.S. 689
(1886), 507

Capon v. Eshhar, 418 F.3d 1349 (Fed.
Cir. 2005), 297

Caraco Pharm. Labs. v. Novo Nordisk
A/S, 132 S. Ct. 1670 (2012), 1192

Carbice Corp. of Am. v. Am. Patents
Dev. Corp., 283 U.S. 27 (1931),
1105, 1167



TABLE OF CASES xxiii

Cardinal Chem. Co. v. Morton Int’],
508 U.S. 83 (1993), 14, 63, 777,
778, 1137

Carlson, In re 983 F.2d 1032 (Fed. Cir.
1992), 343

Carnegie Mellon Univ. v. Marvell Tech.
Group, Ltd., 807 E3d 1283 (Fed.
Cir.), 835

Caterpillar Tractor Co. v. Comm’r of
Patents & Trademarks, 650 F. Supp.
218 (E.D. Va. 1986), 1093

Caveney, In re 761 E2d 671 (Fed. Cir.
1985), 376, 433

Cavillito, In re 282 F.2d 357 (C.C.P.A.
1960), 265

Celsis in Vitro, Inc. v. CellzDirect,
Inc., 664 E3d 922 (Fed. Cir. 2012),
118

Century Soya Co. v. Geo. A. Hormel &
Co., 723 E.2d 1573, 220 U.S.P.Q.
(BNA) 490 (Fed. Cir. Dec. 27,
1983), 855

Checkpoint Sys. v. U.S. ITC, 54 E3d
756 (Fed. Cir. 1995), 488, 489, 496

Cheek v. United States, 498 U.S. 192
(1991), 779

Chesterfield v. United States, 159 F.
Supp. 371 (Ct. CL 1958), 747

Chevron, U.S.A., Inc. v. NRDC, Inc.,
467 U.S. 837 (1984), 909, 910, 911,
916, 937, 941

Chou v. Univ. of Chi. & Arch Dev.
Corp., 254 E3d 1347 (Fed. Cir.
2001), 1012

Christiansburg Garment Co. v. EEOC,
434 U.S. 412 (1978), 882

Christianson v. Colt Indus. Operating
Corp., 486 U.S. 800 (1988), 14

Christie v. Seybold, 55 E. 69 (6th Cir.
1893), 465

Chrysler Corp. v. Brown, 441 U.S. 281
(1979), 910

CIBA-Geigy Corp., United States v.
508 E. Supp. 1157, 211 U.S.P.Q.
(BNA) 529 (D.N.]. Aug. 7, 1979),
566

Cincinnati Siemens-Lungren Gas
[luminating Co. v. W. Siemens-
Lungren Co., 152 U.S. 200 (1894),
885

Circuit Check, Inc. v. QXQ Inc., 795
E3d 1331 (Fed. Cir. 2015), 641

Clark Blade & Razor Co. v. Gillette
Safety Razor Co., 194 E. 421 (3d Cir.
1912), 249, 250

Clark Thread Co. v. Willimantic Linen
Co., 140 U.S. 481 (1891), 368

Clark v. Wooster, 119 U.S. 322 (1886),
886

Clark v. Wright Aeronautical Corp.,
162 E2d 960 (2d Cir. 1947), 616

Clark, In re 522 F.2d 623 (C.C.P.A.
1975), 473

Clark, In re 97 F.2d 628, 25 C.C.PA.
1317 (1938), 917

Clay, In re, 966 F.2d 656 (Fed. Cir.
1992), 635

ClearValue, Inc. v. Pearl River
Polymers, Inc., 668 F.3d 1340 (Fed.
Cir. 2012), 422

Clemens, In re 622 F2d 1029 (C.C.PA.
1980), 632

CLS Bank v. Alice Corp. Pty, 717 E3d
1269 (Fed. Cir. 2013), 144, 145,
149, 150, 151

Coca-Cola Co. v. Atchison, T. & S.ER.
Co., 608 E2d 213 (5th Cir. 1979),
705

Cochrane v. Deener, 94 U.S. 780
(1876), 88

Coffin v. Ogden, 85 U.S. (18 Wall.)
120 (1873), 446, 507

Coffman v. Breeze Corps., 323 U.S.
316 (1945), 1139

Colautti v. Franklin, 439 U.S. 379
(1979), 675

Collar Co. v. Van Dusen, 90 U.S. (23
Wall.) 530 (1874), 1027

College Sav. Bank v. Fla.
Prepaidpostsecondary Ed. Expense
Bd., 527 U.S. 666 (1999), 55



XXiV TABLE OF CASES

Columbia Motor Car Co. v. C.A.
Duerr & Co., 184 F. 893 (2d Cir.
1911), 515

Columbia Steel Co., United States v.
334 U.S. 495 (1948), 1106

Commil USA, L.L.C. v. Cisco Sys., 135
S. Ct. 1920 (2015), 15, 772

Commil USA, L.L.C. v. Cisco Sys., 720
F.3d 1361 (Fed. Cir. 2013), 772,
773, 774, 778

Commil USA, L.L.C. v. Cisco Sys., 737
F3d 699 (Fed. Cir. 2013), 774

Commissioner v. Duberstein, 363 U.S.
278 (1960), 701

Compco Corp. v. Day-Brite Lighting,
Inc., 376 U.S. 234 (1964), 1123,
1128

Conroy v. Aniskoff, 507 U.S. 511
(1993), 361

Consolidated Elec. Light Co. v.

McKeesport Light Co., 40 E. 21 (Cir.

Ct. 1889), 260

Constant v. Adv. Micro-Devices, Inc.,
848 F.2d 1560 (Fed. Cir. 1988), 339

Consumer Watchdog v. Wis. Alumni
Research Found., 753 F.3d 1258
(Fed. Cir. 2014), 938

Continental Can Co. v. Monsanto Co.,
948 F.2d 1264 (Fed. Cir. 1991), 398

Continental Paper Bag Co. v. E. Paper
Bag Co., 210 U.S. 405 (1908), 794,
846, 1110, 1111, 1114

Cooper Techs. Co. v. Dudas, 536 E3d
1330 (Fed. Cir. 2008), 938

Cooper v. Goldfarb, 154 E3d 1321, 47
U.S.P.Q.2d (BNA) 1896 (Fed. Cir.
Sept. 1, 1998), 914

Cooter & Gell v. Hartmarx Corp., 496
U.S. 384 (1990), 882

Copper Innovations Group, L.L.C. v.
Nintendo Co., No. 07-1752, 2011
U.S. Dist. LEXIS 50388 (W.D. Pa.
May 11, 2011), 314

COR Mktg. & Sales, Inc. v. Greyhawk
Corp., 994 E. Supp. 437 (W.D.N.Y.
1998), 1044

Core Wireless Licensing S.A.R.L. v.
Apple Inc., No. 15-CV-05008-PSG,
2016 U.S. Dist. LEXIS 72935, 2016
WL 3124614 (N.D. Cal. June 3,
2016), 309

Corley v. United States, 556 U.S. 303,
129 S. Ct. 1558 (2009), 90

Cornell Univ. v. Hewlett-Packard Co.,
609 F. Supp. 2d 279 (N.D.N.Y.
2009), 835

Corning Glass Works v. Sumitomo
Elec. U.S.A,, Inc., 868 E2d 1251
(Fed. Cir. 1989), 421, 723

Corona Cord Tire Co. v. Dovan Chem.
Corp., 276 U.S. 358 (1928), 368

Cortright, In re 165 E3d 1353 (Fed.
Cir. 1999), 196

Costello v. Immigration &
Naturalization Serv., 376 U.S. 120
(1964), 492

Costello, In re 717 F.2d 1346 (Fed. Cir.
1983), 466

Crawford v. Heysinger, 123 U.S. 589
(1887), 550

Creative Internet Advert. Corp. v.
Yahoo! Inc., 674 E. Supp. 2d 847
(E.D. Tex. 2009), 803

Cronyn, In re 890 F.2d 1158 (Fed. Cir.
1989), 332, 333, 338

Cross v. Iizuka, 753 F.2d 1040 (Fed.
Cir. 1985), 243, 244, 269, 270

Crown Cork & Seal Co. v. Ferdinand
Gutmann Co., 304 U.S. 159 (1938),
994, 997

Crown Die & Tool Co. v. Nye Tool &
Mach. Works, 261 U.S. 24 (1923),
780

Crozier v. Fried. Krupp AG., 224 U.S.
290 (1912), 804

Crystal Semiconductor Corp. v. Tritech
Microelectronics Int’l, 246 F.3d 1336
(Fed. Cir. 2001), 862, 863, 864

CSU, L.L.C. v. Xerox Corp. (In re
Indep. Serv. Orgs. Antitrust Litig.),
203 F.3d 1322 (Fed. Cir. 2000), 1116



TABLE OF CASES

Cultor Corp. v. A.E. Staley Mfg., 224
F3d 1328 (Fed. Cir. 2000), 674, 675

Cuno Eng’g Corp. v. Automatic
Devices Corp., 314 U.S. 84 (1941),
139, 140, 528, 529

Cuozzo Speed Techs., L.L.C. v. Lee,
136 S. Ct. 2131 (2016), 15, 310,
912, 920, 933

Cuozzo Speed Techs., L.L.C., 793 E3d
1268 (Fed. Cir. 2015), 936, 940, 946

Custom Accessories, Inc. v. Jeffrey-
Allan Indus., 807 E.2d 955 (Fed. Cir.
1986), 624

Cutter Labs. v. Lyophile-Cryochem
Corp., 179 E2d 80 (9th Cir. 1949),
1179

Cutter v. Wilkinson, 544 U.S. 709
(2005), 308

Cybor Corp. v. FAS Techs., Inc., 138
F.3d 1448 (Fed. Cir. 1998), 703

Czarnik v. lllumina, Inc., 437 F. Supp.
2d 252 (D. Del. 2006), 1012

D

Daiichi Pharm. Co. v. Apotex, Inc.,
380 F. Supp. 2d 478 (D.N.]. 2005),
676

Dana Corp. v. Am. Precision Co., 827
F.2d 755 (Fed. Cir. 1987), 764

Dann v. Johnston, 425 U.S. 219
(1976), 567

Dardick, In re 496 F.2d 1234 (C.C.PA.
1974), 502

Dart Indus. v. E.I. du Pont de
Nemours & Co., 489 F.2d 1359 (7th
Cir. 1973), 364

Datamize, L.L.C. v. Plumtree Software,
Inc., 417 E3d 1342 (Fed. Cir. 2005),
311, 312

Datascope Corp. v. SMEC, Inc., 879
F.2d 820 (Fed. Cir. 1989), 866

Daubert v. Merrell Dow Pharms., 509
U.S. 579 (1993), 839

Davis v. Mich. Dep’t of Treasury, 489
U.S. 803 (1989), 360

Davis v. Palmer, 7 E. Cas. 154 (Cir. Ct.
1827), 518, 524

Davis v. Reddy, 620 F.2d 885 (C.C.P.A.
1980), 508

Dawson Chem. Co. v. Rohm & Haas
Co., 448 U.S. 176 (1980), 425, 757,
1106

DDB Techs., L.L.C. v. MLB Adv.
Media, L.P,, 517 F.3d 1284 (Fed. Cir.
2008), 1033

De Forest Radio Tel. Co. v. United
States, 273 U.S. 236 (1927), 1052,
1053

de Nemours & Co. v. Cetus Corp., 19
U.S.P.Q.2d (BNA) 1174 (N.D. Cal.
1990), 340

Deepsouth Packing Co. v. Laitram
Corp., 406 U.S. 518 (1972), 690,
785

Deering v. Winona Harvester Works,
155 U.S. 286 (1894), 249

Dembiczak, In re 175 F.3d 994 (Fed.
Cir. 1999), 581

Deminski, In re 796 F.2d 436 (Fed. Cir.
1986), 638

Dennison Mfg. v. Panduit Corp., 475
U.S. 809 (1986), 14, 599, 900

Design by Us Co. v. Best Foods, Inc.,
No. 98-736, 2000 U.S. Dist. LEXIS
10669 (E.D. Pa. Aug. 1, 2000), 55

Deuel, In re 51 E3d 1552 (Fed. Cir.
1995), 237, 584, 586, 587

Dewey & Almy Chem. Co. v. Mimex
Co., 124 F.2d 986 (2d Cir. 1942),
405, 416

Dewey v. Lawton, 347 E.2d 629
(C.C.P.A. 1965), 476

Diamond Sci. Co. v. Ambico, Inc., 848
F.2d 1220, 6 U.S.P.Q.2d (BNA) 2028
(Fed. Cir. June 3, 1988), 1140, 1143

Diamond v. Chakrabarty, 447 U.S. 303
(1980), 77, 87, 88, 89, 103, 134,
140, 177

Diamond v. Diehr, 450 U.S. 175
(1981), 88, 89, 92, 95, 96, 103, 104,



XXVi TABLE OF CASES

107, 108, 109, 112, 118, 146, 149,
150, 159, 528, 599

Dickenson v. Zurko, 142 F.3d 1447
(Fed. Cir. 1998), 907, 908

Dickinson v. Zurko, 527 U.S. 150
(1999), 14, 704, 903, 924

Dickstein v. Seventy Corp., 522 F.2d
1294 (6th Cir. 1975), 582

Diedrich, In re 318 E2d 946, 50
C.C.PA. 1355 (1963), 232

Dileone, In re 58 C.C.P.A. 925, 436
F.2d 1404 (1971), 296

Dinh-Nguyen, In re 492 F.2d 856
(1974), 265

Dippin’ Dots, Inc. v. Mosey, 476 E.3d
1337 (Fed. Cir. 2007), 988

Director v. Newport News
Shipbuilding & Dry Dock Co., 514
U.S. 122 (1995), 942

Dolgaleva v. Va. Beach City Pub. Schs,
541 E Supp. 2d 817 (E.D. Va. 2008),
918

Donaldson Co., In re 16 FE3d 1189
(Fed. Cir. 1994), 319

Dow Chem. Co. v. Am. Cyanamid Co.,
615 E Supp. 471 (E.D. La. 1985), 34

Dow Chem. Co. v. Astro-Valcour, Inc.,,
110 E. Supp. 2d 104 (N.D.N.Y.
2000), 485

Dow Chem. Co. v. Astro-Valcour, Inc.,
267 F.3d 1334 (Fed. Cir. 2001), 483

Dow Chem. Co. v. Mee Indus., 341
F.3d 1370 (Fed. Cir. 2003), 821

Drackett Chem. Co. v. Chamberlain
Co., 63 F2d 853 (6th Cir. 1933),
1128

Drake v. Hall, 220 E. 905 (7th Cir.
1914), 1055

Dubilier Condenser Corp., United
States v. 289 U.S. 178 (1933), 1046,
1064

Dubuit v. Harwell Enters., 336 E. Supp.
1184 (W.D.N.C. 1971), 1113

Dugan v. Lear Avia, 55 F. Supp. 223
(S.D.N.Y. 1944), 747

Dun v. Lumbermen’s Credit Asso., 209
U.S. 20 (1908), 794

Duncan v. Walker, 533 U.S. 167
(2001), 1065

Dunlop Holdings, Ltd. v. Ram Golf
Corp., 524 E2d 33 (7th Cir. 1975),
490, 491

Dunne, Ex parte 20 U.S.P.Q.2d (BNA)
1479 (Bd. Pat. App. & Inter. 1991),
434

Duplan Corp. v. Deering Milliken,
Inc., 540 E.2d 1215 (4th Cir. 1976),
1178

Duplan Corp. v. Deering Milliken,
Inc., 594 F.2d 979 (4th Cir. 1979),
1178

Durden, In re 763 E2d 1406 (Fed. Cir.
1985), 589

Dynacore Holdings Corp. v. U.S.
Philips Corp., 363 E3d 1263 (Fed.
Cir. 2004), 820

E

E.I. Du Pont de Nemours & Co. v.
Phillips Petrol. Co., 849 F.2d 1430
(Fed. Cir. 1988), 480

E.R. Presidents Conf. v. Noerr Motor
Freight, Inc., 365 U.S. 127 (1961),
881, 1184

E.R. Presidents Conf. v. Noerr Motor
Freight, Inc., 365 U.S. 127 (1961),
1184

Earle v. Sawyer, 8 E. Cas. 254 (Cir. Ct.
1825), 468

Eastman Kodak Co. v. Image Tech.
Servs., 504 U.S. 451 (1992), 1115

Eaton v. Evans, 204 F.3d 1094 (Fed.
Cir. 2000), 462

eBay Inc. v. MercExchange, L.L.C., 547
U.S. 388 (2006), 15, 90, 91, 779,
792, 1115

Eckel, In re 393 F.2d 848 (C.C.PA.
1968), 1074

Edison Elec. Light Co. v. Novelty
Incandescent Lamp Co., 167 F. 977
(3d Cir. 1909), 406, 407



TABLE OF CASES Xxvii

Edoco Tech. Prods. v. Peter Kiewit
Sons’ Co., 313 E Supp. 1081 (C.D.
Cal. 1970), 566

Egbert v. Lippmann, 104 U.S. 333
(1881), 343, 345, 352, 357, 445

Eibel Process Co. v. Minn. & Ont.
Paper Co., 261 U.S. 45 (1923), 309,
409, 666, 667, 682

Eickmeyer v. U.S., 231 U.S.P.Q. (BNA)
821 (Ct. Cl. 1986), 1056

Eidos Display, L.L.C. v. AU Optronics
Corp., 779 E3d 1360 (Fed. Cir.
2015), 704

Eisai Co. v. Dr. Reddy’s Labs., Ltd, 533
F.3d 1353 (Fed. Cir. 2008), 593

Electric Storage Battery Co. v.
Shimadzu, 307 U.S. 5 (1939), 348

Eli Lilly & Co. v. Actavis Elizabeth
L.L.C., 435 F. App’x 917 (Fed. Cir.
2011), 198

Eli Lilly & Co. v. Am. Cyanamid Co.,
82 F.3d 1568 (Fed. Cir. 1996), 788,
789

Eli Lilly & Co. v. Aradigm Corp., 376
F.3d 1352 (Fed. Cir. 2004), 1012

Eli Lilly & Co. v. Barr Labs., 251 E.3d
955 (Fed. Cir. 2001), 410

Eli Lilly & Co. v. Generix Drug Sales,
Inc., 460 F.2d 1096, 174 U.S.P.Q.
(BNA) 65 (5th Cir. May 18, 1972),
566

Eli Lilly & Co. v. Medtronic, Inc., 496
U.S. 661 (1990), 14, 748, 749, 1192

Eli Lilly & Co. v. Medtronic, Inc., 7
U.S.P.Q.2d (BNA) 1439 (E.D. Pa.
1988), 800

Eli Lilly & Co. v. Medtronic, Inc., 872
F2d 402, 10 U.S.P.Q.2d (BNA) 1304
(Fed. Cir. Mar. 29, 1989), 800

Eli Lilly & Co. v. Zenith Goldline
Pharms., Inc., 471 F.3d 1369 (Fed.
Cir. 2006), 583

Elizabeth v. Pavement Co., 97 U.S. 126
(1877), 346, 349, 367

Ellis, In re 476 E2d 1370 (C.C.PA.
1973), 639

Elsner, In re 381 F.3d 1125 (Fed. Cir.
2004), 433

Embrex, Inc. v. Serv. Eng’g Corp., 216
F.3d 1343 (Fed. Cir. 2000), 745, 746

Enfish, L.L.C. v. Microsoft Corp., 822
F.3d 1327 (Fed. Cir. 2016), 162, 163

Enzo Biochem, Inc. v. Calgene, Inc.,
188 E.3d 1362 (Fed. Cir. 1999), 269

Enzo Biochem, Inc. v. Gen-Probe Inc.,
285 E.3d 1013 (Fed. Cir. 2002), 914

Enzo Biochem, Inc. v. Gen-Probe Inc.,
323 F.3d 956 (Fed. Cir. 2002), 232

EON Corp. IP Holdings L.L.C. v.
AT&T Mobility L.L.C., 785 E3d 616
(Fed. Cir. 2015), 314

ePlus, Inc. v. Lawson Software, Inc.,
700 F.3d 509 (Fed. Cir. 2012), 314

Epstein, In re 32 E3d 1559 (Fed. Cir.
1994), 421

Ergo Licensing, L.L.C. v. CareFusion
303, Inc., 673 E3d 1361 (Fed. Cir.
2012), 315, 316

Erickson v. Trinity Theatre, Inc., 13
F.3d 1061 (7th Cir. 1994), 1029,
1030

Ericsson v. D-Link, 2013 WL 4046225
(E.D. Tex. Aug. 6, 2013), 838

Estee Lauder, Inc. v. UOreal, S.A., 129
F.3d 588 (Fed. Cir. 1997), 462

Ethicon Endo-Surgery, Inc. v. U.S.
Surgical Corp., 93 E3d 1572 (Fed.
Cir. 1996), 284, 285, 286, 702

Ethicon, Inc. v. U.S. Surgical Corp.,
135 E3d 1456 (Fed. Cir. 1998), 1018

Ethyl Gas. Corp. v. United States, 309
U.S. 436 (1940), 1150

Etter, In re 756 F.2d 852 (Fed. Cir.
1985), 957

Eurand, Inc. v. Mylan Pharms., Inc.
(In re Cyclobenzaprine
Hydrochloride Extended-Release
Capsule Patent Litig.), 676 E3d
1063 (Fed. Cir. 2012), 607

Evans Cooling Sys. v. GMC, 125 E.3d
1448 (Fed. Cir. 1997), 386



xxviii TABLE OF CASES

Evans v. Eaton, 20 U.S. (7 Wheat.) 356
(1822), 303, 524

Evans v. Eaton, 8 F. Cas. 846 (C.C.D.
Pa. 1816), 524

Everex Sys. v. Cadtrak Corp. (In re
CFLC, Inc.), 89 E3d 673 (9th Cir.
1996), 1053

Ex Parte, See Party Name

Exhibit Supply Co. v. Ace Patents
Corp., 315 U.S. 126 (1942), 717,
718, 721

Expanded Metal Co. v. Bradford, 214
U.S. 366 (1909), 616

Exxon Corp. v. Phillips Petrol. Co.,
265 E.3d 1249 (Fed. Cir. 2001), 969

F

F. Hoffmann-La Roche Ltd v.
Empagran S.A., 542 U.S. 155
(2004), 787

Facius, In re 408 F.2d 1396 (C.C.PA.
1969), 441

Falkner v. Inglis, 448 E.3d 1357 (Fed.
Cir. 2006), 265, 296

Fanning, Phillips & Molnar v. West,
160 E.3d 717 (Fed. Cir. 1998), 962

Fantasy Sports Props. v.
Sportsline.com, Inc., 287 F3d 1108
(Fed. Cir. 2002), 786

Feist Publ’ns, Inc. v. Rural Tel. Serv.
Co., 499 U.S. 340 (1991), 178

Feldman v. Aunstrup, 517 E2d 1351
(C.C.PA. 1975), 465

Ferag AG v. Quipp Inc., 45 E3d 1562
(Fed. Cir. 1995), 372, 373, 376

Ferring B.V. v. Barr Labs., 437 E.3d
1181 (Fed. Cir. 2006), 988

Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., 172 E3d 1361
(Fed. Cir. 1999), 715

Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., 187 E.3d 1381
(Fed. Cir. 1999), 715

Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., 234 E3d 558

(Fed. Cir. 2000), 715, 724, 725, 726,
915, 963

Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., 344 F.3d 1359
(Fed. Cir. 2003), 728

Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., 493 E.3d 1368
(Fed. Cir. 2007), 728, 729

Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., 535 U.S. 722
(2002), 14, 304, 307, 713

Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., 72 E.3d 857
(Fed. Cir. 1995), 715, 727, 728

Festo Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki Co., No. 88-1814-
PBS, 2005 U.S. Dist. LEXIS 11621
(D. Mass. June 10, 2005), 728

Fiers v. Revel, 984 F.2d 1164 (Fed. Cir.
1993), 290, 291, 1007

Filmtec Corp. v. Allied-Signal, Inc.,
939 E2d 1568 (Fed. Cir. 1991), 1038

FilmTec Corp. v. Hydranautics, 67 E3d
931, 36 U.S.P.Q.2d (BNA) 1410
(Fed. Cir. Oct. 12, 1995), 1185

FilmTec Corp. v. Hydranautics, 982
F.2d 1546 (Fed. Cir. 1992), 1044,
1054, 1060

Fine, In re 837 F.2d 1071 (Fed. Cir.
1988), 583

Finisar Corp. v. Directv Group, Inc.,
No. 1:05-CV-264, 2006 U.S. Dist.
LEXIS 76380 (E.D. Tex. July 7,
2006), 802

Finjan, Inc. v. Blue Coat Sys., No. 13-
cv-03999-BLE, 2015 U.S. Dist.
LEXIS 91528 (N.D. Cal. July 14,
2015), 839

Finnigan Corp. v. United State ITC,
180 E3d 1354 (Fed. Cir. 1999), 502

Fisher, In re 427 F.2d 833 (C.C.PA.
1970), 262, 263

Fisher, In re, 421 F.3d 1365 (Fed. Cir.
2005), 228

Fitzgerald v. Arbib, 268 F.2d 763
(C.C.PA. 1959), 476



TABLE OF CASES XXix

Fla. Prepaid Postsecondary Educ.
Expense Bd. v. Coll. Sav. Bank, 527
U.S. 627 (1999), 14, 804

Fogerty v. Fantasy, Inc., 510 U.S. 517
(1994), 881, 882, 888

Fong, In re 378 F.2d 977, 154 U.S.P.Q.
(BNA) 25 (C.C.PA. June 15, 1967),
1083

Food Mach. & Chem. Corp. v. Walker
Process Equip., Inc., 335 F2d 315
(7th Cir. 1964), 988

Forest Group, Inc. v. Bon Tool Co.,
590 F.3d 1295 (Fed. Cir. 2009), 895

Forman, In re 230 U.S.P.Q. (BNA) 546
(Bd. Pat. App. & Int. 1986), 264

Fortner Enters. v. U.S. Steel Corp., 394
U.S. 495 (1969), 1107

Foster v. Am. Mach. & Foundry Co.,
492 F.2d 1317 (2d Cir. 1974), 792

Foster, In re 343 F.2d 980 (C.C.PA.
1965), 635

Fox Film Corp. v. Doyal, 286 U.S. 123
(1932), 794

Fox Indus. v. Structural Pres. Sys., 922
F.2d 801 (Fed. Cir. 1990), 988

Frantz Mfg. v. Phenix Mfg., 457 F.2d
314 (7th Cir. 1972), 366

Frazier v. Roessel Cine Photo Tech,
Inc., 417 E3d 1230 (Fed. Cir. 2005),
918

Frey v. Wagner, 87 E2d 212, 24
C.C.PA. 823 (1937), 474

Friction Div. Prods. v. E.I. du Pont de
Nemours & Co., 658 E. Supp. 998
(D. Del. 1987), 462

Frilette, In re 412 F2d 269 (C.C.P.A.
1969), 1077

FTC v. Actavis, Inc., 133 S. Ct. 2223
(2013), 1191

FTC v. Ind. Fed’n of Dentists, 476 U.S.
447 (1986), 1194

FTC v. Watson Pharms., Inc., 677 E3d
1298 (11th Cir. 2012), 1191, 1194,
1196, 1198

Fujikawa v. Wattanasin, 93 E3d 1559
(Fed. Cir. 1996), 232, 488

Fuller v. Berger, 120 F. 274 (7th Cir.
1903), 203

Function Media, L.L.C. v. Google Inc.,
708 F.3d 1310 (Fed. Cir. 2013), 314

Funk Bros. Seed Co. v. Kalo Inoculant
Co., 333 U.S. 127 (1948), 79, 80,
87, 104, 135, 139, 156

G

Galderma Labs., L.P. v. Tolmar, Inc.,
737 F.3d 731 (Fed. Cir. 2013), 605

Gambro Lundia AB v. Baxter
Healthcare Corp., 110 E3d 1573
(Fed. Cir. 1997), 509

Gargoyles, Inc. v. United States, 113
F.3d 1572, 42 U.S.P.Q.2d (BNA)
1760 (Fed. Cir. May 20, 1997), 855

Garretson v. Clark, 111 U.S. 120
(1884), 831

Gartside, In re 203 F.3d 1305, 53
U.S.P.Q.2d (BNA) 1769 (Fed. Cir.
Feb. 15, 2000), 599, 908

Gayler v. Wilder, 51 U.S. (10 How.)
477 (1851), 445, 446, 1040, 1064

GE Co. v. Wabash Appliance Corp.,
304 U.S. 364 (1938), 303, 701

GE Co., United States v.272 U.S. 476
(1926), 1156

Gemmy Indus. v. Chrisha Creations,
Ltd., 452 F.3d 1353 (Fed. Cir. 2006),
375

Gen. Motors Corp., In re 103 ET.C.
374 (1984), 1180

Genentech, Inc. v. Novo Nordisk A/S,
108 E3d 1361 (Fed. Cir. 1997), 269,
810

General Elec. Co. v. Jewel Incandescent
Lamp Co., 326 U.S. 242 (1945), 418

General Mills, Inc. v. Pillsbury Co.,
378 F.2d 666 (8th Cir. 1967), 189

General Talking Pictures Corp. v. W.
Elec. Co., 305 U.S. 124 (1938), 994,
1116, 1154

Gen-Probe Inc. v. Vysis, Inc., 359 E3d
1376 (Fed. Cir. 2004), 1133



XXX TABLE OF CASES

Gentry Gallery, Inc. v. Berkline Corp.,
134 F3d 1473 (Fed. Cir. 1998), 282,
287

Geo. J. Meyer Mfg. v. San Marino
Elec. Corp., 422 E2d 1285 (9th Cir.
1970), 641

Georgia-Pac. Corp. v. Lieberam, 22
U.S.P.Q.2d (BNA) 1383 (11th Cir.
1992), 1054

Georgia-Pac. Corp. v. Lieberam, 959
F.2d 901 (11th Cir. 1992), 1044

Georgia-Pac. Corp. v. U.S. Gypsum
Co., 195 E3d 1322 (Fed. Cir. 1999),
913

Georgia-Pac. Corp. v. U.S. Plywood
Corp., 318 E. Supp. 1116 (S.D.N.Y.
1970), 821, 822, 825, 827, 828, 836

Georgia-Pac. Corp. v. U.S. Plywood-
Champion Papers Inc., 446 F.2d 295
(2d Cir. 1971), 836

Gerber Garment Tech., Inc. v. Lectra
Sys., 916 E.2d 683 (Fed. Cir. 1990),
1092

Giacomini, In re, 612 E3d 1380 (Fed.
Cir. 2010), 449

Gianladis v. Kass, 324 F.2d 322, 51
C.C.PA. 753 (1963), 461

Gibbons v. Ogden, 22 U.S. (9 Wheat.)
1 (1824), 533, 534

Giesler v. United States, 232 E.3d 864
(Fed. Cir. 2000), 196

Gillette Safety Razor Co. v. Clark Blade
& Razor Co., 187 E. 149 (Cir. Ct.
1911), 249

Gillette Safety Razor Co. v. Cliff Weil
Cigar Co., 107 E.2d 105 (4th Cir.
1939), 928

Gillman v. Stern, 114 F.2d 28 (2d Cir.
1940), 357, 358, 479, 482

Gilmore v. Taylor, 113 S. Ct. 2112
(1993), 240

Glass, In re 492 F.2d 1228 (C.C.P.A.
1974), 198, 223

Global-Tech Appliances, Inc. v. SEB
S.A., 563 U.S. 2060 (2011), 15, 689,
691, 765, 771, 776, 777, 780

GM Corp. v. Devex Corp., 461 U.S.
648 (1983), 14, 844, 853, 855, 878

GoDaddy.com, LLC v. RPost Comm’ns
Ltd., 2016 U.S. Dist. LEXIS 5955
(D. Ariz. Jan. 19, 2016), 314

Goodman, In re 11 F.3d 1046 (Fed.
Cir. 1993), 1086, 1087

Goodyear Dental Vulcanite Co. v.
Davis, 102 U.S. 222 (1880), 659, 720

Goodyear Tire & Rubber Co. v. Miller,
22 F.2d 353 (9th Cir. 1927), 1053

Gosteli, In re 872 F.2d 1008 (Fed. Cir.
1989), 285

Gottschalk v. Benson, 409 U.S. 63, 409
U.S. 67 (1972), 79, 91, 94, 95, 102,
103, 104, 110, 117, 146, 148, 150,
153, 155, 156, 157, 528

Graham v. John Deere Co., 383 U.S. 1
(1966), 94, 515, 532, 567, 574, 575,
576, 578, 597, 607, 637, 657, 900,
901, 913, 914, 929

Grain Processing Corp. v. Am. Maize-
Prods. Co., 185 E3d 1341 (Fed. Cir.
1999), 851, 858, 866

Grain Processing Corp. v. Am. Maize-
Prods. Co., 979 E Supp. 1233 (N.D.
Ind. 1997), 859

Granfinanciera v. Nordberg, 492 U.S.
33 (1989), 696

Grant v. Raymond, 31 U.S. (6 Pet.)
218 (1832), 248, 959

Grasselli, Ex parte 231 U.S.P.Q. (BNA)
393 (Bd. App. 1983), 39

Grasselli, Ex parte 738 E2d 453 (Fed.
Cir. 1984), 39

Graver Tank & Mfg. v. Linde Air
Prods. Co., 339 U.S. 605 (1950),
723, 738

Gray v. James, 10 E. Cas. 1015 (C.C.D.
Pa. 1817), 711

Great Atl. & Pac. Tea Co. v.
Supermarket Equip. Corp., 340 U.S.
147 (1950), 83, 530, 531, 532, 567

Greenberg v. Ethicon Endo-Surgery,
Inc., 91 F.3d 1580 (Fed. Cir. 1996),
663



TABLE OF CASES XXX1

Greene v. Wilbur, 3 A. 4 (R.I. 1886),
159

Griffith v. Kanamaru, 816 F.2d 624
(Fed. Cir. 1987), 465, 475

Grip-Pak, Inc. v. Ill. Tool Works, Inc.,
694 F.2d 466 (7th Cir. 1982), 1184

Group One, Ltd. v. Hallmark Cards,
Inc., 254 F.3d 1041 (Fed. Cir. 2001),
375

Group One, Ltd. v. Hallmark Cards,
Inc., 407 E3d 1297 (Fed. Cir. 2005),
903

Gyromat Corp. v. Champion Spark
Plug Co., 735 E.2d 549 (Fed. Cir.
1984), 866, 867, 877

H

H. Schindler & Co. v. C. Saladino &
Sons, 81 F.2d 649 (1st Cir. 1936),
928

Hafner, In re 410 F.2d 1403 (C.C.PA.
1969), 216, 500

Hafner, In re, 410 F.2d 1403 (C.C.PA.
1969), 416

Hague v. Comm. for Indus., 307 U.S.
496 (1939), 90

Hahn v. Wong, 892 F.2d 1028 (Fed.
Cir. 1989), 502, 508

Haliczer v. United States, 356 F.2d 541,
174 Ct. Cl. 507, 148 U.S.P.Q. (BNA)
565 (Ct. Cl. Feb. 18, 1966), 966

Hall v. Macneale, 107 U.S. 90 (1882),
347, 348

Hall, In re 781 F.2d 897 (Fed. Cir.
1986), 332, 333

Halliburton Co. v. Erica P. John Fund,
Inc., 134 S. Ct. 2398 (2014), 1125

Halliburton Oil Well Cementing Co. v.
Walker, 329 U.S. 1 (1946), 316

Halo Elecs., Inc. v. Pulse Elecs., Inc.,
136 S. Ct. 1923 (2016), 15. 885, 891

Halo Elecs., Inc. v. Pulse Elecs., Inc.,
769 E3d 1371 (Fed. Cir. 2014), 887

Hamilton, In re 37 E.2d 758 (1930),
1028

Hamilton, In re 38 F.2d 889, 17
C.C.PA. 914 (C.C.PA. 1930), 1028

Handgards, Inc. v. Ethicon, Inc., 601
F.2d 986 (9th Cir. 1979), 1184

Handgards, Inc. v. Ethicon, Inc., 743
F.2d 1282 (9th Cir. 1984), 1184

Hanson v. Alpine Valley Ski Area, Inc.,
718 F2d 1075 (Fed. Cir. 1983), 829

Hardinge Bros. v. Marr Oil Heat Mach.
Corp., 27 E2d 779 (7th Cir. 1928),
565

Harries v. Air King Prods. Co., 183
F2d 158 (2d Cir. 1950), 528

Harry, In re 333 F2d 920 (C.C.PA.
1964), 503

Hartford v. Moore, 181 E 132
(S.D.N.Y. 1910), 617

Harvey Steel Co., United States v. 196
U.S. 310 (1905), 1128

Haserot v. Keller, 228 P. 383 (Cal. Ct.
App. 1924), 1055

Haskell v. Colebourne, 671 F.2d 1362
(1982), 1008

Hazel-Atlas Glass Co. v. Hartford-
Empire Co., 322 U.S. 238 (1944),
984

Hazeltine Research, Inc. v. Brenner,
382 U.S. 252 (1965), 625

Heard v. Burton, 51 C.C.P.A. 1502,
333 F.2d 239 (C.C.P.A. 1964), 486

Heaton-Peninsular Button-Fastener
Co. v. Eureka Specialty Co., 77 E.
288 (6th Cir. 1896), 1102

Hedgewick v. Akers, 497 F.2d 905
(C.C.PA. 1974), 508

Heicklin, Ex parte 16 U.S.P.Q.2d
(BNA) 1463 (B.P.A.I 1990), 195

Heidelberg Harris, Inc. v. Loebach,
145 F.3d 1454 (Fed. Cir. 1998),
1045, 1046

Helifix, Ltd. v. Blok-Lok, Ltd., 208
F.3d 1339, 54 U.S.P.Q.2d (BNA)
1299 (Fed. Cir. Apr. 7, 2000), 811,
813

Helsinn Healthcare S.A. v. Reddy’s
Labs., No. 11-3962 (MLC), 2016



XXXil TABLE OF CASES

U.S. Dist. LEXIS 27477 (D.N.]. Mar.
3, 2016), 361, 378

Hendrie v. Sayles, 98 U.S. 546 (1878),
1041

Henriksen, In re 399 F.2d 253, 55
C.C.P.A. 1384, 158 U.S.P.Q. (BNA)
224 (C.C.PA. July 3, 1968), 997

Henry v. A.B. Dick Co., 224 U.S. 1
(1912), 768. 1102, 1148

Herman & Maclean v. Huddleston,
459 U.S. 375 (1983), 883

Herring v. Gas Consumers’ Asso., 9 F.
556 (E.D. Mo. 1878), 1057

Hess v. Adv. Cardiovascular Sys., 106
F.3d 976 (Fed. Cir. 1997), 1015,
1016, 1019, 1020

Hester Indus. v. Stein, Inc., 142 E3d
1472 (Fed. Cir. 1998), 967

Hewlett-Packard Co. v. Bausch &
Lomb, Inc., 882 F.2d 1556 (Fed. Cir.
1989), 969

Hewlett-Packard Co. v. Bausch &
Lomb, Inc., 909 F.2d 1464 (Fed. Cir.
1990), 758

Heywood-Wakefield Co. v. Small, 96
F2d 496, 37 U.S.P.Q. (BNA) 363
(1st Cir. Apr. 14, 1938), 1044

Highmark Inc. v. Allcare Health
Mgmt. Sys., 134 S. Ct. 1744 (2014),
15, 883, 890

Highmark, Inc. v. Allcare Health
Mgmt. Sys., No. 4:03-CV-1384-Y,
2015 U.S. Dist. LEXIS 152034 (N.D.
Tex. June 23, 2015), 883

Hill-Rom Co. v. Kinetic Concepts,
Inc., 209 E3d 1337 (Fed. Cir. 2000),
30

Hilmer, In re 359 F.2d 859 (C.C.P.A.
1966), 447

Hiniker Co., In re 150 E.3d 1362 (Fed.
Cir. 1998), 936

Hobbs v. Beach, 180 U.S. 383 (1901),
651

Hockerson-Halberstadt, Inc. v. Avia
Group Int’l, 222 E3d 951 (Fed. Cir.
2000), 676

Hoechst-Roussel Pharms., Inc. v.
Lehman, 109 E3d 756 (Fed. Cir.
1997), 411

Hoffmann-La Roche, Inc. v. Promega
Corp., 323 E3d 1354 (Fed. Cir.
2003), 985

Hogan, In re 559 F.2d 595, 194
U.S.PQ. (BNA) 527 (July 28, 1977),
273, 274, 288, 664, 998

Hogg v. Emerson, 11 Howard 587
(U.S. 1850), 550

Holmes Group, Inc. v. Vornado Air
Circulation Sys., 535 U.S. 826
(2002), 14, 921

Honeywell, Inc. v. Diamond, 499 F.
Supp. 924 (D.D.C. 1980), 461

Hook, Ex parte 102 U.S.P.Q. (BNA)
130 (Bd. App. 1953), 502

Hookless Fastener Co. v. G.E. Prentice
Mfg., 68 E2d 940 (2d Cir. 1934),
617

Horwath v. Lee, 564 F.2d 948 (1977),
476

Hotchkiss v. Greenwood, 11 Howard
248 (U.S. 1851), 518, 529, 532, 575

Hounsfield, In re 699 F.2d 1320 (Fed.
Cir. 1983), 968

Hovey v. Stevens, 12 E. Cas. 609 (Cir.
Ct. 1846), 525

Howard v. Det. Stove Works, 150 U.S.
164 (1893), 258

Huai-Hung Kao, In re 639 E.3d 1057
(Fed. Cir. 2011), 611

Hudson, Ex parte 18 U.S.P.Q.2d (BNA)
1322 (Bd. App. & Int. 1990), 340

Hurlbut v. Schillinger, 130 U.S. 456
(1889), 720

Hyatt v. Boone, 146 E3d 1348, 47
U.S.P.Q.2d (BNA) 1128 (Fed. Cir.
June 17, 1998), 288

Hyatt, In re 708 E2d 712 (Fed. Cir.
1983), 38, 318

Hybritech, Inc. v. Monoclonal
Antibodies, Inc., 802 F.2d 1367
(Fed. Cir. 1986), 607, 608, 610, 612,
1006



TABLE OF CASES

Hydranautics v. FilmTec Corp., 204
E3d 880 (9th Cir. 2000), 1185

Hydranautics v. FilmTec Corp., 70 E3d
533 (9th Cir. 1995), 1185

I

Icon Health & Fitness, Inc. v. Octane
Fitness, L.L.C., 112 E. Supp. 3d 888
(D. Minn. 2015), 883

Icon Health & Fitness, Inc. v. Octane
Fitness, L.L.C., 496 E. App’x 57
(Fed. Cir. 2012), 880

Ilinois Tool Works Inc. v. Indep. Ink,
Inc., 547 U.S. 28 (2006), 1099,
1100, 1174

iLOR, L.L.C. v. Google, Inc., 631 E3d
1372 (Fed. Cir. 2011), 879

Image Tech. Servs. v. Eastman Kodak
Co., 125 E3d 1195 (9th Cir. 1997),
1115, 1116

Imatec, Ltd. v. Apple Comput., Inc.,
81 E Supp. 2d 471 (S.D.N.Y. 2000),
1045

In re, See Party Name

Incandescent Lamp Patent, 159 U.S.
465 (1895), 252

Independent Ink, Inc. v. IIl. Tool
Works, Inc., 396 F.3d 1342 (Fed.
Cir. 2005), 1101, 1102, 1104

Independent Ink, Inc. v. Trident, Inc.,
210 E. Supp. 2d 1155 (C.D. Cal.
2002), 1101

Independent Wireless Tel. Co. v. Radio
Corp. of Am., 269 U.S. 459 (1926),
1026

Inglett & Co. v. Everglades Fertilizer
Co., 255 F2d 342 (5th Cir. 1958),
401

Innova/Pure Water, Inc. v. Safari Water
Filtration Sys., 381 E3d 1111 (Fed.
Cir. 2004), 656

Innovatio IP Ventures, L.L.C. Patent
Litig., In re No. 11-C, 838

INS v. Cardoza-Fonseca, 480 U.S. 421
(1987), 937

XXXiii

Institut Pasteur v. Focarino, 738 F.3d
1337 (Fed. Cir. 2013), 611

Intel Corp. v. ULSI Sys. Tech., Inc.,
995 E.2d 1566 (Fed. Cir. 1993), 1025

Intel Prods. LG Elec., Inc. v. Asustek
Comput., Inc., 65 U.S.P.Q.2d (BNA)
1589, 1147

InterDigital Communs., L.L.C. v. ITC,
707 E.3d 1295 (Fed. Cir. 2013), 1001

International Bhd. of Elec. Workers v.
NLRB, 448 F2d 1127 (D.C. Cir.
1971), 907

International Glass Co. v. United
States, 408 F.2d 395 (Ct. Cl. 1969),
488, 492, 496

International Mfg. v. Landon, Inc.,
336 F.2d 723 (9th Cir. 1964), 1114

International Salt Co. v. United States,
332 U.S. 392 (1947), 1102, 1105,
1106, 1109

Intirtool, Ltd. v. Texar Corp., 369 F.3d
1289 (Fed. Cir. 2004), 999

InTouch Techs., Inc. v. VGo
Communs., Inc., 751 E3d 1327
(Fed. Cir. 2014), 607

Intri-Plex Techs., Inc. v. Saint-Gobain
Performance Plastics Rencol, Ltd.,
2014 Pat. App. LEXIS 9069, 2014
WL 8331340 (

Invitrogen Corp. v. Clontech Labs.,
429 F.3d 1052 (Fed. Cir. 2005), 262,
269

IP Innovation L.L.C. v. Red Hat, Inc.,
705 E. Supp. 2d 687 (E.D. Tex.
2010), 835

IP Innovation, L.L.C. v. Red Hat, Inc.,
2009 U.S. Dist. LEXIS 69682 (E.D.
Tex. Aug. 10, 2009), 314

J
J.A. La Porte, Inc. v. Norfolk Dredging
Co., 787 E2d 1577 (Fed. Cir. 1986),
414
J.E.M. Ag Supply, Inc. v. Pioneer Hi-
Bred Intl, 534 U.S. 124 (2001), 14,
89, 135, 248



XXXIV

]J.P. Stevens & Co. v. Lex Tex, Ltd., 747
F2d 1553 (Fed. Cir. 1984), 1184

Jack Guttman, Inc. v. Kopykake
Enters., 302 F.3d 1352 (Fed. Cir.
2002), 673

Jacuzzi Bros. v. Berkeley Pump Co.,
191 E.2d 632 (9th Cir. 1951), 928

James v. Campbell, 104 U.S. 356
(1881), 1071

Jamesbury Corp. v. United States, 518
F.2d 1384, 207 Ct. Cl. 516 (1975),
1028

Janssen Pharmaceutica N.V. v. Teva
Pharms. USA, Inc. (In re 318
Patent Infringement Litig.), 583 F.3d
1317 (Fed. Cir. 2009), 199, 240, 266

Jazz Photo Corp. v. ITC, 264 E3d 1094
(Fed. Cir. 2001), 764, 1158, 1160

Jefferson Par. Hosp. Dist. No. 2 v.
Hyde, 466 U.S. 2 (1984), 1100,
1102, 1103, 1104, 1107, 1108

Jem Broad. Co. v. FCC, 22 E3d 320
(D.C. Cir. 1994), 916, 917

Jeneric/Pentron, Inc. v. Dillon Co.,
205 E3d 1377, 54 U.S.P.Q.2d (BNA)
1086 (Fed. Cir. Mar. 20, 2000), 816

Jepson, Ex parte 243 Off. Gaz. Pat.
Office 525 (Ass’t Comm’r Pat.
1917), 38

Jerman v. Carlisle, McNellie, Rini,
Kramer & Ulrich, L.P.A., 559 U.S.
573 (2010), 779

Jewell, United States v. 532 F.2d 697
(9th Cir. 1976), 770

Jim Arnold Corp. v. Hydrotech Sys.,
109 E.3d 1567 (Fed. Cir. 1997), 1030

Jockmus v. Leviton, 28 F.2d 812 (2d
Cir. 1928), 335, 337, 433

John Mezzalingua Assocs. v. ITC, 660
F.3d 1322 (Fed. Cir. 2011), 1001

Johnson & Johnston Assocs. v. R.E.
Serv. Co., 285 F.3d 1046 (Fed. Cir.
2002), 726, 727

Johnson Worldwide Assocs. v. Zebco
Corp., 175 E3d 985 (Fed. Cir.
1999), 286

TABLE OF CASES

Johnston v. IVAC Corp., 885 F.2d 1574
(Fed. Cir. 1989), 735

Jolles, In re 628 F.2d 1322 (C.C.P.A.
1980), 216, 243

Joly, In re 376 E.2d 906 (C.C.P.A.
1967), 499

Jones v. Hardy, 727 F.2d 1524 (Fed.
Cir. 1984), 583

Juicy Whip, Inc. v. Orange Bang, Inc.,
185 E.3d 1364 (Fed. Cir. 1999), 201

Jungersen v. Ostby & Barton Co., 335
U.S. 560 (1949), 530

JVW Enters. v. Interact Accessories,
Inc., 424 F3d 1324 (Fed. Cir. 2005),
300

K

Kabbes v. Philip Carey Mfg., 63 F.2d
255 (6th Cir. 1933), 1055

Kahn, In re 441 E3d 977 (Fed. Cir.
2006), 575

Kaiser Aetna v. United States, 444 U.S.
164 (1979), 56

Kaplan, In re, 789 F2d 1574 (Fed. Cir.
1986), 1078, 1083

Kathawala, In re 9 F.3d 942 (Fed. Cir.
1993), 436, 437

Katz v. Horni Signal Mfg., 145 F.2d
961, 63 U.S.P.Q. (BNA) 190 (2d Cir.
Nov. 15, 1944), 185

Katz, In re 687 F2d 450 (C.C.P.A.
1982), 441

Kaufman Co. v. Lantech, Inc., 807 E2d
970 (Fed. Cir. 1986), 954, 958, 961

Kaufman Co. v. Lantech, Inc., 926 E2d
1136, 17 U.S.P.Q.2d (BNA) 1828
(Fed. Cir. Feb. 21, 1991), 855, 876,
877

Kear v. Roder, 115 F2d 810 (C.C.P.A.
1940), 466

Kearney & Trecker Corp. v. Giddings
& Lewis, Inc., 452 E.2d 579 (7th Cir.
1971), 879

Kearns v. Chrysler Corp., 32 E3d 1541
(Fed. Cir. 1994), 821, 833



TABLE OF CASES

Keeler v. Standard Folding Bed Co.,
157 U.S. 659 (1895), 1155

Kennecott Corp. v. Kyocera Int’l, 835
F.2d 1419 (Fed. Cir. 1987), 280

Kewanee v. Bicron, 416 U.S. 470
(1974), 480

Keystone Bridge Co. v. Phx. Iron Co.,
95 U.S. 274 (1877), 650

Keystone Driller Co. v. Gen. Excavator
Co., 290 U.S. 240 (1933), 983, 984

Keystone Driller Co. v. Nw. Eng’g
Corp., 294 U.S. 42 (1935), 718

Keystone Type Foundry v. Fastpress
Co., 272 E. 242 (2d Cir. 1921), 1045

Kimberly-Clark Corp. v. Johnson &
Johnson & Pers. Prods. Co., 745
F.2d 1437 (Fed. Cir. 1984), 624

Kimberly-Clark Corp. v. Procter &
Gamble Distrib. Co., 973 FE2d 911
(Fed. Cir. 1992), 1006, 1010, 1011,
1016

Kimble v. Marvel Enters., 727 F.3d 856
(9th Cir. 2013), 1122

Kimble v. Marvel Entm’t, L.L.C., 135
S. Ct. 2401 (2015), 1121, 1122,
1123, 1124, 1125

King Instrument Corp. v. Otari Corp.,
767 F.2d 853 (Fed. Cir. 1985), 371,
372, 415, 874

King Instruments Corp. v. Perego, 65
E3d 941, 36 U.S.P.Q.2d (BNA) 1129
(Fed. Cir. Sept. 19, 1995), 853

King v. Anthony Pools, Inc., 202 F.
Supp. 426 (S.D. Cal. 1962), 1179

Kingsdown Med. Consultants, Ltd. v.
Hollister Inc., 863 F.2d 867 (Fed.
Cir. 1988), 985

Kingsland v. Dorsey, 338 U.S. 318
(1949), 989, 990

Kinsman v. Parkhurst, 18 Howard 289
(U.S. 1856), 1127

Kirk, In re 376 F.2d 936 (C.C.PA.
1967), 499

Kirk, In re 376 E2d 936, 153 U.S.P.Q.
(BNA) 48 (C.C.PA. 1967), 216, 220,
232, 499

Kirsch Mfg. v. Gould Mersereau Co., 6
E2d 793 (2d Cir. 1925), 605

Kirtsaeng v. John Wiley & Sons, 133 S.
Ct. 1351 (2013), 1158

Klein, In re 647 F.3d 1343 (Fed. Cir.
2011), 641

Klopfenstein, In re, 380 E.3d 1345
(Fed. Cir. 2004), 331

Kolene Corp. v. Motor City Metal
Treating, Inc., 440 E2d 77 (6th Cir.
1971), 1168, 1169

Kollar, In re 286 F.3d 1326 (Fed. Cir.
2002), 355, 356, 376

Kolstad v. ADA, 527 U.S. 526 (1999),
889

Kori Corp. v. Wilco Marsh Buggies &
Draglines, Inc., 761 F.2d 649, 225
U.S.P.Q. (BNA) 985 (Fed. Cir. May
2, 1985), 874

Kratz, In re 592 F.2d 1169 (C.C.P.A.
1979), 411

Krementz v. S. Cottle Co., 148 U.S.
556 (1893), 616

KSR Int’l v. Teleflex Inc., 550 U.S. 398
(2007), 15, 569, 588, 589, 590, 593,
595, 596, 598, 599, 923, 927, 928

Kubin, In re, 561 E.3d 1351 (Fed. Cir.
2009), 585

Kuehmsted v. Farbenfabriken of
Elberfeld Co., 179 F. 701 (7th Cir.
1910), 129

L

Laboratory Corp. of Am. Holdings v.
Metabolite Labs., 548 U.S. 124
(2006), 95

Laitram Corp. v. King Crab, Inc., 245
E. Supp. 1019 (D. Alaska 1965),
1117

Laitram Corp. v. Morehouse Indus.,
143 E3d 1456 (Fed. Cir. 1998), 676

Laitram Corp. v. NEC Corp., 952 F2d
1357 (Fed. Cir. 1991), 954

Lam, Inc. v. Johns-Manville Corp., 718
E2d 1056, 219 U.S.P.Q. (BNA) 670
(Fed. Cir. Sept. 30, 1983), 876



XXXVi

Lamb-Weston, Inc. v. McCain Foods,
Ltd., 78 E.3d 540 (Fed. Cir. 1996),
605, 633

Land, In re 368 F.2d 866, 151 U.S.P.Q.
(BNA) 621 (C.C.PA. Nov. 23,
1966), 628, 1080, 1083

LaPeyre v. FTC, 366 F.2d 117 (5th Cir.
1966), 1117

Larson Mfg. Co. of S.D. v. Aluminart
Prods., 559 F.3d 1317 (Fed. Cir.
2009), 985

Lassman v. Brossi, 159 U.S.P.Q. (BNA)
182 (Bd. Pat. Int'f 1967), 467

Law Firm of Snow v. Microsoft Corp.,
No. 2:08 mc 675 DB, 2008 U.S.
Dist. LEXIS 99941 (D. Utah Dec.
10, 2008), 1114

Le Roy v. Tatham, 14 Howard 156
(U.S. 1853), 87, 145, 146, 156

Leapfrog Enters. v. Fisher-Price, Inc.,
485 F.3d 1157 (Fed. Cir. 2007), 595,
596

Lear, Inc. v. Adkins, 395 U.S. 653
(1969), 1123, 1125, 1134

Leegin Creative Leather Prods. v.
PSKS, Inc., 551 U.S. 877 (2007),
1157

Leo Pharm. Prods. v. Rea, 726 E3d
1346 (Fed. Cir. 2013), 605

Lewmar Marine, Inc. v. Barient, Inc.,
827 F.2d 744 (Fed. Cir. 1987), 400,
485

Lexmark Int’l v. Impression Prods.,
816 F.3d 721 (Fed. Cir. 2016), 1159

LG Elecs., Inc. v. Asustek Comput.,
Inc., 248 E Supp. 2d 912 (N.D. Cal.
2003), 1147

LG Flecs., Inc. v. Bizcom Elecs., Inc.,
453 F.3d 1364 (Fed. Cir. 2006), 1146

Liebel-Flarsheim Co. v. Medrad, Inc.,
358 F.3d 898 (Fed. Cir. 2004), 662,
670

Liebel-Flarsheim Co. v. Medrad, Inc.,
481 E3d 1371 (Fed. Cir. 2007), 670

TABLE OF CASES

Lighting World, Inc. v. Birchwood
Lighting, Inc., 382 E3d 1354 (Fed.
Cir. 2004), 665

Limelight Networks, Inc. v. Akamai
Techs., Inc., 134 S. Ct. 2111 (2014),
15, 687, 923

Lincoln Eng’g Co. v. Stewart-Warner
Corp., 303 U.S. 545 (1938), 543

Line Material Co., United States v. 333
U.S. 287 (1948), 1194, 1195

Linear Tech. Corp. v. Micrel, Inc., 275
E3d 1040 (Fed. Cir. 2001), 376

Lister, In re 583 F.3d 1307 (Fed. Cir.
2009), 339, 340

Littlefield v. Perry, 88 U.S. (21 Wall.)
205 (1874), 1037

LizardTech, Inc. v. Earth Res.
Mapping, Inc., 424 E.3d 1336 (Fed.
Cir. 2005), 296, 300

LizardTech, Inc. v. Earth Res.
Mapping, Inc., 433 E3d 1373 (Fed.
Cir. 2006), 300, 668

LNP Eng’g Plastics, Inc. v. Miller
Waste Mills, Inc., 275 E3d 1347
(Fed. Cir. 2001), 989

Lockwood v. Am. Airlines, Inc., 107
F.3d 1565 (Fed. Cir. 1997), 285,
291, 296, 420, 490

Loew’s, United States v. 371 U.S. 38
(1962), 1101, 1102, 1103, 1104,
1105, 1106, 1108, 1114

Longi, In re 759 E.2d 887 (Fed. Cir.
1985), 1096

Lorenz v. Colgate-Palmolive-Peet Co.,
167 E2d 423 (3d Cir. 1948), 386

Lough v. Brunswick Corp., 103 E3d
1517 (Fed. Cir. 1997), 915

Lough v. Brunswick Corp., 86 E.3d
1113 (Fed. Cir. 1996), 350, 902, 913

Lowell v. Lewis, 15 F. Cas. 1018 (Cir.
Ct. 1817), 199, 203, 212, 231, 513

LSI Corp. v. US. ITC, 604 F. App’x
924 (Fed. Cir. 2015), 1001

Lucent Techs., Inc. v. Gateway, Inc.,
580 E. Supp. 2d 1016 (S.D. Cal.
2008), 818, 820



TABLE OF CASES

Lucent Techs., Inc. v. Gateway, Inc.,
580 E3d 1301 (Fed. Cir. 2009), 817

Lujan v. Defenders of Wildlife, 504
U.S. 555 (1992), 1135

Lundberg, In re 244 F.2d 543 (1957),
318, 319

Lutzker v. Plet, 843 F.2d 1364 (Fed.
Cir. 1988), 476, 479, 488

M

M. Swift & Sons v. W.H. Coe Mfg.,
102 F.2d 391 (1st Cir. 1939), 778

Maas, Ex parte 9 U.S.P.Q.2d (BNA)
1746 (Bd. Pat. App. & Int. 1987),
197

Macbeth-Evans Glass Co. v. Gen. Elec.
Co., 246 F. 695 (6th Cir. 1917), 357,
434, 435

Mackay Radio & Tel. Co. v. Radio
Corp. of Am., 306 U.S. 86 (1939),
104, 156

Macmillan v. Moffett, 432 F.2d 1237
(C.C.PA. 1970), 1007, 1008

Madey v. Duke Univ., 307 E.3d 1351
(Fed. Cir. 2002), 744

Magnetic Mfg. v. Dings Magnetic
Separator Co., 16 E.2d 739 (7th Cir.
1926), 1053

Mahurkar Double Lumen
Hemodialysis Catheter Patent Litig.,
In re 831 E. Supp. 1354 (N.D. Ill.
1993), 374, 867, 872

Mahurkar v. C.R. Bard, Inc., 79 E3d
1572 (Fed. Cir. 1996), 457

Major League Baseball Props., Inc. v.
Salvino, Inc., 542 E.3d 290 (2d Cir.
2008), 1173

Mallinckrodt, Inc. v. Medipart, Inc.,
976 F.2d 700 (Fed. Cir. 1992), 1159,
1168

Mandel Bros. v. Wallace, 335 U.S. 291
(1948), 583

Manufacturers Aircraft Ass’n, United
States v. 1976-1 Trade Cas. (CCH) ¢
60,810 (S.D.N.Y. 1975), 1178

XXXVii

Manufacturers Fin. Co. v. McKey, 294
U.S. 442 (1935), 976

Manville Sales Corp. v. Paramount
Sys., 917 F2d 544 (Fed. Cir. 1990),
350

Marbury v. Madison, 1 Cranch 137
(U.S. 1803), 82, 675

Marconi Wireless Tel. Co. v. United
States, 320 U.S. 1 (1943), 551

Markman v. Westview Instruments,
517 U.S. 370 (1996), 14, 32, 299,
304, 306, 307, 656, 694, 712, 902

Markman v. Westview Instruments,
Inc., 52 F.3d 967 (Fed. Cir. 1995),
656, 657, 658, 694, 696

Markman v. Westview Instruments,
Inc., 772 E Supp. 1535 (E.D. Pa.
1991), 696

Marshall, In re 578 F.2d 301 (C.C.PA.
1978), 406

Martin v. Barber, 755 F.2d 1564 (Fed.
Cir. 1985), 723

Martin v. Franklin Capital Corp., 546
U.S. 132 (2005), 795, 888

Marx v. Gen. Revenue Corp., 133 S.
Ct. 1166 (2013), 878

Maryland Cas. Co. v. Pac. Coal & Oil
Co., 312 U.S. 270 (1941), 1134,
1137

Marzocchi, In re 439 F.2d 220 (1971),
198, 222, 223

Masonite Corp., United States v. 316
U.S. 265 (1942), 764

Massachusetts Inst. of Tech. v. AB
Fortia, 774 F.2d 1104 (Fed. Cir.
1985), 332, 333

Mast, Foos & Co. v. Stover Mfg., 177
U.S. 485 (1900), 551

Max Daetwyler Corp. v. Input
Graphics, Inc., 583 E Supp. 446
(E.D. Pa. 1984), 342

Max Otto Henri Rasmussen, In re 650
F.2d 1212 (C.C.P.A. 1981), 284, 286

Mayo Collaborative Servs. v.
Prometheus Labs., 132 S. Ct. 1289
(2012), 15, 103, 117, 118



XXXViil

MBO Labs. v. Becton, & Co., 474 E3d
1323 (Fed. Cir. 2007), 669

McAuliffe v. Mayor, etc., of New
Bedford, 155 Mass. 216, 29 N.E.
517 (1892), 1111

McCarty v. Lehigh Valley R.R., 160
U.S. 110 (1895), 674

McClain v. Ortmayer, 141 U.S. 419
(1891), 536

McClurg v. Kingsland, 1 Howard 202
(U.S. 1843), 1049

McConney, United States v. 728 E2d
1195 (9th Cir. 1984), 701

McCullough Tool Co. v. Well Surveys,
Inc., 395 F.2d 230 (10th Cir. 1968),
1168

McElmurry v. Ark. Power & Light Co.,
995 F.2d 1576, 27 U.S.P.Q.2d (BNA)
1129 (Fed. Cir. June 16, 1993), 1052

McKay, Ex parte 200 U.S.P.Q. (BNA)
324 (P.T.O. Bd. App. 1975), 199

McParland v. Beall, 45 App. D.C. 162
(D.C. Cir. 1916), 467

Mead Corp., United States v. 533 U.S.
218 (2001), 911, 937

Media Rights Techs., Inc. v. Capital
One Fin. Corp., 800 F.3d 1366 (Fed.
Cir. 2015), 315

Medical Instrumentation &
Diagnostics Corp. v. Elekta AB, 344
F.3d 1205 (Fed. Cir. 2003), 315

Medications Co. v. Hospira, Inc., No.
2014-1469, 2014-1504, 2016 U.S.
App. LEXIS 12667 (Fed. Cir. July
11, 2016), 376

Medics Assocs. v. United States, 37
Fed. Cl. 611 (1997), 377

MedImmune, Inc. v. Genentech, Inc.,
427 E3d 958 (Fed. Cir. 2005), 1133

MedImmune, Inc. v. Genentech, Inc.,
549 U.S. 118 (2007), 15, 778, 1132

Medtronic Nav., Inc. v. BrainLAB
Medizinische Computersysteme
GmbH, No. 06-1289, 2007 U.S.
App. LEXIS 2521 (Fed. Cir. Feb. 5,
2007), 669

TABLE OF CASES

Medtronic Nav., Inc. v. Brainlab
Medizinische Computersystems
GmbH, 417 F. Supp. 2d 1188 (D.
Colo. 2006), 669

Medtronic, Inc. v. Cardiac Pacemakers,
Inc., 721 E2d 1563 (Fed. Cir. 1983),
568

Meehan v. PPG Indus., 802 F.2d 881
(7th Cir. 1986), 1121

MEHL/Biophile Int’l v. Milgraum, 192
F.3d 1362 (Fed. Cir. 1999), 409

Mendenhall v. Astec Indus., 13
U.S.P.Q.2d (BNA) 1913 (E.D. Tenn.
1988), 435

Mentor Corp. v. Coloplast, Inc., 998
F.2d 992, 27 U.S.P.Q.2d (BNA) 1521
(Fed. Cir. July 20, 1993), 965

Mentor H/S, Inc. v. Med. Device All.,
Inc., 240 E3d 1016 (Fed. Cir. 2001),
1037, 1038

MercExchange, L.L.C. v. eBay, Inc.,
275 E Supp. 2d 695 (E.D. Va. 2003),
793, 794

MercExchange, L.L.C. v. eBay, Inc.,
401 E.3d 1323 (Fed. Cir. 2005), 793,
794

Merck & Co. v. Biocraft Labs., 874
F.2d 804 (Fed. Cir. 1989), 421, 583

Merck & Co. v. Kessler, 80 F.3d 1543
(Fed. Cir. 1996), 227, 909, 911

Merck KGaA v. Integra Lifesciences I,
Ltd., 545 U.S. 193 (2005), 748, 749,
750, 923

Mercoid Corp. v. Mid-Continent Inv.
Co., 320 U.S. 661 (1944), 761, 1102,
1105, 1106, 1153

Merit Mfg. v. Hero Mfg., 185 F.2d 350
(2d Cir. 1950), 617

Merrill v. Yeomans, 94 U.S. 568
(1876), 646, 702

Metallizing Eng’g Co. v. Kenyon
Bearing & Auto Parts Co., 153 E2d
516 (2d Cir. 1946), 331, 348, 356,
369

Mformation Techs., Inc. v. Research in
Motion Ltd., No. NO. C 08-04990



TABLE OF CASES XXXiX

JW, 2012 U.S. Dist. LEXIS 56784
(N.D. Cal. Mar. 29, 2012), 837

MGM Studios Inc. v. Grokster, Ltd.,
545 U.S. 913, 125 S. Ct. 2764
(2005), 768

Michno, Ex parte 38 U.S.P.Q.2d (BNA)
1211, 1090, 1091

Micro Chem., Inc. v. Lextron, Inc.,
161 E. Supp. 2d 1187 (D. Colo.
2001), 864

Micro Chem., Inc. v. Lextron, Inc.,
318 F.3d 1119 (Fed. Cir. 2003), 865

Microsoft Corp. v. AT&T Corp., 127 S.
Ct. 1746 (2007), 785, 923

Microsoft Corp. v. i4i Ltd., 564 U.S. 91
(2011), 310, 360, 778, 923, 939

Microsoft Corp. v. ITC, 731 E3d 1354
(Fed. Cir. 2013), 1001

Microsoft Corp. v. Motorola, Inc., 696
F3d 872 (9th Cir. 2012), 838

Microsoft Corp. v. Motorola, Inc., 795
F.3d 1024 (9th Cir. 2015), 838

Microsoft Corp. v. Motorola, Inc., 864
E Supp. 2d 1023 (W.D. Wash.
2012), 838

Microsoft Corp. v. Motorola, Inc., No.
C10- 1823JLR, 2013 U.S. Dist.
LEXIS 60,233 (W.D. Wash. Apr. 25
2013), 838

Microsoft Corp. v. Proxyconn, Inc.,
789 F.3d 1292 (Fed. Cir. 2015), 704

Microsoft Corp., United States v. 147
F.3d 935 (D.C. Cir. 1998), 1186

Microsoft Corp., United States v. 253
F.3d 34 (D.C. Cir. 2001), 1172,
1188, 1189

Microsoft v. i4i, 131 S. Ct. 647 (Nov.
29, 2010), 582

Mikus v. Wachtel, 504 E2d 1150
(C.C.PA. 1974), 461, 502, 508

Miles Med. Co. v. John D. Park &
Sons, 220 U.S. 373 (1911), 1157

Miller v. Brass Co., 104 U.S. 350
(1881), 549

Miller v. Eagle Mfg., 151 U.S. 186
(1894), 1069

Miller v. Fenton, 474 U.S. 104 (1985),
700, 701

Minco Inc. v. Combustion Eng’g, Inc.,
95 E3d 1109, 40 U.S.P.Q.2d (BNA)
1001 (Fed. Cir. Sept. 10, 1996), 855

Minerals Separation v. Hyde, 242 U.S.
261 (1916), 307

Mitchell v. Tilghman, 86 U.S. (19
Wall.) 287 (1873), 406, 651

Moleculon Research Corp. v. CBS,
Inc., 793 E2d 1261 (Fed. Cir. 1986),
351, 781

Monroe Auto Equip. Co. v.
Heckethorn Mfg. & Supply Co., 332
F.2d 406 (6th Cir. 1964), 551

Monsanto Co. v. Kamp, 269 E. Supp.
818 (D.D.C. 1967), 1010

Monsanto Co. v. Mycogen Plant Sci.,
Inc., 261 E3d 1356 (Fed. Cir. 2001),
496

Monsanto Co. v. Rohm & Haas Co.,
312 E Supp. 778 (E.D. Pa. 1970),
424

Monsanto Co. v. Rohm & Haas Co.,
456 F.2d 592 (3d Cir. 1972), 424

Moore v. Marsh, 74 U.S. (7 Wall.) 515
(1869), 1026

Moore, In re, 444 F.2d 572 (Fed. Cir.
1971), 498

Morgan v. Daniels, 153 U.S. 120
(1894), 905, 906

Morris, In re 127 F.3d 1048 (Fed. Cir.
1997), 704

Morton Salt Co. v. G.S. Suppiger Co.,
314 U.S. 488 (1942), 1102, 1105,
1167

Morton v. N.Y. Eye Infirmary, 17 F.
Cas. 879 (Cir. Ct. 1862), 168

Motion Picture Patents Co. v.
Universal Film Mfg., 243 U.S. 502
(1917), 1102, 1105, 1110, 1148,
1166, 1167

Motiva, L.L.C. v. ITC, 716 E3d 596
(Fed. Cir. 2013), 1001



x1 TABLE OF CASES

Motorola, Inc. v. Interdigital Tech.
Corp., 121 E3d 1461 (Fed. Cir.
1997), 607

Mouttet, In re 686 E.3d 1322 (Fed. Cir.
2012), 604

Mulder, In re 716 F.2d 1542 (Fed. Cir.
1983), 503

Muniauction, Inc. v. Thomson Corp.,
532 F.3d 1318 (Fed. Cir. 2008), 595,
688, 689

Murphy, In re 200 U.S.P.Q. (BNA) 801
(PTO Bd. App. 1977), 203, 205

Myers v. United States, 272 U.S. 52
(1926), 1111

N

Nagy v. L. Mundet & Son, 101 F.2d 82
(2d Cir. 1939), 617

Nashville, C. & S.L. Ry. v. Wallace, 288
U.S. 249 (1933), 1134

National Automatic Device Co. v.
Lloyd, 40 E. 89 (N.D. Ill. 1889), 203

National Cash Register Co. v.
Remington Arms Co., 283 E 196
(D. Del. 1922), 1144

National Cash Register Co. v.
Remington Arms Co., 286 E. 367
(3d Cir. 1923), 1144

National Coll. Athletic Ass’n v. Bd. of
Regents, 468 U.S. 85 (1984), 1171,
1177

National Lockwasher Co. v. George K.
Garrett Co., 137 F.2d 255 (3d Cir.
1943), 1176

National Presto Indus. v. W. Bend Co.,
76 F.3d 1185 (Fed. Cir. 1996), 782

National Tractor Pullers Ass’n v.
Watkins, 205 U.S.P.Q. (BNA) 892
(N.D. TIL. 1980), 444

National Tube Co. v. Mark, 216 E 507
(6th Cir. 1914), 651

Nautilus, Inc. v. Biosig Instruments,
Inc., 134 S. Ct. 2120 (2014), 15,
303, 309, 310

Neder v. United States, 527 U.S. 1
(1999), 926, 927

Nelson v. Bowler, 626 F.2d 853 (1980),
244

Nelson v. Lenning, 96 E.2d 508, 25
C.C.PA. 1119 (C.C.PA. 1938), 479

Nelson, In re 280 F.2d 172 (1960), 211

Neon Signal Devices, Inc. v. Alpha-
Claude Neon Corp., 54 F2d 793
(W.D. Pa. 1931), 1052

New York Tr. Co. v. Eisner, 256 U.S.
345 (1921), 796

New York v. United States, 397 U.S.
248 (1970), 1179

Newman v. Piggie Park Enters., 390
U.S. 400 (1968), 882

Newman v. Quigg, 877 F.2d 1575 (Fed.
Cir. 1989), 195, 913

Newton, In re 414 F.2d 1400 (C.C.PA.
1969), 1084

Nike, Inc. v. Adidas AG, 812 F.3d 1326
(Fed. Cir. 2016), 607

Noah Sys. Inc. v. Intuit Inc., 675 E3d
1302 (Fed. Cir. 2012), 315

Nobelpharma AB v. Implant
Innovations, Inc., 141 F.3d 1059
(Fed. Cir. 1998), 1183, 1184, 1185

Norian Corp. v. Stryker Corp., 363
F.3d 1321 (Fed. Cir. 2004), 336

Northern Telecom Ltd. v. Samsung
Elecs. Co., 215 F.3d 1281 (Fed. Cir.
2000), 914

Northern Telecom, Inc. v. Datapoint
Corp., 908 E.2d 931 (Fed. Cir.
1990), 338, 339

Norton v. Curtiss, 433 F.2d 779
(C.C.PA. 1970), 979

Novo Industri A/S v. Travenol Labs.,
677 F2d 1202 (7th Cir. 1982), 583

Novo Nordisk of N. Am., Inc. v.
Genentech, Inc., 77 F.3d 1364, 37
U.S.P.Q.2d (BNA) 1773 (Fed. Cir.
Feb. 26, 1996), 809

Novo Nordisk of N. Am., Inc. v.
Genentech, Inc., 885 E. Supp. 522,
35 U.S.P.Q.2d (BNA) 1058 (S.D.N.Y.
May 3, 1995), 1185



TABLE OF CASES xli

Noxell Corp. v. Firehouse No. 1 Bar-B-
Que Rest., 771 E2d 521 (D.C. Cir.
1985), 880, 881

NTP, Inc. v. Research in Motion, Ltd.,
418 F.3d 1282 (Fed. Cir. 2005), 789

Nystrom v. Trex Co., 424 E.3d 1136
(Fed. Cir. 2005), 671, 672, 673, 676

o

O.M.S., Inc. v. Dormont Mfg., 39
U.S.P.Q.2d (BNA) 1151 (W.D. Pa.
1996), 509

Oak Indus. v. Zenith Elecs. Corp., 726
E. Supp. 1525 (N.D. IIL. 1989), 492,
496

Ockert, In re 245 F.2d 467 (C.C.PA.
1957), 1074

Octane Fitness, L.L.C. v. ICON Health
& Fitness, Inc., 134 S. Ct. 1749
(2014), 15, 877, 883, 886, 888, 889,
890

Oda, In re 443 F2d 1200 (C.C.PA.
1971), 968

0ddzOn Prods. v. Just Toys, 122 E.3d
1396 (Fed. Cir. 1997), 509, 631

Odiorne v. Winkley, 18 E. Cas. 581
(Cir. Ct. 1814), 710, 711

Oetiker, In re 977 F.2d 1443 (Fed. Cir.
1992), 918

O’Farrell, In re 853 F.2d 894 (Fed. Cir.
1988), 585, 586, 588, 589, 590, 628

Oka v. Youssefyeh, 849 E2d 581 (Fed.
Cir. 1988), 1007

O’Loghlin v. County of Orange, 229
F.3d 871 (9th Cir. 2000), 993

Omega Eng’g, Inc. v. Raytek Corp.,
334 F.3d 1314 (Fed. Cir. 2003), 40

Omega Envtl. v. Gilbarco, Inc., 127
E3d 1157 (9th Cir. 1997), 1114

Omron Oilfield & Marine, Inc. v.
MD/Totco, 2013 Pat. App. LEXIS
9949 (2013), 613

Oracle America, Inc. v. Google Inc.,
2012 WL 877125 (N.D. Cal. Mar.
15, 2012), 839

O’Reilly v. Morse, 56 U.S. (15 How.)
62 (1854), 103, 104, 109, 119, 120,
121, 123, 145, 248, 249, 699, 712

Ormco Corp. v. Align Tech., Inc., 463
F.3d 1299 (Fed. Cir. 2006), 611

Ortho-McNeil Pharm., Inc. v. Mylan
Labs., 520 F.3d 1358 (Fed. Cir.
2008), 590, 591, 593, 594

Outside the Box Innovations, L.L.C. v.
Travel Caddy, Inc., 695 E3d 1285
(Fed. Cir. 2012), 987

P

Pacing Techs., L.L.C. v. Garmin
Intern., Inc., 2013 U.S. Dist. LEXIS
15728, 2013 WL 444642 (S.D. Cal.
Feb. 5, 2013), 893

Paice L.L.C. v. Toyota Motor Corp.,
504 F.3d 1293 (Fed. Cir. 2007), 803

Pallin v. Singer, 36 U.S.P.Q.2d (BNA)
1050 (D. Vt. 1995), 169

Palmer v. BRG of Ga., Inc., 498 U.S.
46 (1990), 1191

Palumbo v. Don-Joy Co., 762 E.2d 969
(Fed. Cir. 1985), 694

Pandrol USA, LP v. Airboss Ry. Prods.,
320 E3d 1354 (Fed. Cir. 2003), 777

Panduit Corp. v. Dennison Mfg., 810
F.2d 1561, 1 U.S.P.Q.2d (BNA) 1593
(Fed. Cir. Dec. 23, 1987), 565, 599,
598, 637, 901, 913, 914

Panduit Corp. v. Stahlin Bros. Fibre
Works, Inc., 575 E2d 1152, 197
U.S.P.Q. (BNA) 726 (6th Cir. 1978),
792, 821, 843

Pannu v. Iolab Corp., 155 E3d 1344
(Fed. Cir. 1998), 1030

Pannu v. Storz Instruments, Inc., 258
E3d 1366 (Fed. Cir. 2001), 967

Paper Converting Mach. Co. v.
Magna-Graphics Corp., 745 F.2d 11
(Fed. Cir. 1984), 865, 872, 874, 877

Paper Converting Mach. Corp. v.
Magna-Graphics Corp., 745 F2d 11,
2223 U.S.PQ. (BNA) 591 (Fed. Cir.
1984), 866



xlii TABLE OF CASES

Paperless Acctg., Inc. v. Bay Area
Rapid Transit Sys., 804 E2d 659
(Fed. Cir. 1986), 416

Papesch, In re 315 F.2d 381 (C.C.PA.
1963), 590

Par Pharm., Inc. v. TWi Pharms., Inc.,
773 F.3d 1186 (Fed. Cir. 2014), 594

Paramount Pictures, Inc., United
States v. 334 U.S. 131 (1948), 1108

Parke-Davis & Co. v. H.K. Mulford &
Co., 196 E. 496 (2d Cir. 1912), 129

Parke-Davis & Co. v. H.K. Mulford
Co., 189 F. 95 (S.D.N.Y. 1911), 129-
30, 737

Parker v. Flook, 437 U.S. 584 (1978),
79, 82, 85, 88, 91, 92, 95, 102, 104,
107, 108, 109, 146, 147, 149, 150,
157, 158

Parker v. Hulme, 18 F. Cas. 1138 (Cir.
Ct. 1849), 698, 701

Park-In-Theatres, Inc. v. Perkins, 190
F.2d 137 (9th Cir. 1951), 878

Patlex Corp. v. Mossinghoft, 758 F.2d
594, 225 U.S.P.Q. (BNA) 243 (Fed.
Cir. Mar. 7, 1985), 959

Patlex Corp. v. Mossinghoff, 771 E2d
480, 226 U.S.P.Q. (BNA) 985 (Fed.
Cir. Aug. 20, 1985), 959

Patterson v. McLean Credit Union, 491
U.S. 164 (1989), 1124

Paulik v. Rizkalla, 760 F.2d 1270 (Fed.
Cir. 1985), 476, 477, 488, 995

Paulsen, In re 30 F.3d 1475 (Fed. Cir.
1994), 642, 643

Pavao v. Pagay, 307 E3d 915 (9th Cir.
2002), 819

Peeler v. Miller, 535 F.2d 647 (C.C.PA.
1976), 471, 483

Peerless Roll Leaf Co. v. H. Griffin &
Sons, 29 F.2d 646 (2d Cir. 1928),
349, 357, 358

Pennock v. Dialogue, 27 U.S. (2 Pet.) 1
(1829), 357, 358, 360

Penn-Olin Chem. Co., United States v.
378 U.S. 158 (1964), 1172

Pennsylvania Crusher Co. v.
Bethlehem Steel Co., 193 F.2d 445
(3d Cir. 1951), 878

Pennwalt Corp. v. Durand-Wayland,
Inc., 833 F2d 931 (Fed. Cir. 1987),
723

Perfect Web Techs., Inc. v. InfoUSA,
Inc., 587 E.3d 1324 (Fed. Cir. 2009),
600

Permutit Co. v. Graver Corp., 284 U.S.
52 (1931), 302

Perrigo, In re 48 E2d 965, 9 U.S.P.Q.
(BNA) 152 (C.C.PA. Apr. 29, 1931),
195

Personalized Media Communs., L.L.C.
v. ITC, 161 E3d 696 (Fed. Cir.
1998), 665

Peters v. Active Mfg., 129 U.S. 530
(1889), 400

Petersen v. Fee Int’l, 381 E. Supp. 1071
(W.D. OKkla. 1974), 435

Petrella v. MGM, 134 S. Ct. 1962
(2014), 999

Pfaff v. Wells Elecs, 525 U.S. 55 (1998),
14, 362, 470, 924

Pfaff v. Wells Electronics, Inc., 523
U.S. 1003 (1998), 364

Pfizer Inc. v. Teva Pharms. USA, Inc.,
555 E. App’x 961 (Fed. Cir. 2014),
584

Philip A. Hunt Co. v. Mallinckrodt
Chem. Works, 177 E2d 583 (2d Cir.
1949), 318

Phillips Petrol. Co. v. U.S. Steel Corp.,
673 E Supp. 1278 (D. Del. 1987),
274

Phillips v. AWH Corp., 376 E3d 1382
(Fed. Cir. 2004), 653

Phillips v. AWH Corp., 415 E.3d 1303
(Fed. Cir. 2005), 653, 666, 668

Phonometrics, Inc. v. Hosp. Franchise
Sys., 203 E3d 790, 53 U.S.P.Q.2d
(BNA) 1762 (Fed. Cir. Feb. 9,
2000), 993

Picard v. United Aircraft Corp., 128
F.2d 632 (2d Cir. 1942), 564, 1114



TABLE OF CASES xliii

Pickett v. Prince, 207 F.3d 402 (7th Cir.
2000), 747

Pierce v. Underwood, 487 U.S. 552
(1988), 882

Piher, S.A. v. CTS Corp., 664 F.2d 122
(7th Cir. 1981), 475

Pitcairn v. v. U.S,, 212 Ct. CL. 168, 547
F2d 1106 (1976), 745

Poe v. Seaborn, 282 U.S. 101 (1930),
1065

Polaroid Corp. v. Eastman Kodak Co.,
228 U.S.P.Q. (BNA) 305(D. Mass.
1985, 801, 867, 884

Polygram Holding, Inc. v. FTC, 416
E3d 29 (D.C. Cir. 2005), 1177

Pope Mfg. v. Gormully, 144 U.S. 224
(1892), 1128

Porter v. Louden, 7 App. D.C. 64 (D.C.
1895), 465

Portola Packaging Inc., In re 110 E3d
786 (Fed. Cir. 1997), 954

Powers-Kennedy Contr. Corp. v.
Concrete Mixing & Conveying Co.,
282 U.S. 175 (1930), 550

PPC Broadband, Inc. v. Corning
Optical Communs. RE, L.L.C., No.
5:11-cv-761 (GLS/DEP), 2016 U.S.
Dist. LEXIS 78408 (N.D.N.Y. June
16, 2016), 892

PPG Indus. v. Guardian Indus., 75
F3d 1558, 37 U.S.P.Q.2d (BNA)
1618 (Fed. Cir. Feb. 6, 1996), 560,
816, 817

Precision Instrument Mfg. v. Auto.
Maint. Mach. Co., 324 U.S. 806
(1945), 939, 979, 984

Price v. Symsek, 988 F.2d 1187 (Fed.
Cir. 1993), 457, 461, 508, 509, 1020

Primos, Inc. v. Hunter’s Specialties,
Inc., 451 E3d 841 (Fed. Cir. 2006),
725

Princo Corp. v. ITC, 563 E3d 1301
(Fed. Cir. 2009), 1165, 1166

Princo Corp. v. ITC, 616 E3d 1318
(Fed. Cir. 2010), 1161

Process Control Corp. v. HydReclaim
Corp., 190 E3d 1350 (Fed. Cir.
1999), 193, 195, 196, 224, 269

Professional Real Estate Investors, Inc.
v. Columbia Pictures Indus., 508
U.S. 49 (1993), 881, 882, 1184

Protein Found. v. Brenner, 147
U.S.P.Q. (BNA) 429 (1965), 340

Public Serv. Com. v. Wycoft Co., 344
U.S. 237 (1952), 1139

Pullman-Standard, Div. of Pullman v.
Swint, 456 U.S. 273 (1982), 915

Purdue Pharm. L.P. v. Endo Pharms.,
Inc., 410 E3d 690 (Fed. Cir. 2005),
272

Purdue Pharm. L.P. v. Endo Pharms.,
Inc., 438 F.3d 1123 (Fed. Cir. 2006),
272, 273

Q

Quad Envtl. Techs. Corp. v. Union
Sanitary Dist., 946 F.2d 870 (Fed.
Cir. 1991), 1077, 1095

Quanta Comput., Inc. v. LG Elecs.,
Inc., 553 U.S. 617 (2008), 15, 1145,
1159

Quantum Corp. v. Rodime, Pub. Ltd.,
65 F.3d 1577 (Fed. Cir. 1995), 955

Quinton Instruments Co. v. Impra,
Inc. (In re Mahurkar Double Lumen
Hemodialysis Catheter Patent
Litig.), 71 E3d 1573 (Fed. Cir.
1995), 374, 375

R

Radio Corp. of Am. v. Radio Eng’g
Labs., 293 U.S. 1 (1934), 777, 924,
926, 927, 928

Radio Steel & Mfg. v. MTD Prods.,
788 E.2d 1554 (Fed. Cir. 1986), 821

Rainbow Rubber Co. v. Holtite Mfg.,
20 E. Supp. 913 (D. Md. 1937),
1056

Rambus Inc. v. FTC, 522 E.3d 456
(D.C. Cir. 2008), 1187, 1190



xliv TABLE OF CASES

Rambus Inc. v. Infineon Techs. AG,
318 E3d 1081 (Fed. Cir. 2003), 1174

Rapid Litig. Mgmt. v. CellzDirect,
Inc., No. 2015-1570, 2016 U.S. App.
LEXIS 12352 (Fed. Cir. July 5,
2016), 116

Rasmusson v. SmithKline Beecham
Corp., 413 E3d 1318 (Fed. Cir.
2005), 197, 198, 225, 418

Raytheon Co. v. Roper Corp., 724 E2d
951 (Fed. Cir. 1983), 224

Read Corp. v. Portec, Inc., 970 E2d
816 (Fed. Cir. 1992), 892

Reckendorfer v. Faber, 92 U.S. 347
(1875), 527

Recombinant DNA Technology Patent
& Contract Litig., In re 850 F. Supp.
769 (S.D. Ind. 1994), 1113

Recreative Techs. Corp., In re 83 E3d
1394 (Fed. Cir. 1996), 954

Reebok Int’l v. J. Baker, Inc., 32 F.3d
1552, 31 U.S.P.Q.2d (BNA) 1781
(Fed. Cir. Aug. 15, 1994), 810, 816

Reeves Bros. v. U.S. Laminating Corp.,
282 F. Supp. 118 (E.D.N.Y. 1968),
341, 342, 437

Reeves Bros. v. U.S. Laminating Corp.,
417 F2d 869 (2d Cir. 1969), 341,
437

Refac Int’l v. Lotus Dev. Corp., 81 E3d
1576 (Fed. Cir. 1996), 988

Regents of the Univ. of Cal. v.
Howmedica, Inc., 530 E. Supp. 846
(D.N.J. 1981), 334, 335

Regents of Univ. of Cal. v. Eli Lilly &
Co., 119 E3d 1559 (Fed. Cir. 1997),
282, 285, 289

Reiner v. I. Leon Co., 285 F.2d 501 (2d
Cir. 1960), 551, 617

Reinhart v. Coursen, 458 F2d 516
(1972), 475

Reiter v. Cooper, 507 U.S. 258 (1993),
705

Renishaw Pub. Ltd. v. Marposs Societa’
Per Azioni, 158 F.3d 1243 (Fed. Cir.
1998), 674

Republic Molding Corp. v. B.W. Photo
Utils., 319 E2d 347 (9th Cir. 1963),
1169

ResQNet.com, Inc. v. Lansa, Inc,, 594
F.3d 860 (Fed. Cir. 2010), 833, 834,
835

Retractable Techs. v. Becton, & Co.,
659 E3d 1369 (Fed. Cir. 2011), 703

Reuning, In re No. 09/911,024), 2008
U.S. App. LEXIS 8940 (Fed. Cir.
Apr. 25, 2008), 592

Rey-Bellet v. Engelhardt, 493 E2d
1380, 181 U.S.P.Q. (BNA) 453
(C.C.PA. Apr. 4, 1974), 223

Rhine v. Casio, Inc., 183 E3d 1342
(Fed. Cir. 1999), 662, 669

Rhone-Poulenc Agro v. Dekalb Ge-
netics Corp., 284 E3d 1323, 1333 -
34 (Fed. Cir. 2002), 1045, 1046

Richardson-Vicks Inc. v. Upjohn Co.,
122 F3d 1476 (Fed. Cir. 1997), 606

Rickard v. Du Bon, 103 E. 868 (2d Cir.
1900), 203

Ritchie v. Vast Res., Inc., 563 F.3d 1334
(Fed. Cir. 2009), 596

Rite-Hite Corp. v. Kelley Co., 56 E.3d
1538 (Fed. Cir. 1995), 821, 827,
831, 840, 853, 855, 858, 859, 877

Rite-Hite Corp. v. Kelley Co., 774 E.
Supp. 1514 (E.D. Wis. 1991), 848,
858

Rite-Hite Corp. v. Kelley Co., 819 F2d
1120, 2 U.S.P.Q.2d (BNA) 1915
(Fed. Cir. May 21, 1987), 841

Roach v. Crouch, 524 N.W.2d 400
(Towa 1994), 1030

Roberts v. Ryer, 91 U.S. 150 (1875),
165

Roberts v. Ryer, 91 U.S. 150 (1875),
423

Robertson, In re, 169 F.3d 743 (Fed.
Cir. 1999), 395

Robeson, In re 331 E2d 610 (C.C.P.A.
1964), 1077

Robocast, Inc. v. Microsoft Corp., No.
10-1055-RGA, 2014 U.S. Dist.



TABLE OF CASES xlv

LEXIS 10745 (D. Del. Dec. 29,
2014), 836

Robotic Vision Sys. v. View Eng’g, Inc.,
249 F.3d 1307 (Fed. Cir. 2001), 370,
374, 913

Roche Prods. v. Bolar Pharm. Co., 733
F2d 858 (Fed. Cir. 1984), 743, 745,
795

Rodriguez v. United States, 480 U.S.
522 (1987), 942

Rogers v. Tristar Prods., 559 E. App’x
1042, No. 2011-1494, 2011-1495,
2012 U.S. App. LEXIS 8980 (Fed.
Cir. May 2, 2012), 895

Rohm & Haas Co. v. Crystal Chem.
Co., 722 E2d 1556 (Fed. Cir. 1983),
986

Rohm & Haas Co. v. Crystal Chem.
Co., 736 F2d 688 (Fed. Cir. 1984),
879

Rohm & Haas Co. v. Roberts Chems.,
Inc., 245 F2d 693, 113 U.S.P.Q.
(BNA) 423 (4th Cir. May 27, 1957),
217, 423

Rosaire v. Baroid Sales Div., Nat’l Lead
Co., 218 E2d 72 (5th Cir. 1955),
444

Roslin Inst., In re 750 F.3d 1333 (Fed.
Cir. 2014), 140

Rosuvastatin Calcium Patent Litig. v.
Aurobindo Pharm. Ltd., 703 E.3d
511 (Fed. Cir. 2012), 987

Rouffet, In re 149 F.3d 1350 (Fed. Cir.
1998), 624

Royal Typewriter Co. v. Remington
Rand, Inc., 168 F2d 691 (2d Cir.
1948), 706

Rubber-Tip Pencil Co. v. Howard, 87
U.S. (20 Wall.) 498 (1874), 102,
151, 152, 153, 156, 528

Ruben Condenser Co. v. Aerovox
Corp., 77 F.2d 266 (2d Cir. 1935),
617

Ruben Condenser Co. v. Copeland
Refrigeration Corp., 85 F.2d 537 (2d
Cir. 1936), 616

Ruth v. Stearns-Roger Mfg., 13 E
Supp. 697 (D. Colo. 1935), 746

S

Safeco Ins. Co. of Am. v. Burr, 551
U.S. 47 (2007), 889, 926

Safety Car Heating & Lighting Co. v.
GE, 155 E2d 937 (2d Cir. 1946),
617

Sakraida v. Ag Pro, Inc., 425 U.S. 273
(1976), 177, 567

Santarus, Inc. v. Par Pharm., Inc., 694
E3d 1344 (Fed. Cir. 2012), 39

Sarett, In re 327 F.2d 1005, 51 C.C.P.A.
1180 (1964), 1028

SCA Hygiene Prods. Aktiebolag v. First
Quality Baby Prods., L.L.C., 807
F.3d 1311 (Fed. Cir. 2015), 1000

Scaltech Inc. v. Retec/Tetra, L.L.C., 178
E3d 1378 (Fed. Cir. 1999), 414

Scaltech, Inc. v. Retec/Tetra, L.L.C.,
269 E3d 1321 (Fed. Cir. 2001), 409

Schechter, In re 205 E.2d 185 (C.C.P.A.
1953), 39

Scheiber v. Dolby Labs., 293 E3d 1014
(7th Cir. 2002), 1121

Schering Corp. v. Amgen Inc., 222
F.3d 1347 (Fed. Cir. 2000), 675

Schering Corp. v. Geneva Pharms.,
Inc., 339 E3d 1373 (Fed. Cir. 2003),
407, 413

Schering Corp. v. Geneva Pharms., Inc.,
348 F.3d 992 (Fed. Cir. 2003), 413

Schering Corp. v. Roussel-UCLAF SA,
104 F.3d 341 (Fed. Cir. 1997), 1004,
1025, 1026

Schlittler, In re 234 E.2d 882, 43
C.C.P.A. 986 (1956), 340, 466

Schnick v. Fenn, 277 E.2d 935 (1960),
476

Schreiber, In re 128 F.3d 1473 (Fed.
Cir. 1997), 402, 403

Schriber-Schroth Co. v. Cleveland Tr.
Co., 311 U.S. 211 (1940), 550, 717

Schultze v. Holtz, 82 F. 448 (N.D. Cal.
1897), 203



xlvi TABLE OF CASES

SciMed Life Sys. v. Adv. Cardiovascular
Sys., 242 E3d 1337 (Fed. Cir. 2001),
300, 659

Scott & Williams, Inc. v. Aristo
Hosiery Co., 7 F.2d 1003 (2d Cir.
1925), 203

Scott Paper Co. v. Marcalus Mfg., 326
U.S. 249 (1945), 1123

Scott v. Finney, 34 E.3d 1058, 32
U.S.P.Q.2d (BNA) 1115 (Fed. Cir.
Sept. 14, 1994), 223, 224

Scott v. Sandford, 60 U.S. (19 How.)
393 (1857), 712

Scripps Clinic & Research Found. v.
Genentech, Inc., 927 E2d 1565
(Fed. Cir. 1991), 263, 737, 738, 969

Scripto-Tokai Corp. v. Gillette Co., 22
U.S.P.Q.2d (BNA) 1678 (Fed. Cir.,
1992), 876

ScriptPro, L.L.C. v. Innovation Assocs.,
762 F.3d 1355 (Fed. Cir. 2014), 287

Seaborg, In re 328 F.2d 996 (C.C.P.A.
1964), 403, 410

Seaborg, In re 328 E.2d 996 (C.C.P.A.
1964), 48, 51, 468

Seagate Tech., L.L.C., In re 497 E.3d
1360 (Fed. Cir. 2007), 884, 885, 886

Seal-Flex, Inc. v. Athletic Track &
Court Constr., 98 F3d 1318 (Fed.
Cir. 1996), 350, 367, 368

Sears, Roebuck & Co. v. Stiffel Co.,
376 U.S. 225 (1964), 1123, 1128

Seattle Box Co. v. Indus. Crating &
Packing, 731 E.2d 818 (Fed. Cir.
1984), 975, 977

Seattle Box Co. v. Indus. Crating &
Packing, Inc., 756 F.2d 1574, 225
U.S.P.Q. (BNA) 357 (Fed. Cir. Mar.
20, 1985), 971

SEB S.A. v. Montgomery Ward & Co.,
594 F.3d 1360 (Fed. Cir. 2010), 766

Sebelius v. Cloer, 569 U.S. 1886
(2013), 880

Seidensticker v. Bean, 300 P. 366
(Colo. 1931), 1055

Semiconductor Energy Lab. v.
Samsung Elecs. Co., 204 E3d 1368
(Fed. Cir. 2000), 989

Sewall v. Walters, 21 E3d 411 (Fed.
Cir. 1994), 1006, 1019, 1024

Seymour v. McCormick, 57 U.S. (16
How.) 480 (1854), 831, 875, 885,
888

Seymour v. Osborne, 78 U.S. (11
Wall.) 516, 11 Wall. 516 (1870),
201, 366, 368, 415, 651

Shamrock Techs., Inc. v. Med.
Sterilization, Inc., 903 E2d 789
(Fed. Cir. 1990), 1143, 1144

Shell Dev. Co. v. Watson, 149 F. Supp.
279 (D.D.C. 1957), 79

Shields v. Halliburton Co., 667 E2d
1232 (5th Cir. 1982), 633

Shockley v. Arcan, 248 F.3d 1349, 58
U.S.P.Q.2d (BNA) 1692 (Fed. Cir.
May 9, 2001), 976

Siebring v. Hansen, 346 F.2d 474 (8th
Cir. 1965), 879

Sigma Eng’g Serv. v. Halm Instrument
Co., 33 ER.D. 129, 138 U.S.P.Q.
(BNA) 297 (E.D.N.Y. June 14,
1963), 1039, 1041

Silvestri v. Grant, 496 F.2d 593 (1974),
487

Simmons Fastener Corp. v. Ill. Tool
Works, Inc., 739 F.2d 1573 (Fed.
Cir. 1984), 597

Sinclair Ref. Co. v. Jenkins Petrol.
Process Co., 289 U.S. 689 (1933),
829

Singer Mfg., United States v. 374 U.S.
174 (1963), 1178, 1195, 1196

Singh v. Brake, 222 F.3d 1362 (Fed.
Cir. 2000), 458

SiRF Tech., Inc. v. ITC, 601 E3d 1319
(Fed. Cir. 2010), 1033, 1043

Skidmore v. Swift & Co., 323 U.S. 134
(1944), 910, 912

Slimfold Mfg. v. Kinkead Indus., 932
F.2d 1453, 18 U.S.P.Q.2d (BNA)



TABLE OF CASES xlvii

1842 (Fed. Cir. May 15, 1991), 854,
855, 871

Smith Int’l v. Hughes Tool Co., 718
F.2d 1573 (Fed. Cir. 1983), 801

Smith v. Goodyear Dental Vulcanite
Co., 93 U.S. 486 (1876), 527

Smith v. Hall, 301 U.S. 216 (1937),
927, 928

Smith v. Snow, 294 U.S. 1 (1935), 555

Smith v. United States, 507 U.S. 197
(1993), 787

Smith, In re 714 F.2d 1127 (Fed. Cir.
1983), 350

SmithKline Beecham Corp. v. Apotex
Corp., 403 E3d 1331 (Fed. Cir.
2005), 413, 923

Smithkline Diagnostics, Inc. v. Helena
Labs., 859 F.2d 878 (Fed. Cir. 1988),
1019, 1029

Smithkline Diagnostics, Inc. v. Helena
Labs., 926 F.2d 1161 (Fed. Cir.
1991), 819

Solomons v. United States, 137 U.S.
342 (1890), 1049, 1050, 1064

Solvay S.A. v. Honeywell Int’]l, 622 E.3d
1367 (Fed. Cir. 2010), 492

Soni, In re 54 F.3d 746 (Fed. Cir.
1995), 604

Sontag Chain Stores Co. v. Nat’l Nut
Co., 310 U.S. 281 (1940), 973, 974

Southwest Software, Inc. v. Harlequin
Inc., 226 E3d 1280 (Fed. Cir. 2000),
964

Sovish, In re 769 F.2d 738 (Fed. Cir.
1985), 637

Space Systems/Loral, Inc. v. Lockheed
Martin Corp., 271 E3d 1076 (Fed.
Cir. 2001), 370

Sparton Corp. v. United States, 399
E.3d 1321 (Fed. Cir. 2005), 372

Special Equip. Co. v. Coe, 324 U.S.
370 (1945), 1114

Spectra-Physics, Inc. v. Coherent, Inc.,
827 F2d 1524 (Fed. Cir. 1987), 264,
914

Speedplay, Inc. v. Bebop, 211 E3d
1245 (Fed. Cir. 2000), 1037

Sperry Corp. v. United States, 853 F.2d
904 (Fed. Cir. 1988), 589

Spurr v. United States, 174 U.S. 728
(1899), 770

SRAM Corp. v. AD-II Eng’g, Inc., 465
E3d 1351 (Fed. Cir. 2006), 703, 704

SRI Int’l v. Internet Sec. Sys., 511 E.3d
1186 (Fed. Cir. 2008), 336, 339

Stalego, Ex parte 154 U.S.P.Q. (BNA)
52 (Pat. Off. Bd. App. 1966), 633

Standard Measuring Mach. Co. v.
Teague, 15 E 390 (Cir. Ct. 1883),
748

Standard Oil Co. v. Montedison,
S.p.A., 494 E Supp. 370 (D. Del.
1980), 481

Standard Oil Co. v. United States, 337
U.S. 293 (1949), 1102, 1103, 1106

Standefer v. United States, 447 U.S. 10
(1980), 691

Star Fruits S.N.C. v. United States, 393
E3d 1277 (Fed. Cir. 2005), 918

Star Sci., Inc. v. R.J. Reynolds Tobacco
Co., 537 E3d 1357 (Fed. Cir. 2008),
984, 985

Stark v. Adv. Magnetics, 119 E3d 1551
(Fed. Cir. 1997), 1011

State Contr. & Eng’g Corp. v.
Condotte Am., Inc., 346 F.3d 1057
(Fed. Cir. 2003), 819

State Indus. v. Mor-Flo Indus., 883
F.2d 1573 (Fed. Cir. 1989), 819,
855, 867

State Oil Co. v. Khan, 522 US. 3
(1997), 1107, 1157

State St. Bank & Tr. Co. v. Signature
Fin. Grp., 149 E3d 1368 (Fed. Cir.
1998), 54, 93, 94, 95, 99

Stearns v. Barrett, 22 F. Cas. 1175 (Cir.
Ct. 1816), 1027

Steffel v. Thompson, 415 U.S. 452
(1974), 1138



xlviii TABLE OF CASES

Steinberg v. Seitz, 517 F.2d 1359
(C.C.PA. 1975), 464

Steinmetz, United States ex rel. v.
Allen, 192 U.S. 543 (1904), 1150

Stempel, In re 241 F.2d 755 (C.C.PA.
1957), 502

Stevens, United States v. 559 U.S. 1577
(2010), 88

Stiftung v. Renishaw Pub. Ltd., 945
F.2d 1173 (Fed. Cir. 1991), 913

Strahilevitz, In re 668 E2d 1229
(C.C.PA. 1982), 271

Stratoflex, Inc. v. Aeroquip Corp., 713
F2d 1530 (Fed. Cir. 1983), 568, 579

Streck, Inc. v. Research & Diagnostic
Sys., 665 F.3d 1269 (Fed. Cir. 2012),
266

Structural Rubber Prods. Co. v. Park
Rubber Co., 749 F.2d 707 (Fed. Cir.
1984), 394, 400

Stryker, In re 435 F.2d 1340 (C.C.PA.
1971), 502

Studiengesellschaft Kohle mbH v. N.
Petrochemical Co., 784 F.2d 351
(Fed. Cir. 1986), 1078

Studiengesellschaft Kohle, m.b.H,
United States v. 670 F2d 1122 (D.C.
Cir. 1981), 1157

Studiengesellschaft Kohle, M.B.H. v.
Shell Oil Co., 112 E3d 1561 (Fed.
Cir. 1997), 1134

STX, L.L.C. v. Brine, Inc., 211 E3d
588 (Fed. Cir. 2000), 374

Suffolk Mfg. v. Hayden, 3 Wall. 315
(U.S. 1866), 1071

Suffolk Techs. L.L.C. v. Aol Inc., No.
1:12cv625, 2013 U.S. Dist. LEXIS
64630 (E.D. Va. Apr. 12, 2013), 836

Sullivan, In re 498 E3d 1345 (Fed. Cir.
2007), 592, 600

Summit Tech., Inc. v. Nidek Co., 363
F3d 1219 (Fed. Cir. 2004), 819

Sundance, Inc. v. Demonte Fabricating
Ltd., 550 E.3d 1356 (Fed. Cir. 2008),
600

Superior Fireplace Co. v. Majestic
Prods. Co., 270 E3d 1358, 60
U.S.P.Q.2d (BNA) 1668 (Fed. Cir.
Nov. 1, 2001), 960, 964

Swartz, In re 232 F.3d 862 (Fed. Cir.
2000), 195

Swinehart, In re 439 F.2d 210 (C.C.PA.
1971), 318

Symbol Techs. Inc. v. Lemelson Med.,
Educ. & Research Found., L.P., 277
F.3d 1361 (Fed. Cir. 2002), 992

Symbol Techs., Inc. v. Lemelson Med.,
Educ. & Research Found., LP, 422
F.3d 1378 (Fed. Cir. 2005), 69, 998,
999

Syntex, Inc. v. U.S. PTO, 882 F.2d
1570 (Fed. Cir. 1989), 954

System Mgmt. Arts v. Avesta Techs.,
Inc., 87 E. Supp. 2d 258 (S.D.N.Y.
2000), 492

T

Tafas v. Doll, 559 E.3d 1345 (Fed. Cir.
2009), 916, 917, 918, 919

Tafas v. Dudas, 541 F. Supp. 2d 805
(E.D. Va. 2008), 915, 917

Tafas v. Kappos, 586 E3d 1369 (Fed.
Cir. 2009), 919

Takeda Chem. Indus. v. Alphapharm
Pty., Ltd., 492 F.3d 1350 (Fed. Cir.
2007), 583, 584, 591, 593

Talbot v. Quaker-State Oil Ref. Co.,
104 F2d 967 (3d Cir. 1939), 1055,
1056

Talbott, In re 443 E2d 1397 (C.C.PA.
1971), 343

Tansel, In re 253 F.2d 241 (C.C.P.A.
1958), 463

Tate Access Floors v. Interface
Architectural Res., 279 E3d 1357
(Fed. Cir. 2002), 735

Tec Air, Inc. v. Denso Mfg. Mich.,
Inc., 192 E3d 1353 (Fed. Cir. 1999),
372



TABLE OF CASES xlix

Technograph Printed Circuits, Ltd. v.
Methode Elecs., Inc., 285 E Supp.
714 (N.D. I1l. 1968), 428

Teets v. Chromalloy Gas Turbine
Corp., 83 E3d 403 (Fed. Cir. 1996),
1024

Tegal Corp. v. Tokyo Electron Co., 248
F3d 1376 (Fed. Cir. 2001), 781, 782

Tektronix, Inc. v. United States, 552
F.2d 343, 193 U.S.P.Q. (BNA) 385
(Mar. 23, 1977), 874

Telcordia Techs., Inc. v. Cisco Sys., 612
F.3d 1365 (Fed. Cir. 2010), 316

Teleflex Inc. v. KSR Int’l, 298 E. Supp.
2d 581 (E.D. Mich. 2003), 572, 573,
574

Teleflex, Inc. v. KSR Int’]l, 119 F. App’x
282 (Fed. Cir. 2005), 570, 587, 599

Telephone Cases, 126 U.S. 1 (1888),
366, 747

Terrace v. Thompson, 263 U.S. 197
(1923), 1135

Teva Pharms. USA, Inc. v. Pfizer Inc.,
395 E3d 1324 (Fed. Cir. 2005),
1132, 1137

Teva Pharms. USA, Inc. v. Sandoz,
Inc., 135 S. Ct. 831 (2015), 15, 703,
706

Teva Pharms. USA, Inc. v. Sandoz,
Inc., 789 E.3d 1335 (Fed. Cir. 2015),
704

Texaco Inc. v. Dagher, 547 US. 1
(2006), 1171, 1173

Texas & P.R. Co. v. Am. Tie & Timber
Co., 234 U.S. 138 (1914), 705

Texas Digital Sys. v. Telegenix, Inc.,
308 F.3d 1193 (Fed. Cir. 2002), 653,
658, 659

Texas Instruments v. Hyundai Elecs.
Indus., 49 F. Supp. 2d 893 (E.D.
Tex. 1999), 1113

Thelin, Ex parte 152 U.S.P.Q. (BNA)
624 (Pat. Off. Bd. App. 1966), 633

Therasense, Inc. v. Becton, & Co., 649
F.3d 1276 (Fed. Cir. 2011), 981

Thomson S.A. v. Quixote Corp., 166
F.3d 1172 (Fed. Cir. 1999), 495, 496

Thomson-Hous. Elec. Co. v. Ohio
Brass Co., 80 E. 712 (6th Cir. 1897),
762, 768

Thuau, In re 135 F.2d 344 (C.C.PA.
1943), 426

Tilghman v. Proctor, 102 U.S. 707
(1880), 405, 406, 409, 414, 468

Tilghman v. Proctor, 125 U.S. 136
(1888), 885

Timely Prods. Corp. v. Arron, 523 E2d
288 (2d Cir. 1975), 364

Times-Picayune Pub. Co. v. United
States, 345 U.S. 594 (1953), 1102,
1106

Titanium Metals Corp. v. Banner, 778
E2d 775 (Fed. Cir. 1985), 418, 419,
421

TLI Communs. L.L.C. v. AV Auto.,
L.L.C. (In re TLI Communs. L.L.C.
Patent Litig.), 823 E3d 607 (Fed.
Cir. 2016), 164, 165

Tm Patents, L.P. v. IBM, 121 E Supp.
2d 349 (S.D.N.Y. 2000), 1044

Todd Protectograph Co. v. Safe-Guard
Check Writer Co., 291 E. 613
(S.D.N.Y. 1923), 617

Tokai Corp. v. Easton Enters., 632 F.3d
1358 (Fed. Cir. 2011), 611

Topliff v. Topliff, 145 U.S. 156 (1892),
885

Towne v. Eisner, 245 U.S. 418, 38 S.
Ct. 158, 62 L. Ed. 372 (1918), 474

TP Labs. v. Prof’l Positioners, Inc.,
724 E2d 965 (Fed. Cir.), 354

Transco Prods. v. Performance Contr.,
Inc., 38 F.3d 551 (Fed. Cir. 1994),
919, 995

Transparent-Wrap Mach. Corp. v.
Stokes & Smith Co., 329 U.S. 637
(1947), 1167

True Temper Corp. v. CF&I Steel
Corp., 601 E2d 495 (10th Cir.
1979), 879



1 TABLE OF CASES

Tull v. United States, 481 U.S. 412
(1987), 696, 697

Tuominen, In re 671 E2d 1359
(C.C.PA. 1982), 426

Turner v. United States, 396 U.S. 398
(1970), 770

TV Interactive Data Corp. v. Sony
Corp., 929 E Supp. 2d 1006 (N.D.
Cal. 2013), 837, 838

TWM Mfg. v. Dura Corp., 789 E.2d
895 (Fed. Cir. 1986), 821, 874

U

U.S. Gypsum Co., United States v.333
U.S. 364 (1948), 1175, 1176, 1195
U.S. Indus. Chems., Inc. v. Carbide &
Carbon Chems. Corp., 315 U.S. 668
(1942), 701

U.S. Philips Corp. v. ITC, 424 E3d
1179 (Fed. Cir. 2005), 1163

U.S. Steel Corp. v. Fortner Enters., 429
U.S. 610 (1977), 1103

U.S. Steel Corp. v. Phillips Petrol. Co.,
865 F.2d 1247 (Fed. Cir. 1989), 224,
274, 481, 739

UMC Elecs. Co. v. United States, 816
F2d 647 (Fed. Cir. 1987), 369, 371

Uniloc USA, Inc. v. Microsoft Corp.,
632 F.3d 1292 (Fed. Cir. 2011), 835

Union Carbide Chems. & Plastics Tech.

Corp. v. Shell Oil Co., 308 E3d
1167 (Fed. Cir. 2002), 265

Union Carbide Co. v. Am. Carbide
Co., 181 F. 104 (2d Cir. 1910), 129-
30

Union Carbide Corp. v. Filtrol Corp.,
170 U.S.P.Q. (BNA) 482 (C.D. Cal.
1971), 376

Union Qil Co. of Cal. v. Atl. Richfield
Co., 208 F.3d 989 (Fed. Cir. 2000),
299

Union Tool Co. v. Wilson, 259 U.S.
107 (1922), 762

Unisplay, S.A. v. Am. Elec. Sign Co.,
69 F.3d 512 (Fed. Cir. 1995), 819,
822

United Carbon Co. v. Binney & Smith
Co., 317 U.S. 228 (1942), 307, 308,
702

United Mine Workers v. Pennington,
381 U.S. 657 (1965), 881, 1184

United States ex rel., See Party Name

United States v., See Party Name

United States, In re, 463 F.3d 1328
(Fed. Cir. 2006), 597, 598

Universal Camera Corp. v. NLRB, 340
U.S. 474 (1951), 905

University of Cal. v. Howmedica, Inc.,
676 F.2d 687 (3d Cir. 1982), 334

University of Rochester v. G.D. Searle
& Co., 358 F.3d 916 (Fed. Cir.
2004), 297

Univis Lens Co., United States v. 316
U.S. 241 (1942), 764, 1147, 1148,
1149, 1150, 1151, 1152, 1154

Univis Lens Co., United States v. 41 F.
Supp. 258 (S.D.N.Y. 1941), 1152

Upjohn Co. v. Medtron Labs., 894 E
Supp. 126 (S.D.N.Y. 1995), 426

Urbanski, In re 809 F.3d 1237 (Fed.
Cir. 2016), 604

Ushakoff v. United States, 327 E2d 669
(Ct. Cl. 1964), 1052

USM Corp. v. SPS Techs., Inc., 694
F.2d 505 (7th Cir. 1982), 1168

\Y

Vanderbilt Univ. v. ICOS Corp., 601
E3d 1297 (Fed. Cir. 2010), 1017

Vanderlande Indus. Nederland BV v.
ITC, 366 E.3d 1311 (Fed. Cir. 2004),
658

Vas-Cath, Inc. v. Mahurkar, 935 F2d
1555 (Fed. Cir. 1991), 280, 285, 295

Vehicular Parking, Ltd., United States
v. 54 F. Supp. 828 (D. Del. 1944),
1178

Verdegaal Bros. v. Union Oil Co., 814
F2d 628 (Fed. Cir. 1987), 397

Verizon Communs., Inc. v. Law Offices
of Curtis V. Trinko, L.L.P.,, 540 U.S.
398 (2004), 1188



TABLE OF CASES li

Vermont Yankee Nuclear Power Corp.
v. Nat. Res. Def. Council, 435 U.S.
519 (1978), 980

Victor Talking Mach. Co. v. Carl
Lindstrom Co., 279 F. 570 (S.D.N.Y.
1913), 617

Virginia Panel Corp. v. MAC Panel
Co., 133 E.3d 860 (Fed. Cir. 1997),
1121, 1169

VirnetX, Inc. v. Cisco Sys., 767 E.3d
1308 (Fed. Cir. 2014), 837

Viskase Corp. v. Am. Nat’l Can Co.,
261 F.3d 1316 (Fed. Cir. 2001), 958

Vitamin Technologists, Inc. v. Wis.
Alumni Research Found., 146 F.2d
941 (9th Cir. 1944), 792

Vitronics Corp. v. Conceptronic, 90
F3d 1576 (Fed. Cir. 1996), 656,
657, 658, 659, 660, 661

Vogel, In re 422 F.2d 438 (C.C.PA.
1970), 1068, 1073

W

W.L. Gore & Assocs. v. Garlock, Inc.,
220 U.S.P.Q. (BNA) 303 (Fed. Cir.
1983), 560

W.L. Gore & Assocs. v. Garlock, Inc.,
721 F.2d 1540 (Fed. Cir. 1983), 348

Wagnon v. Prairie Band Potawatomi
Nation, 546 U.S. 95 (2005), 793

Wakefield, In re 422 E2d 897, 900, 57
C.C.PA. 959 (CCPA 1970), 917

Walker Process Equip., Inc. v. Food
Mach. & Chem. Corp., 382 U.S. 172
(1965), 987, 989, 1129, 1181, 1195

Wallace v. Holmes, 29 E. Cas. 74 (C.C.
Conn. 1871), 757

Wands, In re 858 F.2d 731 (Fed. Cir.
1988), 263

Wang Labs. v. Mitsubishi Elecs. Am.,
Inc., 103 E3d 1571 (Fed. Cir. 1997),
718

Wang Labs. v. Toshiba Corp., 993 F.2d
858 (Fed. Cir. 1993), 641

Warner-Jenkinson Co. v. Hilton Davis
Chem. Co., 520 U.S. 17 (1997), 14,

689, 713, 715, 717, 718, 720, 721,
722, 723, 735, 736, 745, 963

Warner-Lambert Co. v. Teva Pharms.
USA, Inc., 418 F.3d 1326 (Fed. Cir.
2005), 262

Water Techs. Corp. v. Calco, Ltd., 850
F.2d 660 (Fed. Cir. 1988), 740, 781

Waterman v. Mackenzie, 138 U.S. 252
(1891), 1026, 1034, 1045

Watts v. XL Sys., 232 F.3d 877 (Fed.
Cir. 2000), 665

We Care, Inc. v. Ultra-Mark Int’l, 930
F2d 1567, 18 U.S.P.Q.2d (BNA)
1562 (Fed. Cir. Apr. 17, 1991), 815,
816

Weatherchem Corp. v. J.L. Clark, Inc.,
163 E3d 1326 (Fed. Cir. 1998), 373,
374, 377

Webber v. Va., 103 U.S. 344 (1880),
204

Webster Elec. Co. v. Splitdorf Elec.
Co., 264 U.S. 463, 44 S. Ct. 342, 68
L. Ed. 792 (1924), 993, 997

Wechsler v. Macke Int’l Trade, Inc.,
486 F.3d 1286 (Fed. Cir. 2007), 819

Weinberger v. Romero-Barcelo, 456
U.S. 305 (1982), 793, 795

Weiss, In re 159 U.S.P.Q. (BNA) 122
(Bd. App. 1967), 342

Western Pac. R.R., United States v. 352
U.S. 59 (1956), 705

Westinghouse Elec. & Mfg. v. Formica
Insulation Co., 266 U.S. 342 (1924),
1143

Westinghouse Elec. & Mfg. v. Wagner
Elec. & Mfg., 225 U.S. 604 (1912),
831

Westinghouse v. Boyden Power Brake
Co., 170 U.S. 537 (1898), 664, 730

Westinghouse v. Boyden Power-Brake
Co., 66 E. 997 (Cir. Ct.), 730

Westvaco Corp. v. Int’l Paper Co., 991
F2d 735 (Fed. Cir. 1993), 977

Whistler Corp. v. Autotronics, Inc., 14
U.S.P.Q.2d (BNA) 1885 (N.D. Tex.
1988), 205



lii TABLE OF CASES

Whistler Corp. v. Autotronics, Inc., 14
U.S.P.Q.2d (BNA) 1885 (N.D. Tex.
1988), 56, 57

White, In re 39 F2d 974 (C.C.PA.
1930), 189

Whittemore v. Cutter, 29 F. Cas. 1120
(Cir. Ct. 1813), 127, 743

Wilder, In re 736 E.2d 1516, 222
U.S.P.Q. (BNA) 369 (Fed. Cir. June
20, 1984), 965, 969

Wilkinson, In re 304 F.2d 673
(C.C.PA. 1962), 498

Williams Nat. Gas Co. v. FERC, 3 E3d
1544 (D.C. Cir. 1993), 705

Williamson v. Citrix Online, L.L.C.,
792 F.3d 1339 (Fed. Cir. 2015), 38,
315, 321, 665, 666

Willing v. Chi. Auditorium Ass’n, 277
U.S. 274 (1928), 1137

Willingham v. Lawton, 555 F.2d 1340
(6th Cir. 1977), 1026, 1056

Wilson Sporting Goods Co. v. David
Geoffrey & Assoc., 904 F2d 677
(Fed. Cir. 1990), 712, 816

Wilson Sporting Goods Co. v.
Hillerich & Bradsby Co., 442 F.3d
1322 (Fed. Cir. 2006), 685

Wilson v. Rousseau, 45 U.S. (4 How.)
646 (1846), 1037

Wilson v. Simpson, 50 U.S. (9 How.)
109 (1850), 764

Wilson, United States v. 503 U.S. 329
(1992), 492

Winans v. Adam, 56 U.S. (15 How.)
330 (1854), 706, 716

Winslow, In re, 365 F2d 1017, 151
U.S.P.Q. (BNA) 48 (C.C.P.A. Sept.
22, 1966), 619

Winter v. Fujita, 53 U.S.P.Q.2d (BNA)
1234 (Bd. Pat. App. Int. 1999), 263

Wisconsin Alumni Research Found. v.
Apple, Inc., No. 14-cv-062-wmc,

2015 U.S. Dist. LEXIS 144744 (W.D.

Wis. Oct. 26, 2015), 834

WMS Gaming Inc. v. Int’]l Game Tech.,
184 E.3d 1339 (Fed. Cir. 1999), 314,
606, 607, 811

Wonson, United States v. 28 F. Cas.
745 (Cir. Ct. 1812), 696

Wood, In re 599 E.2d 1032 (C.C.P.A.
1979), 638, 640

Woodbridge v. United States, 263 U.S.
50 (1923), 358, 993, 996

Woodland Tr. v. Flowertree Nursery,
Inc., 148 F.3d 1368 (Fed. Cir. 1998),
444

Worden v. Fisher, 11 F. 505 (Cir. Ct.
1882), 1028

Wordtech Sys. v. Integrated Networks
Solutions, Inc., 609 F.3d 1308 (Fed.
Cir. 2010), 834

Wright Co v. Paulhan, 180 E 112 (2d
Cir. 1910), 680

Wright Co. v. Herring-Curtiss Co., 211
F. 654 (2d Cir. 1914), 680, 711

Wright Co. v. Paulhan, 177 E 261 (Cir.
Ct. 1910), 664, 677

Wright, In re 999 F.2d 1557 (Fed. Cir.
1993), 273

Wyer, In re 655 F.2d 221 (C.C.PA.
1981), 332, 334

Wyers v. Master Lock Co., 616 F.3d
1231 (Fed. Cir. 2010), 599

Y

Yale Lock Mfg. v. Sargent, 117 U.S.
536, 6 S. Ct. 934 (1886), 853, 854

Yamamoto, In re 740 F.2d 1569 (Fed.
Cir. 1984), 940

Yamanouchi Pharm. Co. v. Danbury
Pharmacal, Inc., 231 E3d 1339
(Fed. Cir. 2000), 879

Yarway Corp. v. Eur-Control USA,
Inc., 775 E2d 268 (Fed. Cir. 1985),
867

Yasuko Kawai v. Metlestics, 480 F.2d
880, 178 U.S.P.Q. (BNA) 158
(C.C.PA. June 21, 1973), 221, 223



TABLE OF CASES liii

Yeda Research & Dev. Co. v. Abbott
GmbH & Co. KG, 99 E Supp. 3d 5
(D.D.C. 2015), 298

York Prods. v. Cent. Tractor Farm &
Family Ctr., 99 E.3d 1568 (Fed. Cir.
1996), 1023

Young v. Dworkin, 489 E2d 1277
(C.C.PA. 1974), 473, 474, 488

Young, Ex parte 209 U.S. 123 (1908),
804

Z

74 Techs., Inc. v. Microsoft Corp., 434
E. Supp. 2d 437 (E.D. Tex. June 14,
2006), 802

Zenith Labs. v. Bristol-Myers Squibb
Co., 19 E3d 1418 (Fed. Cir. 1994),
411

Zenith Radio Corp. v. Hazeltine
Research, 395 U.S. 100 (1969),
1165, 1169

Zickendraht, In re 319 F.2d 225
(C.C.PA. 1963), 1077

Ziegler v. Phillips Petrol. Co., 483 F.2d
858 (5th Cir. 1973), 34

Ziegler, In re 992 F.2d 1197 (Fed. Cir.
1993), 215, 230

Zurko, In re 258 E.3d 1379, 59
U.S.P.Q.2d (BNA) 1693 (Fed. Cir.
Aug. 2, 2001), 908

Zygo Corp. v. Wyko Corp., 79 E3d
1563, 38 U.S.P.Q.2d (BNA) 1281
(Fed. Cir. Mar. 26, 1996), 855, 858,
873






Preface to the Seventh Edition

In the twenty four years since the first edition of this casebook was published, the
law of patents has undergone sweeping changes both in the courts and in Congress.
As we said in the preface to the last edition, the pace of change continues to accelerate,
as intellectual property becomes more important to the national and world economies,
and as the fit between existing patent doctrine and modern business needs is reeval-
uated by a variety of judges, lawyers, legislators, academics, and institutions. To keep
pace with the incredible rate of change in this area, we have published three editions
of this casebook in just the past six years— the Fifth Edition in 2011, the Sixth in
2013, and now the Seventh in 2017.

The three most important changes to this edition of the casebook arise out of de-
velopments that were already underway when our last edition was published but that
have become even more important in the past few years. First, in perhaps the most
stunning development, cases concerning the judicial exclusions to patentable subject
matter have increased by orders of magnitude in number and importance. Indeed,
it is now clear that the set of four recent Supreme Court decisions on patentable
subject matter (ending with Alice v. CLS Bank (2014)) has spurred a veritable revo-
lution in patentable subject matter law, and the effects of that revolution are continuing
to play out in the lower courts and in the Patent & Trademark Office.

To accommodate this first development, we have reorganized and streamlined
Chapter 2 substantially. After an introductory subchapter containing two basic cases
on patentable subject matter (Diamond v. Chakrabarty and Bilski v. Kappos), each of
the next three subchapters covers one of the three judicial exclusions to patentable
subject matter. As luck would have it, the recent cases can be arranged nicely in se-
quential order, with subchapters covering principles of nature (with Mayo v.
Prometheus (2011)), natural phenomena (AMP v. Myriad (2013)), and abstract ideas
(Alice). Thus, the chapter includes all four of the Supreme Court’s patentable subject
matter cases— from Bilski to Alice—in chronological order. Chapter 2 also includes
some of the very recent Federal Circuit cases on patentable subject matter, though
we caution adopters that any of these cases might very well become outdated quickly
or possibly even reversed by subsequent Supreme Court decisions. Patentable subject
matter is likely to remain a challenging area to teach for the foreseeable future.
Nonetheless, we believe the intuitive structure of the revised Chapter 2 will help in
conveying this difficult area to students.

The second major development accounting for large-scale changes in the casebook
is the enactment and implementation of the America Invents Act (AIA) of 2011.

Iv
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When the last edition of our case book was published (summer of 2013), the new
first-to-file priority system of the ATA had just recently taken effect. Now, more than
three years later, the first-to-file system applies to all new applications and, likely, a
majority of the applications pending in the PTO. Still, the set of patents currently in
litigation continues to be dominated by pre-AIA patents, so both the AIA and pre-
ATA must be taught to students for several years to come.

Teaching two distinct systems of priority obviously presents some challenges, and
we have reorganized Chapter 5 and 6 in two significant ways to take account of this.
First, the new chapters are substantially streamlined. We’ve left in the major cases
that define the most important concepts, but we’ve demoted to mere notes some of
the cases that were previously principal cases. For example, we have demoted In re
Kathawala even though it is the leading case on pre-AIA §102(d) because that sub-
section has arisen in litigation only with respect to a single patent in the past 20
years. Given that professors have to teach two versions of § 102, and that §102(d)
is in the older version of the statute, Kathawala does not seem worthy of much class-
room time.

Another change to account for the AIA is that Chapter 5 is now devoted entirely
to the AIA first-to-file system. For several reasons, we think teaching the AIA law first
is best. The AIA is dramatically easier to teach because it has a very logical organization,
and once students know the AIA’s version of § 102, it is relatively easy to make the ad-
justment to pre-AIA § 102 (or at least easier than any other approach). Furthermore,
students are going to be increasingly impatient with very lengthy expositions of pre-
AIA law. For many students using this book, the AIA will have been enacted by Con-
gress when they were in high school, and by the time they leave law school, the ATA
will have been fully operational for five years or more. We are confident that students
will be legitimately more interested in learning the new rather than the old.

The third and final important development is the continued expansion of recent
Supreme Court case law on patent issues generally. In the past three years, the Court
has decided ten patent cases from the Federal Circuit and reversed in eight of the ten.
The Seventh Edition includes major new Supreme Court decisions on claim definite-
ness, claim construction, indirect infringement, remedies and the standards of review
for the new AIA post-issuance review procedures. Even with these new cases, we fully
expect that additional Supreme Court cases will soon be decided that will have to be
added via our yearly summer supplements. In other words, stay tuned ... we are
living in exciting times for patent law!

As with prior editions, we have strived to make patent law accessible to a wide au-
dience of students and teachers. We have continued to include many diagrams and
figures from the patent cases and, where possible, have selected cases involving rel-
atively simple technologies. We have also provided concise explanations of the relevant
legal principles and policies animating the various doctrines. Our philosophy has al-
ways been to be as helpful as possible. In this regard we owe a great debt to many
people, particularly adopters of the book and student research assistants. In the former
category there are many, but Mark Lemley, Rochelle Dreyfuss and Josh Sarnoft deserve
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special mention. In the latter, we owe much to literally generations of students. But
most recently, Professor Dufty thanks his current students J. Kain Day, Taorui Guan,
and Yujie Zhou, and Professor Merges thanks Jingyuan Luo, Berkeley Law class of
2016, for her heroic and cheerful work on this edition.

We also continue the tradition from prior editions of focusing attention on the
underlying policies of patent doctrines. Patents have long been a subject of study
among both legal scholars and economists. While this book is directed primarily to-
ward a legal audience, it also covers the economic and other policy considerations
that frequently control the direction of the law in the area. These policy discussions
are intended both to serve a broader audience and to provide the book’s core legal
audience with a deeper understanding of forces shaping the law.

Finally, we continue to hope that, as with previous editions, this edition will imbue
its readers with a love for the richness of this field. Patent law is directed to the am-
bitious goal of providing practical property rights in intellectual creation, and achieving
that goal requires a society with sophisticated legal machinery. Not surprisingly then,
patent law is still a young area— the entire field is no more than a few hundred years
old—and like a new technology, it continues to evolve and become more intricate
as it develops. Our aspiration is that this edition communicates some of the intri-
cacy—and even beauty— of this fascinating and developing field.

ROBERT PATRICK MERGES
Berkeley, California

JOHN FITZGERALD DUFFY
Charlottesville, Virginia

December, 2016






