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CHAPTER 2: WHAT IS A TRADEMARK?

A. Subject Matter of Trademark Protection
1. Word Marks
Page 69. Insert new paragraph at the end of the Note on Slogans.

The Trademark Trial and Appeals Board relied on In re Eagle Crest in refusing Wal-Mart’s
application to register the phrase INVESTING IN AMERICAN JOBS as a service mark for a variety of
retail services. The Board concluded that consumers would perceive the phrase as an informational
slogan rather than as an indicator of source. See In re Wal-Mart Stores, Inc., 129 U.S.P.Q.2d (BNA)
1148 (T.T.A.B. 2019), infra this Supplement Chapter 5.A.4.

Page 69. Insert new Questions following the Note on Slogans.

Questions

1. The owner of the Chicago Sports Museum and a chain of Chicago restaurants seeks to register
#MAGICNUMBER108 as a trademark for tee-shirts. The PTO denied registration, citing widespread use
of the hashtag on social media by fans of the Chicago Cubs baseball team to convey enthusiasm for the
team. The applicant appeals, arguing that his businesses originated the hashtag, and that that
distinguishes his application from applications seeking to register common preexisting phrases as
trademarks or service marks. How should the TTAB rule? See In re DePorter, 129 U.S.P.Q. 2d (BNA)
1298 (2019), this Supplement Chapter 5.A.4.

2. Sportscaster Dave Johnson called televised horse races for ABC, CBS, NBC, and ESPN over a
40-year career. Johnson asserts that he coined the phrase “AND DOWN THE STRETCH THEY
COME,” which he used in all of his broadcasts to signal that the racing horses had entered the final stage
of the race. Johnson claims that the phrase is a mark for his sportscasting services. Is trademark
protection available for the phrase? See Johnson v. Amazon.com, No. 1:19-cv-03848 (S.D.N.Y. filed
April 30, 2019).

Page 71. Insert new Questions 3 and 4.

3. In 1997, George Sink founded a personal injury law firm in Charleston SC, under the name
“GEORGE SINK P.A. INJURY LAWYERS.” The law firm grew steadily, and, as of 2019, operated
thirteen law offices throughout South Carolina and Georgia. George Sink’s son, George Sink Jr.,
graduated from law school in 2016. In 2018, the son opened a law office in North Charlestown, using the
name “GEORGE SINK Il LAW FIRM.” The father filed suit against his son for trademark infringement.
The son insists that he has a right to use his legal name as the name for his law office. How should the
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court rule? See George Sink PA Injury Lawyers v. George Sink Il Law Firm LLC, No. 2:19-cv-01206 (D.
S.C. filed 4/25/2019).

4. In Are We Running Out of Trademarks? An Empirical Study of Trademark Depletion and
Congestion, 131 Harv. L. Rev. 945 (2018), Professors Barton Beebe and Jeanne Fromer report that their
empirical analysis of the millions of trademark applications filed over a thirty-year period and of the
registered marks on the principal register supports a conclusion that:

The supply of word marks that are at least reasonably competitively effective as
trademarks is finite and exhaustible. This supply is already severely depleted, particularly
in certain sectors of the economy, and levels of depletion continue to rise. Those marks
that are registered are growing increasingly congested. The result, as the data reveal, is
that new trademark applicants are increasingly being forced to resort to second-best, less
competitive marks, and the trademark system is growing increasingly — perhaps
inordinately — crowded, noisy, and complex.

Should the limited availability of competitively effective word marks affect the showing we require of
claimants before granting them legal ownership of a word mark? Responding to Beebe and Fromer,
Professor Lisa Larrimore Ouellette argues that before making any changes to the trademark law, we
should insist on seeing concrete empirical evidence that trademark depletion and congestion impose
significant negative social welfare impact. See Lisa Larrimore Ouellette, Response: Does Running Out of
(Some) Trademarks Matter?, 131 Harv. L. Rev. Forum 116 (2018). What sort of empirical evidence
might be persuasive?

3. Trade Dress
Page 81. Insert the following case after the Questions.

In re General Mills IP Holdings 11, LLC, 124 U.S.P.Q. 2d (BNA) 1016 (T.T.A.B. 2017).
General Mills sought to register the color yellow as a trademark for its CHEERIOS brand, ring-shaped oat
cereal.
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General Mills submitted evidence that it had sold Cheerios cereal in a yellow-colored box since 1945. The
trademark examiner refused registration, noting that several other cereal manufacturers market ring-
shaped oat breakfast cereal in a yellow box, and that even more cereal manufacturers sell other varieties
of cereal in a yellow box.
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The Trademark Trial and Appeal Board agreed that General Mills had failed to show secondary meaning:

We find the number and nature of third-party cereal products in yellow
packaging inthe marketplace to be sufficient to convince us that consumers do not
perceive the color yellow as having source-indicating significance for the goods. Several
of the third-party products in yellow packaging are offered by major competitors of
Applicant and there is a substantial number of such products. Moreover, the number of
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third-party cereal products that use yellow as a predominant background color of their
packaging suggests that the competitors may be exploiting an aspect of the packaging
that has "intrinsic consumer-desirability"” rather than any secondary meaning the color
may have. [Citation.]

As Qualitex and Owens-Corning teach, a color does not "automatically" indicate
the source of the goods to a consumer, Qualitex, 34 USPQ2d at 1162; rather, it "is usually
perceived as ornamentation. " Owens-Corning, 227 USPQ at 422. The third-party
products shown above appear to make use of the color yellow for purposes of
ornamentation. It is possible that the color of the packages would help a customer to
narrow down the number of cereal offerings to review on a large and crowded store shelf;
but it is obvious that the word marks and graphic images are more important in
conveying to the customer each unique brand of product offered. As the record shows,
the breakfast cereal marketplace is awash in brightly colored packages bearing bold
graphics and large-format word marks. There is no example in the record of any brand of
cereal that is offered in a monochrome package devoid of word and design trademarks.
In such an environment, customers certainly have no need to rely upon the background
color of a package in order to know what brand they are buying. Notably, there is no
suggestion that Applicant would expect its customers to select their cereal on the basis of
the color of the box. Even the examples of Applicant's "look for" advertising that are of
record (television commercials touting "the big yellow box that everyone knows" and
"that yellow box™) include repeated, prominent displays of the front of Applicant's box,
with the mark CHEERIOS in bold, black letters in sharp contrast to the yellow
background, as well as an audio track on which the term CHEERIOS is repeatedly sung
or spoken.

When customers see a color appearing on products from many different sources,
they are less likely to expect the color to point to a single source of goods. Instead,
customers are likely to perceive the color on packages as a device designed to make the
packages attractive and eye-catching. This is especially true of a primary color, like
yellow, which is used by many merchants and is not "a color that in context seems
unusual." Qualitex, 34 USPQ2d at 1162-63. All of the cereal packages of record have
some background color, and many of them include some shade of yellow, so Applicant's
use of a predominantly yellow color scheme is unlikely to be seen as an indication of
source.

4. Other Identifying Indicia
Page 87. Add the following question after the Note.
Question

Hasbro, maker of Play Doh, recently succeeded in registering the scent of its product as a
trademark for toy modeling compounds. The certificate of registration describes the mark as “a scent of a
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sweet slightly musky, vanilla fragrance with slight overtones of cherry, combined with the smell of a salt
wheat-based dough.” What reasons might Hasbro have had for seeking to register the smell of Play-Doh?

B. Distinctiveness

1. Arbitrary, Fanciful, Suggestive and Descriptive Terms
Page 96. Insert the following case after the Question:

Real Foods Pty Ltd. v. Frito Lay, 906 F.3d 965 (Fed. Cir. 2018). Real Foods sought to register
CORN THINS and RICE THINS as trademarks for corn and rice cakes. The Trademark Trial and
Appeals Board ruled that the marks were descriptive, and the Court of Appeals for the Federal Circuit
affirmed:

Substantial evidence supports the TTAB's finding that the proposed marks are
highly descriptive. The terms "corn™ and "rice,”" both of which are grains [citation],
describe the primary ingredient in Real Foods' respective goods ....

Moreover, the term thins describes physical characteristics of the corn and rice
cakes. ... Indeed, Real Foods' advertising materials use the word "thin" to describe
their products. See, e.g., J.A. 5097 ("They are a delicious thin corn cake, with 'All
Natural' flavoring." (emphasis added)), 5181 (describing the product as having "THIN
slices not thick"), 5188 (stating "Corn & Rice Thins are THIN"). The record is replete
with evidence of the term thins being used in marks for other, similar snack food
products, see, e.g., J.A. 4076-78 (identifying, in Frito-Lay's expert report, 119 products
using the term thins, including "Back to Nature Tomato Herb Rice Thins," "Baked Potato
Thins," "FalaFel Thins,” "Pita Thins," and "Wheat Thins"), which is evidence relevant to
the issue of the term's descriptiveness, [citation]. Thus, the proposed marks' disclosure of
this thin "characteristic” or "feature” of the goods is descriptive. [Citation]

Viewing the marks as composites "do[es] not create a different impression.”
[Citation.] The composite marks are "merely descriptive” because they "immediately
convey[] knowledge of a quality or characteristic of the product[s],” specifically the
products’ main ingredients and thickness. [Citation.] Contrary to Real Foods' argument, it
is not determinative that the marks do not also make reference to the products being
"cakes" or being made with "popped or puffed ingredients.” . . . A mark may be merely
descriptive even if it does not describe the full scope and extent of the applicant's goods
or services." . . . Not only does the record reveal that Real Foods has deployed the
proposed marks as generic descriptors, see, e.g., J.A. 5309 (referring, in Real Foods'
advertising material, to the product as "Delicious Golden Corn Thins With Real
Flavoring," with the term "Corn Thins" stylized the same as the rest of the phrase), 5319
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(same), but purchasers of Real Foods' products have also used these terms to describe
Real Foods' products, rather than as source identifiers for the products, which amounts to
direct evidence of the "commercial impression™ of the mark as a whole, . . . see, e.g., J.A.
5288 (referring, by a potential customer, to "[Real Foods'] corn thins product™), 5318
(similar by an online distributor of Real Foods' product). Therefore, substantial evidence
supports the TTAB's descriptiveness finding.

Page 98. Insert new example at the end of Question 2:

o. CAPSULE for cellphone cases. See Uncommon, LLC v. Spigen, Inc., 2019 U.S. App. LEXIS 17350
(7" Cir. June 11, 2019) (descriptive).

Pages 104-05. Renumber the Question on Page 104 as Question 1, and add the following Questions
on page 105:

2. Snow Wizard seeks to register the following trademark for concessions trailers for snowball
vendors:

»

Would you classify the mark as product design or product packaging? See In re Snow Wizard, 129
U.S.P.Q.2d (BNA) 1001 (T.T.A.B. 2018).
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3. The White Sparrow Barn is a noted wedding and event venue near Dallas. Ruth Farms, a
competing reception venue, about 90 miles away, constructed the “Nest,” a ballroom and banquet hall
designed to mimic many of the White Sparrow’s distinctive design elements. The White Sparrow claims
that the competitor is infringing its inherently distinctive trade dress. It describes that trade dress this
way:

The Grand Hall [of the barn] features a large, open floor plan with exposed, decorative,
wrapped and framed, vaulted wooden beams placed laterally across the wooden cathedral
ceiling; exposed, decorative, wrapped and framed wooden columns placed vertically
along the wooden side walls; tiered exposed bulb candelabra chandeliers; rustic
whitewashing of the wooden interior features; and a stylistic, stacked window display
along the back wall.

The interior of the Nest shares all of these design elements. Can White Sparrow force its competitor to
redesign the Nest without showing secondary meaning? See Sparrow Barns & Events, LLC, v. Ruth
Farms, Inc., 2019 US Dist LEXIS 61515 (E.D. Tex. 2019).

2. Secondary Meaning
Page 114. Add the following after the opinion in Adidas v. Skechers:

The Court of Appeals for the 9" Circuit affirmed the district court’s conclusion that the
unregistered Stan Smith trade dress has acquired secondary meaning, and its entry of a preliminary
injunction forbidding Skechers from selling the allegedly infringing shoes. Adidas America, Inc. v.
Skechers, USA, 890 F.3d 747 (9" Cir. 2018):

The district court's finding that the Stan Smith has likely acquired secondary
meaning is supported by ample evidence in the record. The evidence showed that adidas
has used the Stan Smith trade dress exclusively since the early 1970s, expended
considerable capital and human resources to promote the shoe, and reaped significant but
difficult-to-quantify value from placing the Stan Smith with celebrities, musicians,
athletes, and other "influencers” to drive consumer hype and recognition of the trade
dress—which, in 2014, became adidas's top selling shoe of all time with the 40 millionth
pair sold.... Also indicative of secondary meaning is the considerable amount of
unsolicited media coverage praising the Stan Smith's influence and iconic status as one of
the most famous sneakers of all time.

Skechers's own conduct also supports the district court's finding... Skechers
placed metadata tags on its website that directed consumers who searched for "adidas
Stan Smith" to the page for the Onix shoe...We agree with the district court that "the only
reason 'adidas Stan Smith' is a useful search term is that consumers associate the term
with a distinctive and recognizable shoe made by adidas." Therefore, the district court did
not clearly err by finding that the Stan Smith had acquired secondary meaning.
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Page 118. Add new case before Questions.

Converse, Inc. v. ITC, 909 F.3d 1110 (Fed. Cir. 2018). In a case reviewing a determination by
the International Trade Commission that Converse’s unregistered shoe design lacked secondary meaning,
the Federal Circuit articulated its own version of a multi-factor test:

Converse here seeks protection as to the intervenors for a mark in the form of
unregistered product-design trade dress. The Supreme Court has held that unlike word
marks and product-packaging trade dress, product-design trade dress can never be
inherently distinctive. Wal-Mart, 529 U.S. at 216. As a result, "a product's design is
distinctive, and therefore protectable, only upon a showing of secondary meaning." /d.
Accordingly, Converse must show that its mark has acquired distinctiveness, i.e.,
secondary meaning.

In assessing whether the '753 trademark had acquired secondary meaning, the
ITC weighed seven factors: "(1) the degree and manner of use; (2) the exclusivity of use;
(3) the length of use; (4) the degree and manner of sales, advertising, and promotional
activities; (5) the effectiveness of the effort to create secondary meaning; (6) deliberate
copying; and (7) association of the trade dress with a particular source by actual
purchasers (typically measured by customer surveys)." . ..

Each circuit that has addressed secondary meaning—11 circuits in all—has
formulated some version of a multifactor test similar to the test adopted by the ITC. This
Court has previously discussed certain factors that are relevant to the analysis, which
overlap to an extent with those identified by the ITC. [Citations.]

Today we clarify that the considerations to be assessed in determining whether a
mark has acquired secondary meaning can be described by the following six factors: (1)
association of the trade dress with a particular source by actual purchasers (typically
measured by customer surveys); (2) length, degree, and exclusivity of use; (3) amount
and manner of advertising; (4) amount of sales and number of customers; (5) intentional
copying; and (6) unsolicited media coverage of the product embodying the mark. While
the ITC's test set forth length, degree, and exclusivity of use as separate factors, we think
that these considerations are substantially interrelated and should be evaluated together.
All six factors are to be weighed together in determining the existence of secondary
meaning.

Page 119. Add new Question 5.
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5. A local motorcycle club in the city of Sturgis, South Dakota, has hosted an annual motorcycle
rally in the city since 1938. The city Chamber of Commerce has taken a leading role in promoting the
rally, which brings several hundred thousand people and millions of dollars to the region every year. The
Chamber has registered several marks incorporating the word STURGIS, and maintains that a license is
required for any commercial use of the word STURGIS in conjunction with the rally. A local souvenir
store sells a variety of rally souvenirs bearing the word “Sturgis” but has declined to purchase a license.
The store contends that many other area businesses have used the word to promote the rally and their
products over the past 80 years, and that the STURGIS marks therefore lack secondary meaning. What
evidence could the Chamber of Commerce present to persuade a court that its marks have come to
identify a particular source of rally-related products? See Sturgis Motorcycle Rally v. Rushmore Photo &
Gift, 908 F.3d 313 (8" Cir. 2018).

C. Collective and Certification Marks and Other Group Designations
1. Collective and Certification Marks
Page 123. Add the following to the end of the Note, before the Questions.

Consejo Regulador del Tequila, a non-profit organization accredited under Mexican law to certify
tequila production succeeded in registering the certification mark, TEQUILA, for “spirits distilled from
the blue tequilana weber variety of agave plant.” The Board rejected an opposition predicated on an
argument that tequila was the generic name for a variety of distilled spirits.  See Luxco, Inc. v. Consejo
Regulador del Tequila, A.C., 121 U.S.P.Q.2d (BNA) 1477 (T.T.A.B. 2017).
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CHAPTER 3: USE AND OWNERSHIP

B. Ownership

Page 135. Replace Commodores Entertainment v. McClary with the following, more recent, 11"
Circuit decision.

Commodores Entertainment Corp. v. McClary, 879 F.3d 1114 (11th Cir. 2018). In the 1970s,
Lionel Ritchie, Thomas McClary, William King, Walter Orange, Ronald LaPread, and Milan Williams
formed the funk/soul band, The Commodores. In the early 1980s, both Richie and McClary left the band
to pursue other opportunities. Other musicians replaced them, and the band continued to perform and
record. Later, LaPread and Williams left the band, leaving King and Orange as the only original
members. King and Orange transferred their common law trademark rights to the Commodores
Entertainment Corporation [CEC], which registered the THE COMMODORES mark as both a service
mark for entertainment services and a trademark for recorded music in 2001.

In 2014, McClary began to perform with a band he called “The Commodores featuring Thomas
McClary,” playing music that included old Commodores hits. CEC filed suit against McClary; McClary
then filed a petition in the USPTO to cancel CEC’s registration of the COMMODORES marks. The
district court found that the original members of “"The Commaodores' had acquired common law rights to
the trademarks associated with the musical band, but McClary had walked away from his rights to the
marks when he left the band in 1984, and those rights remained with the group. McClary had exercised no
control over the quality and characteristics of the band since his departure. The court granted CEC’s
motion for judgment as a matter of law and enjoined McClary from using the mark. The Court of
Appeals for the 11" Circuit affirmed:

Common-law trademarks existed in the name "The Commodores,” and the
original owner of the marks was the group as a whole . . .. McClary, as a member of the
original group, was one of the holders of those rights.

Ownership of the marks did not stay with McClary when he left the performing
group. Rather, ownership of the marks began in, remained in, and could not be divided
from the group, as opposed to its individual members. For starters the uncontroverted
record established that McClary left his position in the group known as "The
Commodores™ more than three decades ago. No reasonable juror could have found that
McClary remained with the group in the position he had previously held. Indeed, over
time, all of the original group members except for King and Orange left the performing
group that continued to release music and to perform as "The Commodores.” This
included McClary: as he said repeatedly in his own pleadings and testimony and as was
confirmed by many trial witnesses, he "split from the band” in 1984 to pursue a solo
career.

10
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Between 1985 and 2010, McClary had no interaction with the group as a
member. He did not perform with the group, record with the group, or participate in any
decisions about performances or recordings. . ..

The next question, then, is what became of McClary's rights to the marks after he
left the group and undeniably left the band. McClary claims that although the members
who left had no involvement with the group, they still maintained common-law rights to
use the group's name.

We are unpersuaded. Instead, on this record, we determine that the common-law
rights to the marks remained with the group members who continued to use and exert
control over the group "The Commodores,” and no reasonable juror could have found
otherwise.

The continuing members of the original group, including King and Orange, are
still today in a position to control the group. Given the overwhelming evidence of the
control others, including King and Orange, exerted over the performances and business
decisions of The Commodores, no reasonable juror could find to the contrary. King and
Orange decide how many shows the group will do in a year, and where and when they
will perform; they determine the songs, costumes, and production details for their shows;
and they are responsible for the group's sounds at those shows. They also make all
personnel determinations, such as retaining crew members for performances.

.. .We agree, given the control sustained by King and Orange, that the original
members remaining with the group retained the common-law rights to the marks.

On the other hand, the unrefuted record can lead only to the reasonable
conclusion that McClary lacked control over the musical venture known as “The
Commodores” after he left the band to pursue his solo career. In the period after he left
the band, save two performances as a fill-in guitarist in 2010, he did not meet with the
other members of the group to rehearse or perform. He did not join the group to make
business decisions about performance schedules or recordings. He stopped writing songs
with the group. He was not involved with the group's decisions about performances,
whether about the songs to be performed, the personnel to be involved, or the production
details of the shows. The rights to use the name “The Commodores” remained with the
group after McClary departed, and the corollary is also true: McClary did not retain rights
to use the marks individually.

On remand, the district court granted summary judgment to CEC on its trademark infringement claim
against McClary. Commodores Entertainment Corp. v. McClary, 324 F. Supp. 3d 1245 (M.D. Fla. 2018).

11
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C. “Use in Commerce”

Page 142. Replace In re Dell with the following decision.

In re Siny, 920 F.3d 1331 (Fed. Cir. 2019).

Siny filed trademark application Serial No. 86754400 on September 11, 2015,
seeking to register the mark CASALANA in standard characters for "Knit pile fabric
made with wool for use as a textile in the manufacture of outerwear, gloves, apparel, and
accessories™ based on use in commerce under Section 1(a) of the Lanham Act, 15 U.S.C.
8 1051(a). Siny also submitted a specimen consisting of a webpage printout, which
purported to show the mark in use in commerce for the goods.

[The webpage touted the advantages of Glenoit fabrics, displayed images of 11 of
Glenoit’s “most popular fabrics,” including “Casalana — the washable wool,” and
included a telephone number and email address “[f]lor sales information.” The PTO
refused registration on the ground that the specimen did not show that the mark was
placed on the goods or their containers, tags or labels, and was not a “point of sale

display.]

The Lanham Act provides for registration of a mark based on use of the mark in
commerce. 15 U.S.C. § 1051(a). A mark is deemed in use in commerce on goods when,
among other things, "it is placed in any manner on the goods or their containers or the
displays associated therewith or on the tags or labels affixed thereto." Id. § 1127
(emphasis added). The U.S. Patent and Trademark Office (PTO) requires an applicant to
submit a specimen of use "showing the mark as used on or in connection with the goods."
[Citation.]

The issue on appeal concerns whether the Webpage Specimen qualifies as a
display associated with the goods under the Lanham Act. Mere advertising is not enough
to qualify as such a display. [Citations.] In determining whether a specimen qualifies as a
display associated with the goods, one important consideration is whether the display is at
a point-of-sale location. [Citations.]

The Board considered whether the Webpage Specimen was mere advertising or
an acceptable display associated with the goods. In doing so, it evaluated the point-of-
sale nature of the Webpage Specimen. It noted the absence of information it considered
essential to a purchasing decision, such as a price or range of prices for the goods, the
minimum gquantities one may order, accepted methods of payment, or how the goods
would be shipped. The Board also considered the "For sales information:" text and phone
number contact. It assumed that the phone number would connect a prospective customer
to sales personnel, but it found that "if virtually all important aspects of the transaction

12
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must be determined from information extraneous to the web page, then the web page is
not a point of sale.” . . .

Siny's main argument on appeal is that the Board applied "overly rigid
requirements” in determining that the Webpage Specimen did not qualify as a display
associated with the goods. . . . [W]e disagree that the Board applied improperly rigid
requirements here. Rather, the Board carefully considered the Webpage Specimen's
contents and determined, on the record before it, that the specimen did not cross the line
from mere advertising to an acceptable display associated with the goods. We cannot say
that the Board's determination lacked substantial evidence.

We have considered Siny's other arguments and find them unpersuasive. For the
foregoing reasons, we affirm.

Page 144. Delete Question 2 and substitute the following Question 2.

2. In Siny, the Court of Appeals agreed with the TTAB that displaying a mark on a webpage is
not a point-of-sale display associated with the goods unless the mark appears in close proximity to an
opportunity to purchase the product. Recall your last few online shopping experiences. Does the court’s
analysis accord with your perceptions as a customer of what words and symbols were trademarks and
what were mere informational advertising? What factors influenced your impressions?

Page 155. Add the following paragraph before the Questions.

On appeal, the Court of Appeals for the D.C. Circuit affirmed the judgment below. Paleteria La
Michoacana, Inc. v. Productos Lacteos Tocumbo S.A. de C.V., 128 U.S.P.Q.2d (BNA) (D.C. Cir. 2018).

Page 155. Insert new Question 3:

3. Inthe Star Wars universe, the Millennium Falcon is a small, refurbished spaceship owned by
Han Solo and his co-pilot Chewbacca. Solo won the Falcon from galactic gambler Lando Calrissian in a
game of Sabacc, a high-stakes card game. The name “Sabacc” first appeared in the 1980 novelization of
the movie The Empire Strikes Back, and the rules of the game were explored in greater detail in a trio of
Star Wars novels published in 1983. A variety of Star Wars novels and reference works and at least one
episode of a Star Wars television series have referenced the Sabacc game. The 2018 movie, Solo: A Star
Wars Story, includes a scene showing the game between Calrissian and Solo.

13
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In November of 2015, a company named Sabacc Creative introduced a new game app for 10S
and Android devices named, “Sabacc High Stakes Card Game.” The app is available for download from
the Apple and Amazon App stores.
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The company registered the mark SABACC for computer software in 2016. The company advertised the
app with the description,

From a Cantina far, far away to your mobile device, welcome to the exclusive home of
Sabacc, the most exciting card game around. Make your way to the tables and test your
skills against the best that the galaxy has to offer, or play a private, high stakes game
with friends. Keep your cards close to your chest, bet, bluff and make use of the
interference field to avoid the Sabacc Shift. Improve your skills and put it all together to
win the Sabacc pot and become a cloud city legend!

Lucasfilm, Ltd, owner of the trademarks for the Star Wars universe of products filed suit against Sabacc
Creative, claiming that it is the senior user of the SABACC mark; Sabacc Creative insists that it was the
first to use the SABACC mark in commerce. Which company has priority? See Lucasfilm Ltd. v. Ren
Ventures LLC, 126 U.S.P.Q.2d (BNA) 1515 (N.D. Cal. 2018).

F. Concurrent Use

Page 172. Add new Question 3.

3. The Court notes that Rectanus adopted the REX mark “in good faith, and without notice of
any prior use by others.” If Rectanus had been aware of Regis’s use of the REX mark in New England,
but had adopted the mark with no intent to benefit from Regis’s goodwill, would that undermine its claim
to have adopted the mark in good faith? Compare CP Interests v. California Pools, 238 F.3d 690 (5" Cir.
2001) (mere knowledge of the senior user’s use does not defeat good faith), with Stone Creek, Inc. v.
Omnia Italian Design, Inc., 875 F.3d 426 (9th Cir. 2017) (there is no good faith if junior user knew of the
senior user’s use).

14
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CHAPTER 4: REGISTRATION OF TRADEMARKS

C. Bars to Registration

1. Section 2(a) of the Lanham Act; Immoral, Scandalous, Disparaging or Deceptive Matter
and False Suggestion of a Connection

a. Immoral, Scandalous or Disparaging Marks

Page 213-231. Delete the cases and materials and substitute the following after the heading:

The Supreme Court found the disparaging, immoral and scandalous prongs of Section 2(a) to be
unconstitutional in violation of the First Amendment as set forth in the following two cases. Accordingly,
the scandalous, derogatory and immoral bars to registration set forth in the casebook are no longer good
law.

MATAL V. TAM
137 S.Ct. 1744 (S. Ct. 2017)

JUsSTICE ALITO delivered the opinion of the Court with respect to Parts I, 11, and 111-A; and an opinion
with respect to Parts 111-B, 111-C, and 1V, in which The Chief Justice, Justice Thomas, and Justice Breyer
join.

This case concerns a dance-rock band's application for federal trademark registration of the band's
name, "The Slants.” "Slants" is a derogatory term for persons of Asian descent, and members of the band
are Asian-Americans. But the band members believe that by taking that slur as the name of their group,
they will help to "reclaim” the term and drain its denigrating force.

The Patent and Trademark Office (PTO) denied the application based on a provision of federal law
prohibiting the registration of trademarks that may "disparage . . . or bring . . . into contemp[t] or
disrepute™ any "persons, living or dead.” 15 U.S.C. §1052(a). We now hold that this provision violates the
Free Speech Clause of the First Amendment. It offends a bedrock First Amendment principle: Speech
may not be banned on the ground that it expresses ideas that offend.

A

Under the Lanham Act, trademarks that are "used in commerce” ... may be federally registered. 15
U.S.C. 81051(a)(1).... There are now more than two million marks that have active federal certificates of
registration. [Citation.] This system of federal registration helps to ensure that trademarks are fully
protected and supports the free flow of commerce. "[N]ational protection of trademarks is desirable,” we
have explained, "because trademarks foster competition and the maintenance of quality by securing to the
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producer the benefits of good reputation.” San Francisco Arts & Athletics, Inc. V. United States Olympic
Comm., 483 U.S. 522, 531 (1987) (internal quotation marks omitted); see also Park 'N Fly, Inc., supra,
[469 U.S. 189,] at 198 (1985) ("The Lanham Act provides national protection of trademarks in order to
secure to the owner of the mark the goodwill of his business and to protect the ability of consumers to
distinguish among competing producers").

B

Without federal registration, a valid trademark may still be used in commerce. See 3 McCarthy §19:8.
And an unregistered trademark can be enforced against would-be infringers in several ways. Most
important, even if a trademark is not federally registered, it may still be enforceable under 843(a) of the
Lanham Act, which creates a federal cause of action for trademark infringement. See Two Pesos, supra,
[505 U.S. 763,] at 768 [(1992)] ("Section 43(a) prohibits a broader range of practices than does §32,
which applies to registered marks, but it is common ground that 843(a) protects qualifying unregistered
trademarks" (internal quotation marks and citation omitted)).”

Federal registration, however, "confers important legal rights and benefits on trademark owners who
register their marks." B&B Hardware, 575 U. S., at ___, 135 S. Ct. 1293 (internal quotation marks
omitted). Registration on the principal register (1) “serves as ‘constructive notice of the registrant's claim
of ownership' of the mark,"[citation]; (2) "is 'prima facie evidence of the validity of the registered mark
and of the registration of the mark, of the owner's ownership of the mark, and of the owner's exclusive
right to use the registered mark in commerce on or in connection with the goods or services specified in
the certificate,” [citation]; and (3) can make a mark ™incontestable™ once a mark has been registered for
five years," ibid. (quoting 881065, 1115(b)); see Park 'N Fly, 469 U.S., at 193. Registration also enables
the trademark holder "to stop the importation into the United States of articles bearing an infringing
mark." 3 McCarthy §19:9, at 19-38; see 15 U.S.C. §1124.

C

The Lanham Act contains provisions that bar certain trademarks from the principal register. For
example, a trademark cannot be registered if it is "merely descriptive or deceptively misdescriptive™ of
goods, 81052(e)(1), or if it is so similar to an already registered trademark or trade name that it is "likely .
.. to cause confusion, or to cause mistake, or to deceive,” §1052(d).

At issue in this case is one such provision, which we will call "the disparagement clause." This
provision prohibits the registration of a trademark "which may disparage . . . persons, living or dead,

“In the opinion below, the Federal Circuit opined that although "Section 43(a) allows for a federal suit to protect an
unregistered trademark," "it is not at all clear" that respondent could bring suit under 843(a) because "there is no authority
extending §43(a) to marks denied under 82(a)'s disparagement provision." In re Tam, 808 F. 3d 1321, 1344-1345, n.11 (en banc),
as corrected (Feb. 11, 2016). When drawing this conclusion, the Federal Circuit relied in part on our statement in Two Pesos that
"the general principles qualifying a mark for registration under §2 of the Lanham Act are for the most part applicable in
determining whether an unregistered mark is entitled to protection under 843(a)." 505 U. S., at 768. We need not decide today
whether respondent could bring suit under 843(a) if his application for federal registration had been lawfully denied under the
disparagement clause.

16



Copyright © 2019 Carolina Academic Press, LLC. All rights reserved.

institutions, beliefs, or national symbols, or bring them into contempt, or disrepute.” §1052(a). This clause
appeared in the original Lanham Act and has remained the same to this day. See §2(a), 60 Stat. 427.

When deciding whether a trademark is disparaging, an examiner at the PTO generally applies a "two-
part test." The examiner first considers "the likely meaning of the matter in question, taking into account
not only dictionary definitions, but also the relationship of the matter to the other elements in the mark,
the nature of the goods or services, and the manner in which the mark is used in the marketplace in
connection with the goods or services.” Trademark Manual of Examining Procedure §1203.03(b)(i) (Apr.
2017), p. 1200-150, http://tmep.uspto.gov. "If that meaning is found to refer to identifiable persons,
institutions, beliefs or national symbols,” the examiner moves to the second step, asking "whether that
meaning may be disparaging to a substantial composite of the referenced group.” /bid. If the examiner
finds that a "substantial composite, although not necessarily a majority, of the referenced group would
find the proposed mark . . . to be disparaging in the context of contemporary attitudes,” a prima facie case
of disparagement is made out, and the burden shifts to the applicant to prove that the trademark is not
disparaging. /bid. What is more, the PTO has specified that "[t]he fact that an applicant may be a member
of that group or has good intentions underlying its use of a term does not obviate the fact that a substantial
composite of the referenced group would find the term objectionable.” 7bid.

D

Simon Tam ... chose [“The Slants”] moniker in order to "reclaim” and "take ownership" of
stereotypes about people of Asian ethnicity. [Citation.] The group "draws inspiration for its lyrics from
childhood slurs and mocking nursery rhymes” and has given its aloums names such as "The Yellow
Album™ and "Slanted Eyes, Slanted Hearts.” [Citation.]

Tam sought federal registration ..., but an examining attorney ..., applying the PTO's two-part
framework, ... [found] that "there is . . . a substantial composite of persons who find the term in the
applied-for mark offensive.” The examining attorney relied in part on the fact that "numerous dictionaries
define 'slants' or 'slant-eyes' as a derogatory or offensive term™...[and] that "the band's name has been
found offensive numerous times"--citing a performance that was canceled because of the band's moniker
and the fact that “several bloggers and commenters to articles on the band have indicated that they find
the term and the applied-for mark offensive.”

Tam ...[e]ventually ... took the case to federal court, where the en banc Federal Circuit ultimately
found the disparagement clause facially unconstitutional under the First Amendment's Free Speech
Clause. ...

The Government filed a petition for certiorari, which we granted in order to decide whether the
disparagement clause "is facially invalid under the Free Speech Clause of the First Amendment.”
[Citation.]
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... [A]t the outset, we must consider three arguments that would either eliminate any First
Amendment protection or result in highly permissive rational-basis review. Specifically, the Government
contends (1) that trademarks are government speech, not private speech, (2) that trademarks are a form of
government subsidy, and (3) that the constitutionality of the disparagement clause should be tested under
a new "government-program’ doctrine. We address each of these arguments below. [Editors” Note: The
discussion in the opinion rejecting arguments (2) and (3) in parts 111 B and C is omitted.]

A

The First Amendment prohibits Congress and other government entities and actors from "abridging
the freedom of speech”; the First Amendment does not say that Congress and other government entities
must abridge their own ability to speak freely. And our cases recognize that "[t]he Free Speech Clause . . .
does not regulate government speech.” Pleasant Grove City V. Summum, 555 U.S. 460, 467 (2009); see
Johanns V. Livestock Marketing Assn., 544 U.S. 550, 553 (2005) ("[T]he Government's own speech . . . is
exempt from First Amendment scrutiny"); Board of Regents of Univ. of Wis. System V. Southworth, 529
U.S. 217, 235 (2000).

As we have said, "it is not easy to imagine how government could function" if it were subject to the
restrictions that the First Amendment imposes on private speech. Summum, supra, at 468; see Walker v.
Texas Div., Sons of Confederate Veterans, Inc., 576 U.S. ___, 135 S. Ct. 2239 (2015) (slip op., at 5-7).
"[T]he First Amendment forbids the government to regulate speech in ways that favor some viewpoints
or ideas at the expense of others," Lamb's Chapel V. Center Moriches Union Free School Dist., 508 U.S.
384, 394 (1993), but imposing a requirement of viewpoint-neutrality on government speech would be
paralyzing. When a government entity embarks on a course of action, it necessarily takes a particular
viewpoint and rejects others. The Free Speech Clause does not require government to maintain viewpoint
neutrality when its officers and employees speak about that venture.

But while the government-speech doctrine is important--indeed, essential--it is a doctrine that is
susceptible to dangerous misuse. If private speech could be passed off as government speech by simply
affixing a government seal of approval, government could silence or muffle the expression of disfavored
viewpoints....

... The Federal Government does not dream up ... marks [it registers], and it does not edit marks
submitted for registration. Except as required by the statute involved here, 15 U.S.C. §1052(a), an
examiner may not reject a mark based on the viewpoint that it appears to express. Thus, unless that
section is thought to apply, an examiner does not inquire whether any viewpoint conveyed by a mark is
consistent with Government policy or whether any such viewpoint is consistent with that expressed by
other marks already on the principal register. ... [I]f the mark meets the Lanham Act's viewpoint-neutral
requirements, registration is mandatory. /bid. (requiring that "[n]o trademark . . . shall be refused
registration on the principal register on account of its nature unless” it falls within an enumerated
statutory exception). ... [An examiner’s decision to register] is not reviewed by any higher official unless
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the registration is challenged. [Citation.] Moreover, once a mark is registered, the PTO is not authorized
to remove it from the register unless a party moves for cancellation, the registration expires, or the
Federal Trade Commission initiates proceedings based on certain grounds. [Citation.]

. If the federal registration of a trademark makes the mark government speech, the Federal
Government is babbling prodigiously and incoherently. It is saying many unseemly things. It is
expressing contradictory views.® It is unashamedly endorsing a vast array of commercial products and
services. And it is providing Delphic advice to the consuming public.

For example, if trademarks represent government speech, what does the Government have in mind
when it advises Americans to "make.believe” (Sony), "Think different” (Apple), "Just do it" (Nike), or
"Have it your way" (Burger King)? Was the Government warning about a coming disaster when it
registered the mark "EndTime Ministries"?

The PTO has made it clear that registration does not constitute approval of a mark. See In re Old
Glory Condom Corp., 26 USPQ 2d 1216, 1220, n.3 (TTAB 1993) ("[l]ssuance of a trademark registration
... Is not a government imprimatur™). And it is unlikely that more than a tiny fraction of the public has
any idea what federal registration of a trademark means. [Citation.]

None of our government speech cases even remotely supports the idea that registered trademarks are
government speech. In Johanns, we considered advertisements promoting the sale of beef products. A
federal statute called for the creation of a program of paid advertising "™to advance the image and
desirability of beef and beef products.™ 544 U. S., at 561 (quoting 7 U.S.C. § 2902(13)). Congress and the
Secretary of Agriculture provided guidelines for the content of the ads, Department of Agriculture
officials attended the meetings at which the content of specific ads was discussed, and the Secretary could
edit or reject any proposed ad. 544 U. S., at 561. Noting that "[t]he message set out in the beef promotions
[was] from beginning to end the message established by the Federal Government,” we held that the ads
were government speech. /d., at 560. The Government's involvement in the creation of these beef ads
bears no resemblance to anything that occurs when a trademark is registered.

Our decision in Summum is similarly far afield. A small city park contained 15 monuments.
[Citation.] Eleven had been donated by private groups, and one of these displayed the Ten
Commandments. [Citation.] A religious group claimed that the city, by accepting donated monuments,
had created a limited public forum for private speech and was therefore obligated to place in the park a
monument expressing the group’s religious beliefs.

Holding that the monuments in the park represented government speech, we cited many factors.
Governments have used monuments to speak to the public since ancient times; parks have traditionally
been selective in accepting and displaying donated monuments; parks would be overrun if they were

9. Compare "Abolish Abortion," Registration No. 4,935,774 (Apr. 12, 2016), with "I Stand With Planned Parenthood,"
Registration No. 5,073,573 (Nov. 1, 2016); compare "Capitalism Is Not Moral, Not Fair, Not Freedom," Registration No.
4,696,419 (Mar. 3, 2015), with "Capitalism Ensuring Innovation," Registration No. 3,966,092 (May 24, 2011); compare "Global
Warming Is Good," Registration No. 4,776,235 (July 21, 2015), with "A Solution to Global Warming," Registration No.
3,875,271 (Nov. 10, 2010).
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obligated to accept all monuments offered by private groups; "[p]ublic parks are often closely identified
in the public mind with the government unit that owns the land"; and “[t]he monuments that are accepted .
.. are meant to convey and have the effect of conveying a government message.” [Citation.]

Trademarks share none of these characteristics. Trademarks have not traditionally been used to
convey a Government message. With the exception of the enforcement of 15 U.S.C. §1052(a), the
viewpoint expressed by a mark has not played a role in the decision whether to place it on the principal
register. And there is no evidence that the public associates the contents of trademarks with the Federal
Government.

... [T]he case on which the Government relies most heavily, Walker, ... likely marks the outer
bounds of the government-speech doctrine. Holding that the messages on Texas specialty license plates
are government speech, the Walker Court cited three factors distilled from Summum. [Citation.] First,
license plates have long been used by the States to convey state messages. [Citation.] Second, license
plates "are often closely identified in the public mind" with the State, since they are manufactured and
owned by the State, generally designed by the State, and serve as a form of "government ID." [Citation.]
Third, Texas "maintain[ed] direct control over the messages conveyed on its specialty plates.” [Citation.]
As explained above, none of these factors are present in this case.

In sum, the federal registration of trademarks is vastly different from the beef ads in Johanns, the
monuments in Summum, and even the specialty license plates in Walker. Holding that the registration of a
trademark converts the mark into government speech would constitute a huge and dangerous extension of
the government-speech doctrine. For if the registration of trademarks constituted government speech,
other systems of government registration could easily be characterized in the same way.

Perhaps the most worrisome implication of the Government's argument concerns the system of
copyright registration. If federal registration makes a trademark government speech and thus eliminates
all First Amendment protection, would the registration of the copyright for a book produce a similar
transformation? [Citation.]

The Government attempts to distinguish copyright on the ground that it is "the engine of free
expression,”” but as this case illustrates, trademarks often have an expressive content. Companies spend
huge amounts to create and publicize trademarks that convey a message. It is true that the necessary
brevity of trademarks limits what they can say. But powerful messages can sometimes be conveyed in just
a few words.

Trademarks are private, not government, speech.

v

Having concluded that the disparagement clause cannot be sustained under our government-speech or
subsidy cases or under the Government's proposed “government-program* doctrine, we must confront a
dispute ... on the question whether trademarks are commercial speech and are thus subject to the relaxed
scrutiny outlined in Central Hudson Gas & Elec. Corp. V. Public Serv. Comm'n of Central Hudson Gas &
Electric Corp., 447 U.S. 557 (1980). The Government and amici supporting its position argue that all
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trademarks are commercial speech. They note that the central purposes of trademarks are commercial and
that federal law regulates trademarks to promote fair and orderly interstate commerce. Tam and his amici,
on the other hand, contend that many, if not all, trademarks have an expressive component. In other
words, these trademarks do not simply identify the source of a product or service but go on to say
something more, either about the product or service or some broader issue. The trademark in this case
illustrates this point. The name "The Slants" not only identifies the band but expresses a view about social
issues.

We need not resolve this debate ... because the disparagement clause cannot withstand even Central
Hudson review.!” Under Central Hudson, a restriction of speech must serve "a substantial interest,” and it
must be "narrowly drawn.” [Citation.] This means ... that "[t]he regulatory technique may extend only as
far as the interest it serves.”[Citation.] The disparagement clause fails this requirement.

It is claimed that the disparagement clause serves two interests. ... [T]he Government asserts an
interest in preventing "underrepresented groups™ from being "bombarded with demeaning messages in
commercial advertising. [Citation.]... [I]ts unmistakable thrust is this: The Government has an interest in
preventing speech expressing ideas that offend. ... [T]hat idea strikes at the heart of the First Amendment.
Speech that demeans on the basis of race, ethnicity, gender, religion, age, disability, or any other similar
ground is hateful; but the proudest boast of our free speech jurisprudence is that we protect the freedom to
express "the thought that we hate." United States v. Schwimmer, 279 U.S. 644, 655 (1929) (Holmes, J.,
dissenting).

The second interest asserted is protecting the orderly flow of commerce. [Citations.] Commerce, we
are told, is disrupted by trademarks that “involv[e] disparagement of race, gender, ethnicity, national
origin, religion, sexual orientation, and similar demographic classification.” [Citation.] Such trademarks
are analogized to discriminatory conduct, which has been recognized to have an adverse effect on
commerce. [Citations.]

A simple answer ... is that the disparagement clause is not "narrowly drawn" to drive out trademarks
that support invidious discrimination. The clause reaches any trademark that disparages any person,
group, or institution. It applies to trademarks like the following: "Down with racists,” "Down with
sexists,” "Down with homophobes.” It is not an anti-discrimination clause; it is a happy-talk clause. In
this way, it goes much further than is necessary to serve the interest asserted.

The clause is far too broad in other ways as well. The clause protects every person living or dead as
well as every institution. Is it conceivable that commerce would be disrupted by a trademark saying:
"James Buchanan was a disastrous president™ or "Slavery is an evil institution"?

There is also a deeper problem with the argument that commercial speech may be cleansed of any ex-
pression likely to cause offense. The commercial market is well stocked with merchandise that disparages
prominent figures and groups, and the line between commercial and non-commercial speech is not always

17. [W]e leave open the question whether Central Hudson provides the appropriate test for deciding free speech challenges
to provisions of the Lanham Act. And nothing in our decision should be read to speak to the validity of state unfair competition
provisions or product libel laws that are not before us and differ from §1052(d)'s disparagement clause.
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clear, as this case illustrates. If affixing the commercial label permits the suppression of any speech that
may lead to political or social "volatility," free speech would be endangered.

For these reasons, we hold that the disparagement clause violates the Free Speech Clause of the First
Amendment. The judgment of the Federal Circuit is affirmed.

1t is so ordered.

Justice Gorsuch took no part in the consideration or decision of this case.

JUSTICE KENNEDY, with whom Justice Ginsburg, Justice Sotomayor, and Justice Kagan join, concurring
in part and concurring in the judgment.

As the Court is correct to hold, §1052(a) constitutes viewpoint discrimination--a form of speech
suppression so potent that it must be subject to rigorous constitutional scrutiny. The Government's action
and the statute on which it is based cannot survive this scrutiny.

The Court is correct in its judgment, and | join Parts I, Il, and Il1-A of its opinion. This separate
writing explains in greater detail why the First Amendment's protections against viewpoint discrimination
apply to the trademark here. It submits further that the viewpoint discrimination rationale renders
unnecessary any extended treatment of other questions raised by the parties.

Those few categories of speech that the government can regulate or punish--for instance, fraud,
defamation, or incitement--are well established within our constitutional tradition. [Citation.] Aside from
these and a few other narrow exceptions, it is a fundamental principle of the First Amendment that the
government may not punish or suppress speech based on disapproval of the ideas or perspectives the
speech conveys. [Citation.]

The First Amendment guards against laws "targeted at specific subject matter,” a form of speech
suppression known as content based discrimination. [Citation.] This category includes a subtype of laws
that go further, aimed at the suppression of "particular views . . . on a subject.” [Citation.] A law found to
discriminate based on viewpoint is an "egregious form of content discrimination,” which is
"presumptively unconstitutional.” Rosenberger [v. Rector and Visitors of Univ. of Va.], [515 U.S. 819] at
829-830 [1995)].

...[T]he test ... is whether--within the relevant subject category--the government has singled out a
subset of messages for disfavor based on the views expressed. [Citation.] In the instant case, the
disparagement clause ... identifies the relevant subject as "persons, living or dead, institutions, beliefs, or
national symbols.” 15 U.S.C. 8§1052(a). Within that category, an applicant may register a positive or
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benign mark but not a derogatory one. The law thus reflects the Government's disapproval of a subset of
messages it finds offensive. This is the essence of viewpoint discrimination.

The Government ... argues ... that the law is viewpoint neutral because it applies in equal measure to
any trademark that demeans or offends. This misses the point. A subject that is first defined by content
and then regulated or censored by mandating only one sort of comment is not viewpoint neutral. To
prohibit all sides from criticizing their opponents makes a law more viewpoint based, not less so.
[Citation.] .... By mandating positivity, the law here might silence dissent and distort the marketplace of
ideas.

The Government next suggests that the statute is viewpoint neutral because the disparagement clause
applies to trademarks regardless of the applicant's personal views or reasons for using the mark. Instead,
registration is denied based on the expected reaction of the applicant's audience. ...

The Government may not insulate a law ... by tying censorship to the reaction of the speaker's
audience. ... The danger of viewpoint discrimination is that the government is attempting to remove
certain ideas or perspectives from a broader debate. That danger is all the greater if the ideas or
perspectives are ones a particular audience might think offensive, at least at first hearing. An initial
reaction may prompt further reflection, leading to a more reasoned, more tolerant position.

Indeed, a speech burden based on audience reactions is simply government hostility and intervention
in a different guise. The speech is targeted ... based on the government's disapproval of the speaker's
choice of message. And it is the government itself that is attempting in this case to decide whether the
relevant audience would find the speech offensive. For reasons like these, the Court's cases have long
prohibited the government from justifying a First Amendment burden by pointing to the offensiveness of
the speech to be suppressed. [Citation.]

The parties dispute whether trademarks are commercial speech ... The ... issue may turn on whether
certain commercial concerns for the protection of trademarks might, as a general matter, be the basis for
regulation. However that issue is resolved, the viewpoint based discrimination at issue here necessarily
invokes heightened scrutiny.

"Commercial speech is no exception,”... to the principle that the First Amendment "requires
heightened scrutiny whenever the government creates a regulation of speech because of disagreement
with the message it conveys." Sorrell v. IMS Health Inc., 564 U.S. 552, 566 (2011) (internal quotation
marks omitted). Unlike content based discrimination, discrimination based on viewpoint, including a
regulation that targets speech for its offensiveness, remains of serious concern in the commercial context.
See Bolger v. Youngs Drug Products Corp., 463 U.S. 60, 65, 71-72 (1983).

... In the realm of trademarks, the metaphorical marketplace of ideas becomes a tangible, powerful
reality.... [M]arks make up part of the expression of everyday life, as with the names of entertainment
groups, broadcast networks, designer clothing, newspapers, automobiles, candy bars, toys, and so on.
Nonprofit organizations--ranging from medical-research charities and other humanitarian causes to

23



Copyright © 2019 Carolina Academic Press, LLC. All rights reserved.

political advocacy groups--also have trademarks, which they use to compete in a real economic sense for
funding and other resources as they seek to persuade others to join their cause. To permit viewpoint
discrimination in this context is to permit Government censorship.

This case does not present the question of how other provisions of the Lanham Act should be
analyzed under the First Amendment. It is well settled, for instance, that to the extent a trademark is
confusing or misleading the law can protect consumers and trademark owners. See, e.g., FTC v. Winsted
Hosiery Co., 258 U.S. 483, 493 (1922) ("The labels in question are literally false, and . . . palpably so. All
are, as the Commission found, calculated to deceive and do in fact deceive a substantial portion of the
purchasing public”). This case also does not involve laws related to product labeling or otherwise
designed to protect consumers. See Sorrell, supra, at 579 ("[T]he government's legitimate interest in
protecting consumers from commercial harms explains why commercial speech can be subject to greater
governmental regulation than noncommercial speech™ (internal quotation marks omitted)). These
considerations, however, do not alter the speech principles that bar the viewpoint discrimination
embodied in the statutory provision at issue here.

[T]he Court's precedents have recognized just one narrow situation in which viewpoint discrimination
is permissible: where the government itself is speaking or recruiting others to communicate a message on
its behalf. [Citations.] The exception is necessary to allow the government to stake out positions and
pursue policies. [Citation.] But it is also narrow, to prevent the government from claiming that every
government program is exempt from the First Amendment. ...

... The central purpose of trademark registration is to facilitate source identification. To serve that
broad purpose, the Government has provided the benefits of federal registration to millions of marks
identifying every type of product and cause. Registered trademarks do so by means of a wide diversity of
words, symbols, and messages. Whether a mark is disparaging bears no plausible relation to that goal. ...
[O]ur cases are clear that viewpoint discrimination is not permitted where, as here, the Government
"expends funds to encourage a diversity of views from private speakers," Velazquez, supra, at 542, 121 S.
Ct. 1043 (internal quotation marks omitted).

A law that can be directed against speech found offensive to some portion of the public can be turned
against minority and dissenting views to the detriment of all. The First Amendment does not entrust that
power to the government's benevolence. Instead, our reliance must be on the substantial safeguards of free
and open discussion in a democratic society.

For these reasons, | join the Court's opinion in part and concur in the judgment.
JUSTICE THOMAS, CONCURRING IN PART AND CONCURRING IN THE JUDGMENT.

I join the opinion of Justice Alito, except for Part Il. Respondent failed to present his statutory
argument either to the Patent and Trademark Office or to the Court of Appeals, and we declined
respondent's invitation to grant certiorari on this question.

I also write separately because "l continue to believe that when the government seeks to restrict
truthful speech in order to suppress the ideas it conveys, strict scrutiny is appropriate, whether or not the
speech in question may be characterized as ‘commercial.”™ [Citations.]
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TANCU V. BRUNETTI

2019 U.S. LEXIS 4201 (June 24, 2019)

JUSTICE KAGAN delivered the opinion of the Court.

Two Terms ago, in Matal v. Tam, [citation], this Court invalidated the Lanham Act’s bar on the
registration of “disparag[ing]” trademarks. 15 U. S. C. 81052(a). Although split between two non-
majority opinions, all Members of the Court agreed that the provision violated the First Amendment
because it discriminated on the basis of viewpoint. Today we consider a First Amendment challenge to a
neighboring provision of the Act, prohibiting the registration of “immoral[ ] or scandalous” trademarks.
Ibid. We hold that this provision infringes the First Amendment for the same reason: It too disfavors
certain ideas.

Respondent Erik Brunetti is an artist and entrepreneur who founded a clothing line that uses the
trademark FUCT. According to Brunetti, the mark (which functions as the clothing’s brand name) is
pronounced as four letters, one after the other: F-U-C-T. But you might read it differently and, if so, you
would hardly be alone.... That common perception caused difficulties for Brunetti when he tried to
register his mark with the U. S. Patent and Trademark Office (PTO).

This Court first considered a First Amendment challenge to a trademark registration restriction in
Tam... [T]he Court declared unconstitutional the Lanham Act’s ban on registering marks that “disparage”
any “person [ ], living or dead.” §1052(a). The eight-Justice Court divided evenly between two opinions
and could not agree on the overall framework for deciding the case. (In particular, no majority emerged to
resolve whether a Lanham Act bar is a condition on a government benefit or a simple restriction on
speech.) But all the Justices agreed on two propositions. First, if a trademark registration bar is viewpoint-
based, it is unconstitutional. [Citations.] And second, the disparagement bar was viewpoint-based.
[Citations.]

The Justices thus found common ground in a core postulate of free speech law: The government
may not discriminate against speech based on the ideas or opinions it conveys. [Citation]. In Justice
Kennedy’s explanation, the disparagement bar allowed a trademark owner to register a mark if it was
“positive” about a person, but not if it was “derogatory.” [Citation]. That was the “essence of viewpoint
discrimination,” he continued, because “[t]he law thus reflects the Government’s disapproval of a subset
of messages it finds offensive.” [Citation.] Justice Alito emphasized that the statute “denie[d] registration
to any mark” whose disparaging message was “offensive to a substantial percentage of the members of
any group.” [Citation.] The bar thus violated the “bedrock First Amendment principle” that the
government cannot discriminate against “ideas that offend.” [Citation.] Slightly different explanations,
then, but a shared conclusion: Viewpoint discrimination doomed the disparagement bar.

If the “immoral or scandalous” bar similarly discriminates on the basis of viewpoint, it must also
collide with our First Amendment doctrine. The Government does not argue otherwise... [T]he
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Government offers a theory for upholding the bar if it is viewpoint-neutral (essentially, that the bar would
then be a reasonable condition on a government benefit). But the Government agrees that under Tam it
may not “deny registration based on the views expressed” by a mark... So the key question becomes: Is
the “immoral or scandalous” criterion in the Lanham Act viewpoint-neutral or viewpoint-based?

It is viewpoint-based. The meanings of “immoral” and “scandalous” are not mysterious, but
resort to some dictionaries still helps to lay bare the problem. When is expressive material “immoral”?
According to a standard definition, when it is “inconsistent with rectitude, purity, or good morals”;
“wicked”; or “vicious.” Webster’s New International Dictionary 1246 (2d ed. 1949). Or again, when it is
“opposed to or violating morality”; or “morally evil.” Shorter Oxford English Dictionary 961 (3d ed.
1947). So the Lanham Act permits registration of marks that champion society’s sense of rectitude and
morality, but not marks that denigrate those concepts. And when is such material “scandalous”? Says a
typical definition, when it “giv[es] offense to the conscience or moral feelings”; “excite[s] reprobation”;
or “call[s] out condemnation.” Webster’s New International Dictionary, at 2229. Or again, when it is
“shocking to the sense of truth, decency, or propriety”; “disgraceful”; “offensive”; or “disreputable.”
Funk & Wagnalls New Standard Dictionary 2186 (1944). So the Lanham Act allows registration of marks
when their messages accord with, but not when their messages defy, society’s sense of decency or
propriety. Put the pair of overlapping terms together and the statute, on its face, distinguishes between
two opposed sets of ideas: those aligned with conventional moral standards and those hostile to them;
those inducing societal nods of approval and those provoking offense and condemnation. The statute
favors the former, and disfavors the latter. “Love rules”? “Always be good”? Registration follows. “Hate
rules”? “Always be cruel”? Not according to the Lanham Act’s “immoral or scandalous” bar.

The facial viewpoint bias in the law results in viewpoint-discriminatory application. Recall that
the PTO itself describes the “immoral or scandalous” criterion using much the same language as in the
dictionary definitions recited above. The PTO, for example, asks whether the public would view the mark
as “shocking to the sense of truth, decency, or propriety”; “calling out for condemnation”; “offensive”; or
“disreputable.” Using those guideposts, the PTO has refused to register marks communicating “immoral”
or “scandalous” views about (among other things) drug use, religion, and terrorism. But all the while, it
has approved registration of marks expressing more accepted views on the same topics. [Citations.]

Here are some samples. The PTO rejected marks conveying approval of drug use (YOU CAN’T
SPELL HEALTHCARE WITHOUT THC for pain-relief medication, MARIJUANA COLA and KO
KANE for beverages) because it is scandalous to “inappropriately glamoriz[e] drug abuse.” PTO, Office
Action of Aug. 28, 2010, Serial No. 85038867; see Office Action of Dec. 24, 2009, Serial No. 77833964;
Office Action of Nov. 17, 2009, Serial No. 77671304. But at the same time, the PTO registered marks
with such sayings as D.A.R.E. TO RESIST DRUGS AND VIOLENCE and SAY NO TO DRUGS—
REALITY IS THE BEST TRIP IN LIFE. See PTO, Reg. No. 2975163 (July 26, 2005); Reg. No. 2966019
(July 12, 2005). Similarly, the PTO disapproved registration for the mark BONG HITS 4 JESUS because
it “suggests that people should engage in an illegal activity [in connection with] worship” and because
“Christians would be morally outraged by a statement that connects Jesus Christ with illegal drug use.”
Office Action of Mar. 15, 2008, Serial No. 77305946. And the PTO refused to register trademarks
associating religious references with products (AGNUS DEI for safes and MADONNA for wine) because
they would be “offensive to most individuals of the Christian faith” and “shocking to the sense of
propriety.” Ex parte Summit Brass & Bronze Works, 59 USPQ 22, 23 (Dec. Com. Pat. 1943); In re
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Riverbank Canning Co., 95 F. 2d 327, 329, 25 C.C.P.A. 1028, 1938 Dec. Comm'r Pat. 442 (CCPA 1938).
But once again, the PTO approved marks—PRAISE THE LORD for a game and JESUS DIED FOR
YOU on clothing—whose message suggested religious faith rather than blasphemy or irreverence. See
Reg. No. 5265121 (Aug. 15, 2017); Reg. No. 3187985 (Dec. 19, 2006). Finally, the PTO rejected marks
reflecting support for al-Qaeda (BABY AL QAEDA and AL-QAEDA on t-shirts) “because the bombing
of civilians and other terrorist acts are shocking to the sense of decency and call out for condemnation.”
Office Action of Nov. 22, 2004, Serial No. 78444968; see Office Action of Feb. 23, 2005, Serial No.
78400213. Yet it approved registration of a mark with the words WAR ON TERROR MEMORIAL. Reg.
No. 5495362 (Jun. 19, 2018). Of course, all these decisions are understandable. The rejected marks
express opinions that are, at the least, offensive to many Americans. But as the Court made clear in Tam,
a law disfavoring “ideas that offend” discriminates based on viewpoint, in violation of the First
Amendment. [Citation].

... The Government basically asks us to treat decisions like those described above as PTO
examiners’ mistakes. Still more, the Government tells us to ignore how the Lanham Act’s language, on its
face, disfavors some ideas. In urging that course, the Government does not dispute that the statutory
language—and words used to define it—have just that effect. At oral argument, the Government
conceded: “[I]f you just looked at the words like ‘shocking” and ‘offensive’ on their face and gave them
their ordinary meanings[,] they could easily encompass material that was shocking [or offensive] because
it expressed an outrageous point of view or a point of view that most members” of society reject. But no
matter, says the Government, because the statute is “susceptible of” a limiting construction that would
remove this viewpoint bias (arguing that the Court should “attempt to construe [the] statute in a way that
would render it constitutional””). The Government’s idea, abstractly phrased, is to narrow the statutory bar
to “marks that are offensive [or] shocking to a substantial segment of the public because of their mode of
expression, independent of any views that they may express.” More concretely, the Government explains
that this reinterpretation would mostly restrict the PTO to refusing marks that are “vulgar’—meaning
“lewd,” “sexually explicit or profane.” Such a reconfigured bar, the Government says, would not turn on
viewpoint, and so we could uphold it.

But we cannot accept the Government’s proposal, because the statute says something markedly
different. This Court, of course, may interpret “ambiguous statutory language” to *avoid serious
constitutional doubts.” FCC v. Fox Television Stations, Inc., 556 U. S. 502, 516, 129 S. Ct. 1800, 173 L.
Ed. 2d 738 (2009). But that canon of construction applies only when ambiguity exists. ...So even
assuming the Government’s reading would eliminate First Amendment problems, we may adopt it only if
we can see it in the statutory language. And we cannot. The “immoral or scandalous” bar stretches far
beyond the Government’s proposed construction. The statute as written does not draw the line at lewd,
sexually explicit, or profane marks. Nor does it refer only to marks whose “mode of expression,”
independent of viewpoint, is particularly offensive. It covers the universe of immoral or scandalous—or
(to use some PTO synonyms) offensive or disreputable—material. Whether or not lewd or profane.
Whether the scandal and immorality comes from mode or instead from viewpoint. To cut the statute off
where the Government urges is not to interpret the statute Congress enacted, but to fashion a new one.

* We reject the dissent’s statutory surgery for the same reason. Although conceding that the term “immoral” cannot be
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And once the “immoral or scandalous” bar is interpreted fairly, it must be invalidated. [T]he
Government invokes our First Amendment overbreadth doctrine, and asks us to uphold the statute
against facial attack because its unconstitutional applications are not “substantial” relative to “the statute’s
plainly legitimate sweep.” [Citation.] But to begin with, this Court has never applied that kind of analysis
to a viewpoint-discriminatory law. In Tam, for example, we did not pause to consider whether the
disparagement clause might admit some permissible applications (say, to certain libelous speech) before
striking it down. The Court’s finding of viewpoint bias ended the matter. And similarly, it seems unlikely
we would compare permissible and impermissible applications if Congress outright banned “offensive”
(or to use some other examples, “divisive” or “subversive”) speech. Once we have found that a law
“aim[s] at the suppression of” views, why would it matter that Congress could have captured some of the
same speech through a viewpoint-neutral statute? But in any event, the “immoral or scandalous” bar is
substantially overbroad. There are a great many immoral and scandalous ideas in the world (even more
than there are swearwords), and the Lanham Act covers them all. It therefore violates the First
Amendment.

We accordingly affirm the judgment of the Court of Appeals.

[Justice Alito’s concurring opinion, Justice Roberts’ concurring in part and dissenting in part
opinion and Justice Breyer’s separate concurring in part and dissenting in part opinion are omitted. All
nine Justices found the immoral prong unconstitutional. The three partial dissents found that scandalous
marks are subject to a narrowing construction that avoids facial unconstitutionality.]

JUSTICE SOTOMAYOR, with whom Justice Breyer joins, concurring in part and dissenting in part.

The Court’s decision today will beget unfortunate results. With the Lanham Act’s scandalous-
marks provision, 15 U. S. C. §1052(a), struck down as unconstitutional viewpoint discrimination, the
Government will have no statutory basis to refuse (and thus no choice but to begin) registering marks
containing the most vulgar, profane, or obscene words and images imaginable.

The coming rush to register such trademarks—and the Government’s immediate powerlessness to
say no—is eminently avoidable. Rather than read the relevant text as the majority does, it is equally
possible to read that provision’s bar on the registration of “scandalous” marks to address only obscenity,

saved, the dissent thinks that the term “scandalous” can be read as the Government proposes. See post, at 1-2 (Sotomayor, J.,
concurring in part and dissenting in part). But that term is not “ambiguous,” as the dissent argues, post, at 3; it is just broad.
Remember that the dictionaries define it to mean offensive, disreputable, exciting reprobation, and so forth. See supra, at 5-6;
post, at 3 (accepting those definitions). Even if hived off from “immoral” marks, the category of scandalous marks thus includes
both marks that offend by the ideas they convey and marks that offend by their mode of expression. And its coverage of the
former means that it discriminates based on viewpoint. We say nothing at all about a statute that covers only the latter—or, in the
Government’s more concrete description, a statute limited to lewd, sexually explicit, and profane marks. Nor do we say anything
about how to evaluate viewpoint-neutral restrictions on trademark registration, see post, at 14-17—because the “scandalous” bar
(whether or not attached to the “immoral” bar) is not one.
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vulgarity, and profanity. Such a narrowing construction would save that duly enacted legislative text by
rendering it a reasonable, viewpoint-neutral restriction on speech that is permissible in the context of a
beneficial governmental initiative like the trademark-registration system. | would apply that narrowing
construction to the term “scandalous” and accordingly reject petitioner Erik Brunetti’s facial challenge.

It is with regard to the word “scandalous” that I part ways with the majority. Unquestionably,
“scandalous” can mean something similar to “immoral” and thus favor some viewpoints over others. But
it does not have to be read that way. To say that a word or image is “scandalous” can instead mean that it
is simply indecent, shocking, or generally offensive. See Funk & Wagnalls New Standard Dictionary
2186 (1944) (Funk & Wagnalls) (“shocking to the sense of truth, decency, or propriety; disgraceful,
offensive” (emphasis added)); Webster’s New International Dictionary 2229 (1942) (“exciting
reprobation; calling out condemnation”); 9 Oxford English Dictionary 175 (1933) (“Of the nature of, or
causing, a ‘stumbling-block” or occasion of offence”); 8 Century Dictionary and Cyclopedia 5374 (1911)
(Century Dictionary) (“Causing scandal or offense; exciting reproach or reprobation; extremely offensive
to the sense of duty or propriety; shameful; shocking”); see also Webster’s New College Dictionary 1008
(3d ed. 2005) (“shocking or offensive”). That offensiveness could result from the views expressed, but it
could also result from the way in which those views are expressed: using a manner of expression that is
“shocking to [one’s] sense of . . . decency,” Funk & Wagnalls 2186, or “extremely offensive to the sense
of . .. propriety,” 8 Century Dictionary 5374.

The word “scandalous” on its own, then, is ambiguous: It can be read broadly (to cover both
offensive ideas and offensive manners of expressing ideas), or it can be read narrowly (to cover only
offensive modes of expression). That alone raises the possibility that a limiting construction might be
appropriate. But the broader text confirms the reasonableness of the narrower reading, because the word
“scandalous” appears in the statute alongside other words that can, and should, be read to constrain its
scope.

It is foundational “that a statute is to be read as a whole, since the meaning of statutory language,
plain or not, depends on context.” King v. St. Vincent’s Hospital, 502 U. S. 215, 221, 112 S. Ct. 570, 116
L. Ed. 2d 578 (1991) (citation omitted). ““Words are not pebbles in alien juxtaposition; they have only a
communal existence; and not only does the meaning of each interpenetrate the other, but all in their
aggregate take their purport from the setting in which they are used.”” Ibid. (quoting NLRB v. Federbush
Co., 121 F. 2d 954, 957 (CA2 1941) (L. Hand, J.)). Accordingly, and relatedly, courts should, to the
extent possible, read statutes so that “‘no clause, sentence, or word shall be superfluous, void, or
insignificant.”” TRW Inc. v. Andrews, 534 U. S. 19, 31, 122 S. Ct. 441, 151 L. Ed. 2d 339 (2001).

Here, Congress used not only the word *“scandalous,” but also the words “immoral” and
“disparage,” in the same block of statutory text—each as a separate feature that could render a mark
unregistrable. See 81052(a). Tam already decided that “disparage” served to prohibit marks that were
offensive because they derided a particular person or group. [Citation.] That defines one of the three
words. Meanwhile, as the majority explains, the word “immoral” prohibits marks that are offensive
because they transgress widely held moral beliefs. That defines a second of the three words.
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With marks that are offensive because they are disparaging and marks that are offensive because
they are immoral already covered, what work did Congress intend for “scandalous” to do? A logical
answer is that Congress meant for “scandalous” to target a third and distinct type of offensiveness:
offensiveness in the mode of communication rather than the idea. The other two words cover marks that
are offensive because of the ideas they express; the “scandalous” clause covers marks that are offensive
because of the mode of expression, apart from any particular message or idea.

The text of 81052... is a grab bag: It bars the registration of marks featuring “immoral, deceptive,
or scandalous matter,” as well as, inter alia, disparaging marks, flags, insignias, mislabeled wines, and
deceased Presidents. See §81052(a)-(e). This is not, in other words, a situation in which Congress was
simply being “verbos[e] and proli[x],” Bruesewitz v. Wyeth LLC, 562 U. S. 223, 236, 131 S. Ct. 1068, 179
L. Ed. 2d 1 (2011), using two synonyms in rapid-fire succession when one would have done fine. Instead,
“scandalous” and “immoral” are separated by an unrelated word (“deceptive”) and mixed in with a
lengthy series of other, unrelated concepts. The two therefore need not be interpreted as mutually
reinforcing under the Court’s precedents. [Citation.]

For that reason, while the majority offers a reasonable reading of “scandalous,” it also
unnecessarily and ill-advisedly collapses the words *“scandalous” and “immoral.” Instead, it should treat
them as each holding a distinct, nonredundant meaning, with “immoral” covering marks that are offensive
because they transgress social norms, and “scandalous” covering marks that are offensive because of the
mode in which they are expressed.

What would it mean for “scandalous” in §1052(a) to cover only offensive modes of expression?
The most obvious ways—indeed, perhaps the only conceivable ways—in which a trademark can be
expressed in a shocking or offensive manner are when the speaker employs obscenity, vulgarity, or
profanity. Obscenity has long been defined by this Court’s decision in Miller v. California, 413 U. S. 15,
93 S. Ct. 2607, 37 L. Ed. 2d 419 (1973). [Citation.] As for what constitutes “scandalous” vulgarity or
profanity, 1 do not offer a list, but | do interpret the term to allow the PTO to restrict (and potentially
promulgate guidance to clarify) the small group of lewd words or “swear” words that cause a visceral
reaction, that are not commonly used around children, and that are prohibited in comparable settings. Cf.
18 U. S. C. 81464 (prohibiting “obscene, indecent, or profane language” in radio communications); FCC
v. Pacifica Foundation, 438 U. S. 726, 746, 98 S. Ct. 3026, 57 L. Ed. 2d 1073, and n. 22 (1978) (opinion
of Stevens, J.) (regulator’s objection to a monologue containing various “four-letter words” was not to its
“point of view, but to the way in which it [wa]s expressed”); 46 CFR 867.117(b)(3) (2018) (Coast Guard
regulation prohibiting vessel names that “contain” or are “phonetically identical to obscene, indecent, or
profane language, or to racial or ethnic epithets”); see also Jacobs, The Public Sensibilities Forum, 95
Nw. U. L. Rev. 1357, 1416-1417, and n. 432 (2001) (noting that “swear words” are “perhaps more than
any other categor[y] capable of specific articulation” and citing one state agency’s list). Of course,
“scandalous” offers its own limiting principle: if a word, though not exactly polite, cannot be said to be
“scandalous”—e.g., “shocking” or “extremely offensive,” 8 Century Dictionary 5374—it is clearly not
the kind of vulgarity or profanity that Congress intended to target. Everyone can think of a small number
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of words (including the apparent homonym of Brunetti’s mark) that would, however, plainly qualify. °

Freedom of speech is a cornerstone of our society, and the First Amendment protects Brunetti’s
right to use words like the one at issue here. The Government need not, however, be forced to confer on
Brunetti’s trademark (and some more extreme) the ancillary benefit of trademark registration, when
“scandalous” in §1052(a) can reasonably be read to bar the registration of only those marks that are
obscene, vulgar, or profane. Though I concur as to the unconstitutionality of the term “immoral” in
81052(a), | respectfully dissent as to the term “scandalous” in the same statute and would instead uphold
it under the narrow construction discussed here.

Note: Implications of Matal v. Tam and Iancu v. Brunetti?

The Supreme Court’s Tam decision clearly finds that the disparagement clause of Section 2(a)
violates the First Amendment’s protection of free speech. All eight Justices who participated in the
decision (Justice Gorsuch did not participate) agreed with that result, albeit via different paths.

The Justices agreed that trademarks do not come within the government speech exception but
disagreed whether strict scrutiny or intermediate scrutiny should apply. Justice Alito’s opinion in Part 1V,
joined by three other Justices, finds that it does not matter because the disparagement clause fails both
tests. Justice Kennedy’s concurring opinion, also joined by three other Justices, contends that a rigorous
level of scrutiny is warranted whether or not trademarks are categorized as commercial speech because
the disparagement provision engages in viewpoint discrimination. Justice Thomas, although joining all
parts of Justice Alito’s opinion except for Part Il, separately states that strict scrutiny is warranted “when
the government seeks to restrict truthful speech in order to suppress the ideas it conveys ... whether or not
the speech in question may be characterized as ‘commercial’”. Does this mean he agreed with Justice
Kennedy’s determination that rigorous scrutiny applies even though Justice Thomas joined Part 1V of
Justice Alito’s opinion? Why or why not?

The Tam decision had an immediate impact on the long-running battle between Native American
groups and Pro Football, Inc., owner of REDSKINS registrations covering the Washington Redskins’
football services and related merchandise. The more recent attempt to cancel the REDSKINS
registrations as disparaging to Native Americans had been successful, both at the TTAB and at the district
court levels, the latter of which upheld the constitutionality of the clause. See Blackhorse v. Pro-Football,
Inc., 112 F. Supp. 3d 439 (E.D. Va. 2015). On appeal, the Fourth Circuit stayed decision pending the
Supreme Court’s decision in Tam. After the decision, both the Native American challengers and the
Department of Justice admitted defeat in light of 7am in letters addressed to the Fourth Circuit.

5. There is at least one particularly egregious racial epithet that would fit this description as well. While Matal v. Tam, 582
U.S. _ , 137 S. Ct. 1744, 198 L. Ed. 2d 366 (2017), removed a statutory basis to deny the registration of racial epithets in
general, the Government represented at oral argument that it is holding in abeyance trademark applications that use that particular
epithet. As a result of today’s ruling, the Government will now presumably be compelled to register marks containing that epithet
as well rather than treating it as a “scandalous” form of profanity under §1052(a).
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The Tam decision also had an immediate impact on USPTO practice.... After Tam, in
Examination Guide 1-17, the USPTO states that disparagement is no longer a valid ground to deny
registration and that:

Applications that received an advisory refusal under the disparagement provision and
were suspended ... will be removed from suspension and examined for any other
requirements or refusals. If an application was previously abandoned after being refused
registration under the disparagement provision, and is beyond the deadline for filing a
petition to revive, a new application may be filed.

https://cdn2.hubspot.net/hubfs/454850/Exam%20quide%2001-17-1.pdf. The USPTO’s treatment of
immoral and scandalous marks is likely to be similar to that afforded to disparaging marks in view of
Brunetti. Do you agree with Justice Sotomayor’s fear that there will be a gold rush at the USPTO to
register obscene, vulgar and profane marks? If a majority had agreed with the limiting interpretation of
the dissenters, could an argument be made that some hate speech that disparages a group might fall within
one of those categories?

Prior to the Supreme Court’s decision in Tam, Professor Rebecca Tushnet contended that section
2(a) is generally constitutional as set forth below:

I conclude that 82(a) is generally constitutional as a government determination about
what speech it is willing to approve, if not endorse. If the Supreme Court disagrees, it
will face a difficult job distinguishing other aspects of trademark law. And these
difficulties signal a greater problem: the Court has lost touch with the reasons that some
content-based distinctions might deserve special scrutiny. Often, perfectly sensible and
by no means censorious regulations that depend on identifying the semantic content of
speech would fall afoul of a real application of heightened scrutiny, to no good end.

Rebecca Tushnet, The First Amendment Walks into a Bar: Trademark Regulation and Free Speech, 92
Notre Dame L. Rev. 381 (2016).

Now that Tam and Brunetti have declared the disparaging, scandalous and immoral prongs
unconstitutional, consider the constitutionality of other bars to registration when encountering them later
in this Chapter. For example, section 2(c) prohibits registration of “a name, portrait or signature
identifying a particular living individual [without consent]” or of “a deceased president of the United
States, during the life of his widow [without consent of the widow].” Does this provision suppress
expressive speech? What if the individuals are public figures? If Nancy Reagan were still alive, could
someone be barred from registering RONALD REAGAN SUCKS for baby bottles? Would this now pass
constitutional muster?

Also consider in later chapters whether other statutory provisions present constitutional issues.
For example, the tarnishment and blurring prongs of dilution discussed in Chapter 9 protect famous marks
even without a finding of likelihood of confusion. If, for instance, CHARBUCKS for coffee were found
to dilute the STARBUCKS mark either because it tarnishes or blurs the distinctiveness of that mark,
should that raise a constitutional issue? Cf. Starbucks Corp. v. Wolfe’s Borough Coffee, Inc., casebook,
Chapter 9.B. Was Professor Tushnet correct to raise concerns about “a real application of heightened
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scrutiny, to no good end”? Should Justice Kagan’s opinion for the majority in Brunetti, which focused
solely on viewpoint discrimination, alleviate Professor Tushnet’s concerns expressed above? See Rebecca
Tushnet’s 43(B)log, “The Supreme Court and the Tone Argument (lancu v. Brunetti) June 25, 2019,
https://tushnet.blogspot.com/2019/06/the-supreme-court-and-tone-argument.html.

Questions

1. Was the Brunetti majority opinion correct in refusing to narrow interpretation of the
scandalous prong to encompass only profanity, vulgarity and obscenity in the mode of expression as
Justice Sotomayor’s dissenting opinion would have done? Would Congress be free to enact this more
limited measure?

2. Professors Beebe and Fromer analyzed treatment of scandalous and immoral marks by PTO
Examiners from 2003 through 2015 and concluded that application of the bars was inconsistent and
arbitrary. 8 NYU J. Intellectual Property and Entertainment Law (Spring 2019). The authors highlighted
114 applications that received both a scandalous or immoral refusal and a 2(d) refusal based on an
existing registration that was considered confusingly similar to the applied-for marks. For example, MILF
SEEKER for online entertainment services was refused as scandalous and immoral and as confusingly
similar to MILFHUNTER that was registered for the same services. The article also points to over 700
applications that did not receive a refusal even though the mark matched an existing mark that did. This
data was presented to the Supreme Court in Brunetti as the co-authors had submitted an amicus brief in
favor of the respondent. If Congress enacted a more limited statute as set forth by the dissenters, could
Examiners be expected to be more consistent and less arbitrary? Would it be preferable to permit such a
bar to registration to be asserted only in opposition or cancellation proceedings brought by third parties at
the TTAB similar to likelihood of dilution (as specified in section 2(f))?

3. Recall the discussion in Chapter 2.A.1.a in the casebook and supra, this Supplement,
concerning slogans. Once Brunetti’s application is published for opposition, could a competitor assert that
Brunetti’s “mark” is a varied spelling of a common saying that consumers would not perceive as a mark
and thus that it is not protectable? The Beebe and Fromer article in Question 2 documents the existence of
registrations that are similar to Brunetti’s for similar goods. Could one of those registrants assert a 2(d)
claim in an opposition?

4. Is viewpoint discrimination in favor of decorum more or less acceptable than viewpoint
discrimination in favor of tolerance and civility? After Tam, must the PTO register the gamut of marks
expressing all forms of hate speech? What difference, if any, might it make if the denigrating mark were
a collective or certification mark?

b. Deceptive Terms
Page 236. Insert Question S.

5. CANINE CAVIAR for animal foodstuffs, pet foods and edible pet treats. Evidence submitted
by Examiner showed that caviar means fish roe and that at least one U.S. pet food and a couple of UK pet
foods include caviar. Applicant’s experts indicated that an alternative meaning of caviar is the best of its
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kind and that caviar is practically non-existent as a pet food ingredient in the U.S. See In re Canine Pet
Foods, Inc., 126 U.S.P.Q.2d 1590 (T.T.A.B. 2018).

2. Sections 2(b) and 2(c) of the Lanham Act

Page 245. Insert Question 3.

3. The middle name of Opposer’s founder is Manikchand. Opposer filed an opposition under
Section 2(c) against registration of the mark MANIKCHAND for snuff on the ground that it is the name
of a living individual. At the time the opposition was filed, Opposer’s founder was alive. However, the
founder died before the trial. Does Opposer still have a cognizable claim? Would it have been prudent
also to oppose on the ground of false suggestion of a connection under Section 2(a)? See M/S R.M.
Shariwal (HUF) 100% EOU v. Sarda King Ltd., 2019 TTAB LEXIS 95 (April 26, 2019).

3. Section 2(d) of the Lanham Act: Likely Confusion
Page 254. Add the following cases after Coach.

Omaha Steaks Int’l v. Greater Omaha Packing Co., 908 F.3d 1315 (Fed. Cir. 2018). The
court vacated and remanded the TTAB’s finding of no likelihood of confusion between Opposer’s
OMAHA STEAKS marks for meats and Applicant’s GREATER OMAHA PROVIDING THE HIGHEST
QUALITY BEEF and Design for meat, in part due to errors the Board made in assessing the DuPont
factor of fame. The Board reasoned that Opposer failed to contextualize its evidence of sales, advertising
and promotion. The court found that this was error and noted:

The Board misreads Bose. The Board interpreted Bose to require evidence of resulting
"market share." Our holding was not so narrow. Market share is but one way of
contextualizing ad expenditures or sales figures. See Bose, 293 F.3d at 1375 ("The Board
suggested that one form of such context would be the substantiality of the sales or
advertising figures for comparable types of products.”). Though Bose expressly approves
of using market share, it does not require it. See id. (discussing other contextual evidence
such as “general reputation” of marked product).

Bose simply concluded that in light of modern advertising, "raw numbers alone in today's
world may be misleading." Id. (emphasis added). Bose explained that understanding the
type of advertising was key to contextualizing the numbers to arrive at a proper
understanding of whether customers would recognize the mark. For example, "a 30-
second spot commercial shown during a Super Bow! football game may cost a vast sum,
but the expenditure may have little if any impact on how the public reacts to the
commercial message.” Id. At the other end of the spectrum, "handbills passed at little cost
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to millions of consumers (for example, to New Yorkers exiting subway stations) may
amount to the kind of advertising that is probative of consumer recognition of a mark."”
1d.

Here, as the Board's own factual findings confirm, Omaha Steaks provided considerable
contextual evidence of the type of advertisements and promotions it uses to gain sales.
Specifically, Omaha Steaks senior vice president of sales and marketing, Mr. Simon,
testified that it markets and sells its Omaha Steaks' products via:

* catalog and direct mail, a daily blast email, customer calls, and on
social media platforms, including Twitter, Instagram, Pinterest, and
Facebook, where it has over 300,000 followers.

* a direct mail advertising program operating on a rotating basis with
about 2 million customers that are solicited throughout the year.

» national radio and television campaigns, free-standing print campaigns,
and mention in national magazines, including Time, Newsweek, Playboy,
and PC Magazine, and newspapers, including US4 Today, the Wall
Street Journal, the New York Times, and the LA Times.

» TV promotions of goods and services under the Omaha Steaks mark on
the following TV shows: "Fox & Friends,” "Hell's Kitchen," "Celebrity
Apprentice,” and "The View."

» features of Omaha Steaks products on "The Oprah Winfrey Show,"
"The Ellen DeGeneres Show,"” "Food Factory,” "Unwrapped,” and
"Military Makeover."

* unsolicited movie and TV allusions to Omaha Steaks. See, e.g., J.A.
38 (discussing mentions in "Dodgeball,” "Flipper,” "The West Wing,"
"Seinfeld,” "The George Lopez Show," and "Dennis Miller Live")).

* seventy-five stores in twenty-five states, including New York, Illinois,
Florida, Georgia, Ohio, Kentucky, Missouri, Nebraska, California,
Colorado, Nevada, Arizona, Texas, Pennsylvania, and New Jersey, as
well as two kiosks at the Omaha airport.

 appearances of Omaha Steaks' kiosks in nationally released films,
including "Up in the Air" and "About Schmidt

The Board's fact-findings above confirm that due to Omaha Steaks' sales and marketing
efforts, the consuming public has been regularly exposed to Omaha Steaks' marks on a
nationwide scale. Based on this undisputed record, the Board's conclusion that Omaha
Steaks did not provide any context for its "raw" sales figures and ad expenditures lacks
substantial evidence.

Relatedly, GOP also appears to argue that Omaha Steaks' evidence of fame should be
disregarded because the record does not include copies of the underlying advertisements.
The Board emphasized that Omaha Steaks "provided no examples of its advertising
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content showing how the OMAHA STEAKS marks are used across the various
referenced media, or any other evidence corroborating Plaintiff's testimony. In the
Board's view, such evidence was necessary to understand whether the marks were "being
displayed in a manner that leads to widespread recognition.” /d.

In Bose, such granular detail was necessary given the nature of the marks. Specifically,
there was a dispute as to whether the Bose marks at issue—ACOUSTIC WAVE and
WAVE—were well-recognized as freestanding marks, or depended on the fame of the
already famous BOSE "house mark" in the same ads. Bose, 293 F.3d at 1374-75. In turn,
that case demanded a careful examination of the ads' content. /d. at 1375 ("In this case,
the sales and advertising numbers for ACOUSTIC WAVE and WAVE have to be seen
both in the context of how the products are presented in the advertising and sales material
(here with sufficient independence from the famous house mark) and in the context of the
continuous and extensive critical consideration the marked products have enjoyed.").

Here, the need to comb through the content of the ad to parse out the level of recognition
attributable to a freestanding mark is not present. It is undisputed that the tradename
"Omaha Steaks" and related uses in its marks are what is being promoted, not a separate
brand merely associated with its house mark. As counsel for Omaha Steaks pointed out
during oral argument—and GOP did not dispute—every registered mark submitted here
includes the phrase "Omaha Steaks."

In light of the direct overlap between the company's name and its marks, it is undisputed
that an Omaha Steaks ad involved either its registered tradename, "OMAHA STEAKS,"
or one of its registered trademarks displaying that name. Indeed, in several instances, the
Board's own findings also expressly describe the use of an Omaha Steaks trademark in
promotional appearances on national television and in major public venues. See, e.g., J.A.
37 ("Todd Simon has personally promoted Plaintiff's goods and services under the
Omaha Steaks mark on the following television shows: 'Fox & Friends,' 'Hell's Kitchen,'
'Celebrity Apprentice' and "The View." (emphasis added)); J.A. 38 ("Omaha Steaks'
goods and services are promoted under the Omaha Steaks mark through concessions, and
some signage, at venues in Omaha, e.g., the CenturyLink Center arena, TD Ameritrade
Park, Ralston arena, Storm Chasers Stadium and the Omaha Henry Doorly Zoo."
(emphasis added)).

In re Guild Mortg. Co., 912 F.3d 1376 (Fed. Cir. 2019). The appellate court vacated the

TTAB’s finding of likelihood of confusion between GUILD MORTGAGE COMPANY and Design for
mortgage banking services and GUILD INVESTMENT MANAGEMENT for investment advisory
services and remanded the proceedings. The court faulted the Board for failing to consider the eighth
DuPont factor, i.e. the “length of time and conditions under which there has been concurrent use without
evidence of actual confusion.” Applicant had put in evidence and made arguments that there was 40 years
of concurrent use and that applicant was unaware of any confusion. The court, without deciding the
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likelihood of confusion issue, said it was error not to address evidence and arguments involving one of
the DuPont factors:

In every case turning on likelihood of confusion, it is the duty of the examiner, the Board
and this court to find, upon consideration of all the evidence, whether or not confusion
appears likely." DuPont, 476 F.2d at 1362 (emphasis in original). "In discharging this
duty, the thirteen DuPont factors 'must be considered' ‘when [they] are of record." In re
Dixie Rests., Inc., 105 F.3d 1405, 1406 (Fed. Cir. 1997) (quoting DuPont, 476 F.2d at
1361). This is true even though "not all of the DuPont factors are relevant or of similar
weight in every case." Id. at 1406; see also Hewlett-Packard Co. v. Packard Press, Inc.,
281 F.3d 1261, 1265 (Fed. Cir. 2002) (noting the likelihood of confusion analysis
"considers all DuPont factors for which there is evidence of record" but may focus on
dispositive factors).

The Board erred by failing to address Guild's argument and evidence related to DuPont
factor 8, ... In response to the examiner's refusal to register Guild's mark on the basis of
likelihood of confusion, Guild argued that it and Registrant have coexisted in business for
over 40 years without any evidence of actual confusion. Guild attached the declaration of
Mary Ann McGarry, its President and CEO, who stated that

Guild is not aware of any instances of actual confusion, or of any
evidence to indicate that actual confusion has ever existed between
Guild's use of the mark "GUILD MORTGAGE COMPANY" and the
mark "GUILD INVESTMENT MANAGEMENT," or any other mark
incorporating the term "Guild." Guild has never received any
communication from Guild Investment Management, Inc., or from any
third party contending that Guild's use of its mark has infringed upon
Guild Investment Management Inc[.]'s mark, or has caused confusion
with regard to any other business which uses or incorporates the word
"Guild" in its mark, in any way. Guild has no knowledge of ever
receiving any inquiries from consumers regarding investment
management services of any kind. Guild has never received any
communication from consumers or any third party inquiring as to
whether Guild was in any way affiliated with Guild Investment
Management, Inc.

The PTO responds that the Board properly need not credit this argument because in ex
parte registration proceedings, the "uncorroborated statements of no known instances of
actual confusion” of the only party involved in the case are "of little evidentiary value.”
42 (quoting In re Majestic Distilling Co., 315 F.3d 1311, 1317 (Fed. Cir. 2003)). And
during oral argument, the PTO argued that evidence related to DuPont factor 8 was
"irrelevant.” But these proclamations to dismiss Guild's evidence out of hand sweep too
broadly. DuPont factor 7 considers the "nature and extent of any actual confusion.”
DuPont factor 8 considers the "length of time during and conditions under which there
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has been concurrent use without evidence of actual confusion.” In Majestic Distilling,
this court held, "[w]ith regard to the seventh DuPont factor, we agree with the Board that
Majestic's uncorroborated statements of no known instances of actual confusion are of
little evidentiary value." 315 F.3d at 1317. The Majestic Distilling court did not extend
this holding to the eighth factor, which it termed one of Majestic's "principal
challenge[s]." Zd. The court considered evidence that the marks were used concurrently
for 16 years without creating confusion. /d. Such evidence weighs against a likelihood of
confusion, but must then be balanced against the other evidence of record. The Majestic
Distilling court held that while "Majestic's principal arguments are not without merit, . . .
we find the balance in this case tilts towards a likelihood of confusion." /d. at 1319.

In this case, although Guild did not submit declarations from the owner of the registered
mark or other parties testifying as to the absence of actual confusion, Guild nonetheless
presented evidence of concurrent use of the two marks for a particularly long period of
time—over 40 years—in which the two businesses operated in the same geographic
market—southern California—without any evidence of actual confusion. Further, the
Board has found that Guild's and Registrant's services are similar and move in the same
channels of trade, which is relevant when assessing whether the absence of actual
confusion is indicative of the likelihood of confusion. The Board erred in its analysis by
failing to consider this evidence and argument as to factor 8. Because this evidence
weighs in favor of no likelihood of confusion, we do not deem the Board's error harmless.
We make no assessment as to the evidentiary weight that should be given to Guild's
CEO's declaration and simply hold that it was error to not consider it. We leave it to the
Board to reconsider its likelihood of confusion determination in the first instance in light
of all the evidence.

Page 262. Add Editors’ Note after B&B Hardware

Editors’ Note: The long-running B&B Hardware saga may finally have come to an end with the Eighth
Circuit’s latest opinion in which it affirmed the district court’s judgment in favor of defendant Hargis
based on the jury’s finding that B&B committed fraud when it submitted its affidavit of incontestability in
support of its registration on which it had relied to assert secondary meaning in its mark. The
incontestability status of that registration was the basis for re-asserting infringement claims. As there was
no other intervening factual change that would permit B&B to re-assert such claims, the court affirmed
that B&B Hardware was barred by collateral estoppel. B&B Hardware, Inc. v. Hargis Indus., 912 F.3d
445 (8™ Cir. 2018).

Page 262. Add Questions 4 and S after Question 3

4. Opposer’s Cesari’s LIANO was an Italian red sangiovese/cabernet sauvignon wine;
applicant’s LIANA was a Napa Valley late harvest dessert wine that sold at a much higher price point
than opposer’s wine. Both parties’ respective registration and application, however, covered simply
“wines” rather than describing specific types or channels of trade. The TTAB found LIANA for wine
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confusingly similar to LIANO for wine as a matter of law by comparing the marks and goods set forth in
the parties’ respective application and registration, reasoning:

opposer's pleaded mark LIANO and applicant's mark LIANA, are almost identical. The
sole distinction between the two marks is the last letter, which is insufficient to
distinguish the marks’ high degree of similarity.

With regard to the goods of the pleaded registration and involved application, there is no
genuine issue that the parties’ goods are identical. Applicant's assertion that its wine is
distinguishable because it is a dessert wine is unpersuasive. [Citation.] Here, neither
opposer's pleaded registration nor the involved application has restrictions as to the
channels of trade or purchasers.

Cesari S.r.l. v. Peju Province, Opp. No. 91158373 (July 20, 2004). Over a decade later, the Southern
District of New York granted summary judgment to Cesari with respect to the Peju Province defendant on
the basis of issue preclusion:

Defendants ... argue that their actual marketplace usage of LIANA is materially different
from that which the TTAB adjudicated [which] ... is limited to: wines from grapes grown
in Northern California, wines purchased by sophisticated customers; new world wines;
wines priced between $40 and $60 a bottle; and wines sold on specific websites and at
specific wineries.

Defendants' argument is a distinction without a difference... The specific trade channels
and classes of consumers that purportedly characterize the LIANA mark's usage are
among the "reasonable trade channels™ and "usual classes of consumers” the TTAB
considered. In other words, the marketplace usage the TTAB considered, wines, entirely
encompasses the narrower usages defendants proffer in this litigation. Wines purchased
by sophisticated consumers, after all, are still wines. Because defendants have not offered
any evidence that LIANA is used with respect to goods other than wines (bicycles or
soda, for instance), there are no "non-disclosed" usages that might necessitate a
successive adjudication. See B&B Hardware, 135 S. Ct. at 1307-08.

Is this a proper application of B&B Hardware? Consider Justice Ginsburg’s concurring opinion
in the casebook, Ch.4.C.3. Consider also the cases in Chapter 6 on confusing similarity of wine
trademarks.

5. Since the mid-1990’s, Marshall Mathers 111, the well-known musical artist Eminem, has used

EMIN3IM

the following stylization for his name featuring a backward second letter “E” in

connection with his performances and apparel. He has also used the backward “E” alone shown here
since 2000 for the same goods and services. On July 17, 2018, he filed an ITU application to register the

stylized mark 313 for a broad range of apparel. Three Thirteen Licensing owns a 2010 registration
for the standard character word mark THREE THIRTEEN for a broad range of apparel, some of which
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items are identical to those covered in the new application for Eminem. Three Thirteen filed an
opposition, asserting likelihood of confusion under 2(d). How should the Board rule? See Opposition No.

91242434.
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5. Section 2(e)(4) of the Lanham Act: Surnames and Other Issues

Schlafly v.

St. Louis Brewery, LLC, 909 F.3d 420 (Fed. Cir. 2018). A showing of secondary
meaning is required when a mark is merely a surname. Here, the political activist Phyllis Schlafly and
Dr. Bruce Schlafly opposed registration of the word mark SCHLAFLY for beer on the ground that it was
merely a surname that was in fact associated with the well-known Phyllis Schlafly and that secondary
meaning had not been proven because no survey evidence had been submitted. The Federal Circuit
rejected this argument and found that the evidence of secondary meaning submitted by Applicant was

sufficient without a survey.

Section 2.41 of Title 37 of the Code of Federal Regulations in relevant part, provides that

the following types of evidence may be considered to show secondary meaning:

(1) Ownership of prior registration(s). In appropriate cases, ownership

(2)

(3)

of one or more active prior registrations on the Principal Register or
under the Trademark Act of 1905 of the same mark may be accepted
as prima facie evidence of distinctiveness if the goods or services are
sufficiently similar to the goods or services in the application;
however, further evidence may be required.

Five years substantially exclusive and continuous use in commerce.
In appropriate cases, if a trademark or service mark is said to have
become distinctive of the applicant's goods or services by reason of
the applicant's substantially exclusive and continuous use of the mark
in commerce for the five years before the date on which the claim of
distinctiveness is made, a showing by way of verified statements in
the application may be accepted as prima facie evidence of
distinctiveness; however, further evidence may be required.

Other evidence. In appropriate cases, where the applicant claims that
a mark has become distinctive in commerce of the applicant's goods
or services, the applicant may, in support of registrability, submit
with the application, or in response to a request for evidence or to a
refusal to register, verified statements, depositions, or other
appropriate evidence showing duration, extent, and nature of the use
in commerce and advertising expenditures in connection therewith
(identifying types of media and attaching typical advertisements),
and verified statements, letters or statements from the trade or public,
or both, or other appropriate evidence of distinctiveness.
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37 C.F.R. § 2.41(a).

SLB presented all three types of evidence to the Board, and the Board evaluated fifteen
different forms of evidence in reaching its conclusion. These included evidence of the
commercial success of SCHLAFLY-branded beer through sales at restaurants and large
retailers, evidence of sales of over seventy-five million servings of SCHLAFLY-branded
beer between 2009 and 2014, and media coverage in local and national media outlets,
including USA Today, The Washington Post, and The Wall Street Journal. In addition,
SLB demonstrated more than twenty-five years of continuous use of the SCHLAFLY
mark. The Board also found direct evidence, in the form of press notices which were
"direct evidence of third-party perceptions of the mark." The Board and courts have
recognized that both direct and circumstantial evidence may show secondary meaning.
See Yamaha Intern. Corp. v. Hoshino Gakki Co., Ltd., 840 F.2d 1572, 1583, (Fed. Cir.
1988) ("[A]bsence of consumer surveys need not preclude a finding of acquired
distinctiveness. . . . To prove distinctiveness under 15 U.S.C. § 1052(f), applicants may
submit any appropriate evidence tending to show that the mark distinguishes [applicant's]
goods.") (internal quotation marks omitted).?

6. Section 2(e)(5) of the Lanham Act: Functionality

Page 291. Renumber Question as 1 and insert Question 2.

2. Illinois Tool owns three registrations for colored stripes across the top of plastic storage bags,
flexible reclosable faster strips and reclosable film tubing and plastic film sheeting. The drawings of the
three marks are shown below:

Poly-American petitioned to cancel the registrations on ground that the product design features are
functional. Illinois Tool also had owned an expired patent, claim 6 of which is set forth below:

2. See also Herman Miller, Inc. v. Palazzetti Imports and Exports, Inc., 270 F.3d 298, 315, (6th Cir. 2001) (“[Clonsumer
surveys, while helpful, are not a prerequisite to establishing secondary meaning."); see 2 McCarthy on Trademarks and Unfair
Competition § 15:30 ("Survey data is direct evidence of secondary meaning. But survey evidence is not required. Secondary
meaning can be, and most often is, proven by circumstantial evidence.").
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6. A flexible closure comprising a pair of flexible closure strips each having a web
portion and a marginal portion integral therewith, the marginal portions having
interlocking rib and groove elements extending there along and forming a lock between
the marginal portions when engaged, ...and a separating flange on the marginal portion
of at least one of said strips for separating the strips and the rib and groove elements and
disengaging the lock, said flange being colored differently than the strips to facilitate
identification of the flange and assist in separation of the strips.

One of the expired patent’s drawings is reproduced below:

—
|

Illinois Tool contends that 50 years of use convinced the inventor that there had never been any
functionality to its color line trademarks. How should the Board rule? See Poly-America, L.P. v. lllinois
Tool Works Inc., 124 U.S.P.Q.2d 1508 (T.T.A.B. 2017), on appeal to the Northern District of Texas, Civ.
Action No. 3:18-cv-443.
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CHAPTER 5: LOSS OF TRADEMARK RIGHTS

A. Genericism
1. Development of the Standard

Page 299. Add new Question 3:

3. Recall the CHEERIOS trademark claim that was rejected by the TTAB in In re General Mills
IP Holdings 1I, LLC, 124 U.S.P.Q.2d 1016 (T.T.A.B. 2017), this Supplement, supra, Chapter 2.A.1. The
Board in that case held that the yellow cereal box did not function as a mark, partly based on the fact that
“the breakfast cereal marketplace is awash in brightly colored” yellow packages. Could General Mills
have taken any action previously that would have changed this result? Would the Bayer Co. v. United
Drug Co. decision, which found ASPIRIN generic for consumers, have offered any helpful guidance?

Page 304. Elliott v. Google, Inc. was affirmed. 856 F.3d 1225 (9th Cir. 2017).

2. Implementing the Standard: Survey Evidence

Page 312. Add the following excerpt at the end of the Princeton Vanguard excerpts:

On remand the Board again reached the conclusion that PRETZEL CRISPS is generic. Frito-
Lay North America, Inc. v. Princeton Vanguard LLC, 124 U.S.P.Q.2d 1184 (T.T.A.B. 2017). This
time the Board thoroughly analyzed the Teflon surveys of both sides described in its initial opinion and
found that both suffered from flaws that would lessen their probative value, including plaintiff’s survey’s
failure to administer a prior mini-test to screen eligible survey respondents and defendant’s survey’s use
of WHEAT THINS as an example of a brand name in explaining the difference between a brand and a
common name. The Board ultimately disregarded both surveys because it concluded that the Teflon-
format survey is only appropriate when testing whether a term that was initially a mark had become
generic.

...We note, in this regard, that several such “sister circuits” have found Teflon
surveys to be unpersuasive when used outside the specific context of genericide, i.e.,
testing to see whether a term that may once have been a mark has become generic.
Specifically, where, as here, one party claims to have exclusive rights in a term that was
not previously controlled by that party as a coined term, courts have found that Teflon
surveys are ineffective at determining the true weight of public perception. See Hunt
Masters, Inc. v. Landry’s Seafood Restaurant, Inc. 240 F.3d 251, 255, 57 USPQ2d 1884,
1886 (4th Cir. 2001) (“Hunt does not claim to have first coined the term ‘crab house.’
Therefore, it is not necessary to determine whether the term has become generic through
common use, rendering Hunt’s customer survey irrelevant.”); Miller Brewing Co. v. Jos.
Schlitz Brewing Co., 605 F.2d 990, 203 USPQ 642, 647 (7th Cir. 1979) (“When Judge
Learned Hand said that whether a word is generic depends on what ‘buyers understand by
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the word,” . . . he was referring to a coined word for a commercial product that was
alleged to have become generic through common usage. He was not suggesting that the
meaning of a familiar, basic word in the English vocabulary can depend on associations
the word brings to consumers as a result of advertising.”); Schwan’s IP, LLC v. Kraft
Pizza Co., 460 F.3d 971, 79 USPQ2d 1790, 1794 (8th Cir. 2006) (citing Hunt Masters
and Schlitz) (finding that district court did not err in failing to consider survey in
genericness analysis, since this was a situation where term was “commonly used before
either party began labeling their frozen pizzas with the term”); see also National
Nonwovens, Inc. v. Consumer Products Enterprises, Inc., 397 F.Supp.2d 245, 78
USPQ2d 1526, 1533 (D. Mass. 2005) (citing Hunt Masters) (in ruling for defendant on
summary judgment and finding plaintiff’s asserted mark to be generic, court found
survey by plaintiff at trial would be “unnecessary” since plaintiff’s asserted mark was not
a coined term).

...Defendant cites a district court case that criticizes the position. In Primary
Childrens’ Med. Ctr. Found. v. Scentsy, Inc., 104 USPQ2d 1124, 1127 (D. Utah 2012),
the court found that the plaintiff’s mark FESTIVAL OF TREES for a holiday fundraiser
was arbitrary. Nevertheless, the court further found that there were hundreds of other
similar uses by other organizations. Thus, the court noted that to the extent the defendant
contended that the plaintiff’s survey was irrelevant pursuant to the logic set forth in Hunt
Masters and Schwan'’s, the court disagreed with those courts:

[T]he court agrees with authorities that challenge this position and finds
that consumer surveys can play an important role in determining primary
significance even if the term at issue was not first coined by the party
seeking to protect its mark. /d. at 1129 (citing McCarthy § 12:17.50).

We note that the Scentsy case is somewhat distinguishable in that the court did find the
mark at issue to be arbitrary despite third-party use. Furthermore, the court based its
decision on the fact that although there were third-party uses of the term, none were in
Utah, where the plaintiff was based, a fact we cannot consider when determining the right
to nationwide trademark registration.

As noted, Professor McCarthy has expressed in his treatise his personal view that
the finding of Hunt Masters is “flawed” and “erroneous.” McCarthy § 12:17.50. In
particular, Professor McCarthy expresses concern that arbitrary marks, which are not
“coined” should be allowed to be proven as non-generic, and for this he gives the
examples of the brands SHELL (for oil), IVORY (for soap), and HARP (for lager). We
note, however, that ... it is implicit in the wording of the cases of the Fourth, Seventh,
and Eighth Circuits ...that an arbitrary mark, similar to a “coined” mark, could be
established as non-generic, potentially via a Teflon survey, although a mark that was not
inherently distinctive when first used could not. We also use caution in interpreting the
Federal Circuit’s case law, as cited by Professor McCarthy in § 12:47 (4th ed. June 2017
Update). See Opryland USA Inc v Great American Music Show, Inc., 970 F.2d 847, 23
USPQ2d 1471, 1476 (Fed. Cir. 1992). The case specifically states that the proceeding is
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not about whether the term “opry,” previously determined to be generic, has been
“recaptured as a trademark,” but rather only discusses the term as a “component” of
another asserted mark. Id. We follow the Federal Circuit’s view of its decision. The
Opryland case does not stand for any proposition that generic terms can be recaptured as
trademarks. We are not aware of any such precedent, nor are we prepared to create it.

The defendant has appealed the Board’s decision again, this time to the Western District of North
Carolina. Civil Action No. 3-17-cv-00652. Do you agree that the Teflon test is not suited to measure
genericness when a term is not a coined or arbitrary term? How about a suggestive term?

Page 313. Delete Question 2 and replace it with the following Question and add Question 3.

2. Given the Federal Circuit’s statement in the PRETZEL CRISPS case that “consumer surveys
may be a preferred method of proving genericness,” did the Board’s decision on remand follow this
direction? Did the court in Tiffany properly dismiss Costco’s counterclaim of genericness as a matter of
law based on the survey evidence despite the lexicographic evidence to the contrary? For a later opinion
in Tiffany and Co. v. Costco Wholesale Corp. relating to profits and damages, see this update Ch. 12.B.1.,
infra.

3. Adding a top-level domain name to a generic term typically does not add source significance
to the combined term. See, e.g., In re Katch, Serial No. 86301765 (T.T.A.B. June 20, 2019)
(HEALTHPLANS.COM generic for advertising in the medical and life insurance fields; addition of .com
to generic term does not render it source indicative). In Booking.com B.V. v USPTO, however, the
majority opinion affirmed that booking.com is descriptive rather than generic for hotel reservation
services even though booking on its own would have been considered generic. 915 F.3d 171 (4th Cir.
2018) (Applicant has filed a petition for certiorari). It approved the district court’s conclusion that since
the USPTO failed to meet its burden of showing the public’s understanding of the combined term as
generic, the court could consider Applicant’s Teflon survey (in which nearly 75% of respondents
regarded it as a brand name). The dissenting opinion agreed that adding a top-level domain name such as
.com to a generic term might transform it in rare circumstances when the combination presents a “witty
double entendre,” e.g., tennis.net for a brick-and-mortar store selling tennis equipment, but found that was
not the case here. Was the dissent correct? Should booking.com be considered “born generic” and thus
evidence of brand significance in a Teflon survey should be disregarded as non-cognizable de facto
secondary meaning?

3. Genericism and Confusion
Page 327. Add the following citation at the end of Question 2.

See also Royal Crown Co. v. Coca-Cola Co., 892 F.3d 1358 16670 (Fed. Cir. 2018) (whether a mark is
generic is a question of fact).

Page 327. Add new Question 3.

3. The word ZERO in Coca-Cola’s beverage marks, such as COKE ZERO, SPRITE ZERO and
POWERADE ZERO, was found to be descriptive of low or no-calorie beverages and to have acquired
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secondary meaning by the TTAB. The Board thus rejected Royal Crown’s claim that the term should be
disclaimed. On appeal, the Federal Circuit vacated and remanded the decision. It held that the Board had
applied an incorrect standard in determining that the ZERO component of the marks was not generic and
had also failed to determine if ZERO is so highly descriptive as to require a much heightened showing of
secondary meaning. According to the court, the correct question in determining genericism is “whether
the relevant public understands the term to refer to a key aspect of the genus [here, soft drinks, sports
drinks and energy drinks].” The court further stated that a term is generic if the relevant public
understands it refers to part of the broad genus [here low- or no calorie-drinks]. Royal Crown Co. v.
Coca-Cola Co., 892 F.3d 1358 (Fed. Cir. June 20, 2018).

Recall the distinction drawn in the casebook, Chapter 2.B.1., between merely descriptive and
generic terms. The Quik-Print copy case at page 91 defines a merely descriptive mark as one that
“immediately conveys ... knowledge of the ingredients, qualities, or characteristics of the goods or
services.” Is this any different than asking whether the public understands the term to refer to a “key
aspect” of the genus or part of the genus? Has the Federal Circuit blurred the line between merely
descriptive and generic terms and thereby expanded the terms that can be considered generic?

Page 331. Add new Sub-category 4.
4. Informational and Common Terms and Phrases

Recall the discussion of the protectability of slogans in the casebook, Ch.2.A.1.a. at p. 68. Certain
slogans, like Nike’s JUST DO IT, have been protected as inherently distinctive. Descriptive slogans, such
as HAIR COLOR SO NATURAL ONLY YOUR HAIRDRESSER KNOWS FOR SURE, have been
protected after a showing of secondary meaning. Some slogans and phrases, however, such as ONCE A
MARINE ALWAYS A MARINE, In re Eagle Crest, Inc., 96 U.S.P.Q.2d 1227 (T.T.A.B. 2010), are
considered to be informational and/or so commonly used that the consuming public would not regard
them as source indicative. The evidence in Eagle Crest established that the phrase was an old Marine
saying, which was in common use, leading to the inference that consumers would not perceive it as a
source indicator but rather would buy goods because of the message conveyed. Accordingly, the phrase
was found not protectable as a mark. The reasoning, similar to the rationale for denying protection to
generic terms, is that an applicant cannot “attempt to prevent competitors from using it to promote the
sale of their own [goods].” Id.

Recently, Trademark Examiners and the Trademark Trial and Appeal Board have been issuing or
affirming this type of refusal more frequently, often relying heavily on Internet and social media
evidence, such as in the case below. Consider whether you agree with this trend.

IN RE DEPORTER

129 U.S.P.Q.2d 1298 (T.T.A.B. 2019)

KuczMA, ADMINISTRATIVE TRADEMARK JUDGE:
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1. Discussion

Applicant's proposed mark #MAGICNUMBER108 [for apparel] was refused registration under
88 1 and 2 of the Trademark Act, 15 U.S.C. 8§ 1051 and 1052, which require that the subject matter
presented for registration be a "trademark,"” defined in § 45 of the Trademark Act, 15 U.S.C. § 1127, as
follows:

The term "trademark™ includes any word, name, symbol, or device, or any combination
thereof-

(1) used by a person, ...

to identify and distinguish his or her goods, including a unique product, from those
manufactured or sold by others and to indicate the source of the goods, even if that source
is unknown.

The Court of Customs and Patent Appeals ... observed that ... Before there can be registration,
there must be a trademark, and unless words have been so used they cannot qualify." In re Bose Corp.,
546 F.2d 893, 192 USPQ 213, 215 (CCPA 1976) [citation]. "Words are not registrable merely because
they do not happen to be descriptive of the goods or services with which they are associated.” Standard
Oil [Co.], 125 USPQ [945] at 229 [[CCPA 1960)]. The mere fact that Applicant's phrase appears on the
specimens does not make it a trademark. To be a mark, the phrase must be used in a manner which
indicates to purchasers or potential purchasers a single source or origin for the goods. [Citation.] Thus,
terms and expressions that merely convey an informational message are not registrable. /n re Eagle Crest,
Inc., 96 USPQ2d 1227, 1229 (TTAB 2010).

... In this case, the Examining Attorney refused registration ... on the ground that the public will
... perceive the term ... only as conveying an informational message.

... [T]he Examining Attorney submit[ted] evidence showing that numerous third parties have
used #MAGICNUMBER108 as part of messages posted on social media sites, including Twitter and
Instagram, during and after the 2016 World Series. According to the Examining Attorney, the use of the
wording #MAGICNUMBER108 in these messages identifies the subject matter of these tweets and posts
as relating to and expressing support for the Chicago Cubs and their World Series win. [It had been 108
years since their previous win].

Below is a representative list of the third-party tweets on which the Examining Attorney relies,
together with the Examining Attorney's comments regarding them [omitting record cites]:

Jeff Corder 25¢. "@cubs ...Sooooo much better than that "other" hat! ;) #MtCGA #GoCubsGo
#MagicNumber108 #FlyTheW #cubsparade #WorldSeries #CubsWin." (Examining Attorney: "This
tweet, with a photo of a hat showing a bear with a baseball bat and the wording 'Make the Cubs
Great Again,' includes the hashtag in the context of several relating to the Cubs and their World
Series win and would be perceived as also relating to that win).
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Carlos: "It is celebration time in chi-town. #cubsworldserieschamps #magicnumber108." (Examining
Attorney: "Like the hashtag that precedes it, the hashtag #magicnumber108 would be viewed as a
reference to the Cubs' win. *).

hiram: "Was it a dream, Ask Chely Wright, IT WAS REAL, IT WAS MAGIC, The #ChicagoCubs
WORLD CHAMPS #MagicNumber108." (Examining Attorney: "Again, in this context, and
combined with a photo of the Wrigley Field sign, the hashtag #magicnumberi08 would be viewed
as a reference to the Cubs' World Series win.").

Joe Woschitz: "#FlyTheW And 108 years later the Chicago Cubs are World Series Champions
again! #MagicNumber108 #GoCubsGo #LetsGo #WorldSeries." (Examining Attorney: "Here, the
hashtag #magicnumber108 would be viewed as a reference to the Cubs' World Series win, for the
first time in 108 years, as stated in the text of the tweet.").

Lili Mirojnick: "l have tears in my eyes. And I'm a @Yankees fan. Congrats Chi-Town...
#MagicNumber108." (Examining Attorney: "Here, again, the hashtag #magicnumberi108 would be
viewed as a reference to the Cubs' World Series win.").

Samantha K.: "The #magicnumberli08 was correct! Congrats to the @Cubs for winning
@MLB#2016worldseries.” (Examining Attorney: "Here, the hashtag #magicnumber108 would be
viewed as a reference to the Cubs' World Series win, for the first time in 108 years.").

Malcolm Chapman: "DRoss hits a BIG home run in his final game, game 7. @Cubs up 6-3
#magicnumber108  #WorldSeries  #Cubs." (Examining Attorney: "Here, the hashtag
#magicnumber108 would be viewed as a reference to the imminent Cubs' World Series win.").

Chris Hill: "Game 7 of the World Series! Go @Cubs! #magicnumber108 #FallClassic." (Examining
Attorney: "Again, the hashtag #magicnumber108 would be viewed as a reference to the imminent
Cubs' World Series win.").

AccuData: 108 years ago, the #Cubs beat the #Tigers in Game 5 to win their last world series. Will
you be watching tonight? #MagicNumber108."

[The opinion quoted similar third-party Instagram posts using the hashtag "#magicnumber108" to
refer to the Cubs' World Series win relied upon by the Examining Attorney].

The Examining Attorney also identifies social media posts from entities associated with
Applicant (ChicagoSportsMuseum and Harry Caray's restaurant, which ... are associated with Applicant)
that likewise convey information about the Chicago Cub's World Series success:

Chicago Sports Museum. \We're putting together a great exhibit to celebrate the Cubs' World Series
victory! #GoCubsGo #MagicNumber108." (Examining Attorney: "Thus, both hashtags would be
viewed as relating to the Cubs' World Series win, not to any goods or services provided by the
museum.™).

Harry Caray's: HOLY COW! So many happy and excited fans in Harry's bar tonight! #GoCubsGo
#FlytheW #MagicNumber108." (Examining Attorney: "Similar to the above ChicagoSportsMuseum
tweet, all three hashtags would be viewed as relating to the Cubs' playing in Game 3 of the World
Series, not to any goods or services provided by the restaurant.”).

Harry Caray's: Doors are open! Breakfast is served! We're ready for game 3! LET'S GO CUBS!
#magicnumber108. (Examining Attorney: "This tweet includes a photo of a reporter, a fan wearing a
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Cubs jersey, and fans holding W flags. The wording #magicnumber108 in this tweet would be
viewed as a hope that the Cubs would win the World Series after 108 years.").

[Additional similar examples are omitted].

The Examining Attorney also argues that evidence ... “establishes that "[A]pplicant compiled a
list of appearances of the number 108 in baseball in general (such as 108 stitches on a baseball) and in
relation to the Chicago Cubs baseball team in particular (such as the distance to foul poles in Wrigley
field in meters) to predict that the Chicago Cubs baseball team would win the 2016 World Series, 108
years after their previous World Series win” [, and that] such evidence did not reference any goods sold
by Applicant that featured ...[the] mark or the wording "Magic Number 108." Thus, the Examining
Attorney concludes that "Magic Number 108" was used in news articles solely to refer to appearances of
the number 108 and the associated prediction by Applicant that the Chicago Cubs would win the 2016
World Series.

Applicant contends that his proposed mark ... is not a common phrase or message that would
ordinarily be used in advertising or the relevant industry [and] maintains that the tweets and other social
media postings in the record ... do not establish #MAGICNUMBER108 as a common phrase or message
that customers are accustomed to seeing in everyday speech from a variety of sources because Applicant
is the only user of #MAGICNUMBER108 in commerce. While Applicant and the Examining Attorney
agree that the term "magicnumber108" was first used by or in relation to Applicant, they disagree as to
whether it comprises a mark...

... [W]e need not find that the evidence shows third-party use of the alleged mark on goods "in
commerce.” Although Applicant distinguishes D.C. One Wholesaler, Inc. v. Chien, 120 USPQ2d 1710,
1716 (TTAB 2016), which included evidence of the applied-for mark used by a large number of
merchandisers ... it was the consumer perception of the message that determined whether or not the
proposed mark could identify a single source and thus be registrable. Therefore, any evidence
demonstrating widespread use of the wording is relevant, including ...social media tweets and posts of the
type ... made of record in this application. TRADEMARK MANUAL OF EXAMINING PROCEDURE
§ 1202.04(b) ("TMEP") (Oct. 2018).* Neither D.C. One Wholesaler, nor the TMEP, specifies a "goods
used in commerce" requirement for evidence provided in support of this refusal. See In re Manco Inc., 24
USPQ2d 1938 (TTAB 1992) (affirming a refusal for two THINK GREEN marks for a variety of goods,
including boxes, adhesive tape, and weather-stripping, where the evidence consisted solely of news
articles showing THINK GREEN used to express concern for the environment, with no evidence of third-

14. TMEP § 1202.04(b) (emphasis added):
"Messages that are used by a variety of sources to convey social, political, religious, or similar sentiments or ideas are likely to

be perceived as an expression of support for, or affiliation or affinity with, the ideas embodied in the message rather than as a
mark that indicates a single source of the goods or services.

Any evidence demonstrating that the public would perceive the wording merely as conveying the ordinary meaning of the
message, or enthusiasm for, affinity with, or endorsement of the message, supports this refusal. In addition to dictionary or
encyclopedia entries showing the meaning or significance of wording, supporting evidence may include materials (e.g., website
pages, Internet search results lists if sufficient surrounding text is included, social-media pages, product fact sheets, and other
promotional materials) showing the applicant's manner of use and the manner of use by third parties."
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party use of the mark in commerce). The evidence provided by the Examining Attorney shows wide use
of the proposed mark in a non-trademark manner to consistently convey information about the Chicago
Cubs' World Series appearance and win after a 108-year drought. This evidence is competent to suggest
that upon encountering Applicant's "mark," prospective purchasers familiar with such widespread non-
trademark use are unlikely to consider it to indicate the source of Applicant's goods.

... [T]his finding is reinforced by the presence of the hash mark in Applicant's proposed-mark. ...
In the social media context, a hashtag "is a word or phrase preceded by a hash mark (#), used within a
message to identify a keyword or topic of interest and facilitate a search for it." ... Applicant's proposed
mark ... has been used extensively as a hashtag to identify the Chicago Cubs' World Series appearance
and win. We are careful to note that our conclusion that #MAGICNUMBER108 would be perceived as a
hashtag is tied to the particular evidence of this case. That is not to say that every combination of a hash
mark and word or phrase is or will be a hashtag. Each case must be decided on its own facts.

Where a hashtag is used as part of an online social media search term, it generally serves no
source-indicating function, because it "merely facilitate[s] categorization and searching within online
social media,” TMEP § 1202.18. Therefore, the addition of ... the hash symbol (#) to an otherwise
unregistrable term typically will not render the resulting composite term registrable. Cf. In re Hotels.com,
L.P., 573 F.3d 1300, 91 USPQ2d 1532, 1537 (Fed. Cir. 2009) ("hotel” and ".com" in combination have a
meaning identical to the common meaning of the separate components); In re Oppedahl & Larson LLP,
373 F.3d 1171, 71 USPQ2d 1370, 1374 (Fed. Cir. 2004) (finding that the addition of a top-level domain
to an otherwise unregistrable mark does not typically add any source-identifying significance); [citation].

Applicant argues that his proposed mark was never used in ... any speech prior to Applicant
coining that term, nor is it now used in everyday speech. Unlike the cases cited in the Office Actions and
in the Examining Attorney's brief, involving terms, slogans or sayings which are "commonly used” or
"old and familiar" or "used in everyday speech," Applicant maintains his proposed mark is different
because it is arbitrary and fanciful. While Applicant argues that cases ... cited by the Examining Attorney
for the general proposition that "[t]he more commonly a term or slogan is used in everyday speech, the
less likely the public will use it to identify only one source and the less likely the term or slogan will be
recognized by purchasers as a trademark™ are not applicable. However, "[t]he critical inquiry ... is how
the designation would be perceived by the relevant public." Eagle Crest, 96 USPQ2d at 1229. That the
applied-for mark is arbitrary or fanciful does not necessarily mean that the public perceives it as an
indication of source. Cf. TMEP § 1202.03(a) ("Common expressions and symbols™ including "the peace
symbol [and] 'smiley face™ "are normally not perceived as marks."). Here, the evidence of record
establishes that the consumer perception of the phrase is as a widely-used message to convey information
about the Chicago Cubs baseball team.

... Applicant contends that hashtags can be used as marks to promote product awareness in
addition to facilitating categorization and searching of social media postings, citing Dina Roumiantseva &
Aaron Rubin's article,” #Trademarks?: Hashtags as Trademarks, [citation]....[T]the article notes:

[T]he makers of Mucinex have registered #blamemucus, which allows potential
consumers to commiserate about their colds through social media, as well as spread the
word about Mucinex and participate in drawings for prizes. The #blamemucus
registration covers both the pharmaceutical products themselves (with a store display
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bearing the mark as a specimen of use) and services consisting of information in the field
of respiratory and pulmonary conditions via the Internet (with the company website as a
specimen).

However, Applicant has not used #MAGICNUMBER108 in this manner. While Applicant argues
that, like the makers of Mucinex, he "encourages people to use Applicant's hash tag [to] create product
awareness," other than the specimen showing use of the term on the front of a t-shirt, Applicant has not
identified or produced copies of any methods he used to create such awareness. Nor do the examples of
third-party use of "#MAGICNUMBERI108" that have been submitted show use of the proposed mark in
support of product awareness of Applicant's goods, such as in tweets under the hashtag ... containing
photos of consumers wearing one of Applicant's shirts.... To the extent goods were shown in connection
with the #MAGICNUMBER108 hashtag, they were not the goods for which Applicant has applied to
register his proposed mark. For example, Harry Caray's --an entity associated with Applicant --displayed
a third party's footwear (see below) in a social media post that employed the ... hashtag.

% Marry Canay's
X) A oEY

x) W veryone wa 3 pairt Thanks
S #MagicNuUmDber108

Another example of third-party goods shown with #MAGICNUMBERI108 is shown in a Google
search for "#magicnumber108 shirts" which identified third-party Palmer Place Restaurant's Facebook
page regarding the "Palmer Place Cubs Fan T shirts and Sweatshirts" it offers for sale:

You should be here!!! Go Cubs!! - Palmer Place Restaurant and ...
hitps./www.facebook.com/PaimerPlace/videos/ivh.../10157665488990333/7..3... =
#gocubsgo #FlyTheW #palmerslagrange #magicnumber108 #gocubsgo Jur Palmer Place Cubs

Fan T shirts & Sweatshirts are in stop by to buy one while we
as well as the Facebook listing advertising the shirts:

(". .. Our Palmer Place Cubs Fan T shirts & Sweatshirts are in stop by to buy one while
we have them. Go Cubs Go We Believe in you guys!! #flythew #magicnumberl08
#palmerslagrange #gocubsgo #lagrangeil #truebluecubsfans™)

The hashtag #MAGICNUMBER108 as used in these contexts was and is ... associated with the
Chicago Cubs' then-upcoming World Series win.
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... Applicant submits an article ... [and] quotes the following:

Usernames or trademark mentions on sites like Twitter, Tumblr or Instagram
could promote a trademark as well, depending on content, but should be accompanied by
proof of actual sales under the mark. %

Although acknowledging that such mentions could promote a trademark, ... the article says that whether a
hashtag can function as a mark depends on how it is used. But even in those instances, the addition of the
hashmark is usually devoid of source-identifying significance. We do not hold that hashtags can never be
registered as trademarks. To be registrable, a hashtag ... must function as a trademark. Here, the
evidence shows that #MAGICNUMBER108 is perceived as part of an online social media trend related to
the phrase "magic number 108," expressing affiliation with the Chicago Cubs baseball team and their
2016 World Series win after 108 years rather than as an identification of source...

Question

1. Applicant’s specimen of use for his #MAGICNUMBER2108 application is shown below:

oML LOTATIONE WPLOMINE IVINTE  PANTIY B CAFLNINE  ANGT  ABOUT  cOWTACY

HARRY'S STORE

GREAT GIFT [DEAS. APPAREL. AND MEMORABILIA FOR ALL CHICAGO SPORTS FANS!

SHOP | GOFTCARDS | FANEAVORITES | AUTOGRAPHED MEMORABNIL | SALE | CHICAGO SPORTS NUSEUM
#MAGICNUMBER108 TEE rout oxe

- Skop

ACEESSORIES |0
ALE PRODA TS

APPAREL
) AUTOURAPHESD MEMOGELRIZIR . J2

BASEAALLY

: BNORL AMD DWDS (11
FAN FAVORITES |
3 FUATUEID (THMS

— GEFT CAR (3
S CAANVNMASSE U
et MATE
2 Mm FERSEYS (1
#WI BN'S APPAREL (12

STUT VLD ARIAELS
WPDMIN'S APPABIL 14

The Examining Attorney pointed out that an applicant cannot overcome an informational refusal by

22. Anne Gilson LaLande and Jerome Gilson, Proving Ownership Online . . . and Keeping It: The Internet's Impact on
Trademark Use and Coexistence, 104 THE TRADEMARK REPORTER 1275, 1291 (November-December, 2014).

52



Copyright © 2019 Carolina Academic Press, LLC. All rights reserved.

amending the application to the Supplemental Register or by claiming acquired distinctiveness under
Section 2(f). TMEP 81202.04. In a sense, an informational refusal is similar to a genericness finding.
There is no path to protection as a trademark. Did the Examining Attorney or the TTAB adequately
consider Applicant’s argument his mark could be dual functioning both as a mark and as a social media
topic? Does it seem fair that a phrase first coined by Applicant was barred from protection because a
number of Cubs fans used or were exposed to the hashtag? How many people need to be aware of such
use in order to infer that the relevant public would not perceive it as source indicative? Would you have
advised Mr. DePorter to have done anything differently to enhance his chances of registration? Should he
have presented any other types of evidence?

In re Wal-Mart Stores, Inc., 129 U.S.P.Q.2d 1298 (T.T.A.B. 2019). The Board affirmed the
refusal to register INVESTING IN AMERICAN JOBS for promoting awareness for goods made or
assembled by American workers and for various retail store services. It concluded that the phrase fails to
function as a mark “because it is merely informational and commonly used as a slogan in advertising and
promotional efforts to signify businesses’ engagement in activities to encourage development of
employment opportunities in the U.S.” The Board noted:

[A] threshold issue in some cases (like this one) is whether the phrase in question in fact
functions to identify the source of the services recited in the application and distinguish
them from the services of others or, instead, would be perceived merely as
communicating the ordinary meaning of the words to consumers.... [O]ur primary
reviewing court ... and other federal appeals courts, draw a distinction between words
used to “identify and distinguish” source, and words used in their ordinarily-understood
meaning to convey information other than source-identification....

... A critical element in determining whether a term or phrase is a service mark is the
commercial impression the term or phrase makes on the relevant public, i.e., whether the
phrase sought to be registered would be perceived as a mark identifying the source of the
services, or as something else. [Citation.] To make this determination, we look to the
specimens and other evidence of record showing the phrase used in the marketplace to
determine how consumers likely would perceive the subject matter sought to be
registered. See In re Bose, 192 USPQ [213], at 216 [CCPA 1976]; [citations].

Applicant’s specimen below shows INVESTING IN AMERICAN JOBS, together with
the “Walmart & the Spark Design” mark, used on shelf-talker signage located in
Applicant’s retail stores and positioned in close proximity to goods that it designates as
made by American workers:
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! I INVESTING IN

RICAN
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The Board further noted:

[T]hat a phrase proposed for registration appears on the specimens of record does not
establish its use as a service mark. [Citation.] As we pointed out in Remington Prods., 3
USPQ2d [1714] at 1715 [T.T.A.B. 1987]:

[T]he mere fact that applicant’s slogan appears on the specimens ... does not make it a
trademark. To be a mark, the term, or slogan, must be used in a manner calculated to
project to purchasers or potential purchasers a single source or origin for the goods in
question. Mere intent that a term function as a trademark is not enough in and of itself,
any more than attachment of the trademark symbol would be, to make a term a
trademark.

The slogan INVESTING IN AMERICAN JOBS is like other statements that would
ordinarily be used in business or industry, or by certain segments of the public generally,
to convey support for American-made goods, and thus would not be recognized as
indicating source and are not registrable. See, e.g., In re Remington Prods., 3 USPQ2d at
1715 (PROUDLY MADE IN USA for electric shavers and parts thereof would not be
recognized as source indicator);[citation]; In re Volvo Cars, 46 USPQ2d at 1461 (DRIVE
SAFELY for automobiles ); In re Manco, 24 USPQ2d at 1941 (THINK GREEN for
mailing and shipping boxes and for weatherstripping); In re Niagara Frontier Servs.,
Inc., 221 USPQ 284, 285 (TTAB 1983) (WE MAKE IT, YOU BAKE IT! for
supermarket store services); In re TilconWarren, Inc., 221 USPQ 86, 88 (TTAB 1984)
(WATCH THAT CHILD for construction materials); In re Morganroth, 208 USPQ at
288 (NATUR-ALL-IZE YOUR HAIR COLORING for hair styling salon services).
These slogans all are informational in nature, expressing various sentiments using words
that convey their ordinary meanings rather than indicating source.

Similarly, we find that consumers would perceive INVESTING IN AMERICAN JOBS
as merely an informational statement that Applicant is selling certain goods that are made
or assembled in America in areas of the store where the signage appears. It would not be
perceived as a service mark for “promoting public awareness for goods made or
assembled by American workers” and the various retail store services recited in the
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application . . . The text on Applicant’s website confirms the merely informational nature
of the phrase. Thus, the commonplace meaning imparted by the phrase INVESTING IN
AMERICAN JOBS would be the meaning impressed upon the purchasing public.®

The Board recited third-party uses of the phrase or similar wording by manufacturers of products,
in product descriptions, in titles and text of media and news articles and concluded:

We find that the third-party usage examples provided by the Examining Attorney show
that people are exposed to the ordinary meaning of the phrase “investing in American
jobs” in everyday life from many different sources to promote the same message and
ideas as Applicant. The evidence shows common usage of the phrase “investing in
American jobs” by commercial businesses in various industries, as well as in media
articles and blogs, to convey the goal or aim of investing in U.S. business to promote
employment opportunities in America. The fact that the phrase “investing in American
jobs™ is used in the titles and texts of numerous articles for a wide range of activities that
result in various employment opportunities for American workers, as well as promotion
of the U.S. economy, highlights the emphasis being placed on American jobs. The Board
has previously acknowledged the public policy considerations in allowing businesses to
encourage purchasers to give preference to American-made products, and affirmed the
refusal to register the merely informational slogan PROUDLY MADE IN THE USA,
recognizing, “It is common knowledge that ... American manufacturers are anxious to
encourage purchasers to give preference to American products.” In re Remington Prods.,
3 USPQ2d at 1715. The evidence submitted by the Examining Attorney reflects that the
closely related goal of American businesses to encourage purchasers to give preference to
products made or assembled by American workers is also widely touted and pursued.

The Board discounted Applicant’s reliance on its website, its top Internet search results and
advertising and promotional efforts and expenditures and noted:

...[E]ven a showing that consumers associate a phrase with a particular goods or services
provider does not allow the provider to remove the term from the common lexicon. See
Am. Online v. AT&T, 57 USPQ2d at 1909-10 (*Stated otherwise, the repeated use of
ordinary words functioning within the heartland of their ordinary meaning [“You Have
Mail”], and not distinctively, cannot give AOL a proprietary right over those words, even
if an association develops between the words and AOL.”) (emphasis added); In re
Wakefern Food, 222 USPQ at 79 (finding applicant’s evidence that consumers associate
WHY PAY MORE! with applicant entitled to relatively little weight where applied-for

8. This is further amplified by the fact that the specimen also bears another designation that clearly identifies source,
namely, the “Walmart & the Spark Design” mark. See, e.g., In re J. Hungerford Smith Co., 279 F.2d 694, 126 USPQ 372, 373
(CCPA 1960) (where specimen bore the applicant’s house marks “J. Hungerford Smith’s” and “J H S” as well as the applied-for
term BURGUNDY on flavoring syrup made from Burgundy cherries, the Board correctly found that the term BURGUNDY was
“not used in a trademark sense”).
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mark does not perform the function of a trademark); /n re Water Gremlin Co., 635 F.2d
841, 208 USPQ 89, 90 (CCPA 1980) (proof that some consumers may associate
particular words with a company is not probative where a mark is not used as a source-
indicator because “[n]ot all designs or words which in fact indicate or come to indicate
source will be restricted in use to a single merchant”); cf. In re J. Hungerford Smith, 126
USPQ at 373 (not addressing applicant’s evidence of acquired distinctiveness because the
applied-for term failed to function as a trademark). Indeed, when evidence shows, as it
does here, that others besides an applicant are using a phrase in an informational manner,
the burden on the applicant claiming exclusive ownership and a right to exclude others
from use increases. [Citation.] Thus, even if there were evidence that some consumers
associated the phrase with Applicant, that alone would not entitle Applicant to
appropriate for itself exclusive use of an otherwise common informational phrase and
thereby attempt to prevent competitors or others from using it to promote their efforts to
support American workers. [Citations.]

Based on the record in this case, Applicant’s proposed mark INVESTING IN
AMERICAN JOBS fails to function as a service mark for retail store services or for
promoting public awareness of goods made or assembled by American workers. As used
by Applicant, it would be perceived by customers as a merely informational phrase, not a
“merchandising short-cut” that indicates the source of Applicant’s services and
distinguishes them from those of others.

Question

The Wal-Mart Stores decision indicates that an applicant’s use in the marketplace can be
sufficient to justify finding a phrase or slogan is informational and thus not registrable. TracFone has
owned a Supplemental Registration for the mark UNLIMITED CARRYOVER for telecommunication
services for nearly 10 years. Recall that registration on the Supplemental Register signifies that a term is
capable of becoming a protectable mark. TracFone applies to register the mark on the Principal Register
based on a claim of secondary meaning under section 2(f) and submits a specimen of use that is the same
as the one that supported its Supplemental Registration as shown here:
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P
TRACFONE" |

For Moments That Matter

COVERAGE ON AMERICA'S
LARGEST AND MOST
DEPENDABLE NETWORKS

TracFone.com

Could the Examining Attorney refuse registration on the ground of being informational even without third
party evidence of use in the marketplace? See In re TracFone Wireless, Inc., Serial No. 87221529.
(T.T.A.B. 2019).

Page 364. Add the following Note:
Note: Treatment of Trademark Licenses in Bankruptcy

The Supreme Court, in an 8-to-1 decision”, resolved a circuit split concerning the effect of a
debtor in bankruptcy’s rejection of a trademark license. Mission Product Holding Inc. v. Tempnology,
LLC, 139 S. Ct. 1652 (2019). The issue was whether such a rejection resulted in treatment as a breach, or
as a rescission of the contract that would prevent the licensee from continuing to use the licensed mark.
Justice Kagan answered - as a breach. In reaching this conclusion, the Court rejected two trademark-
specific arguments of the debtor-licensor.

Section 365(n) provides that certain types of intellectual property licensees, including patent and
copyright, can continue to use those rights and to pay the royalties under the license even if the licensor

* Justice Gorsuch’s dissent did not reach the merits, finding the matter moot.

57



Copyright © 2019 Carolina Academic Press, LLC. All rights reserved.

rejects the contract. The debtor-licensor in Mission reasoned that the failure to include trademarks within
the provision meant that such licenses were in effect rescinded; otherwise, why would it be necessary to
articulate specific protection for other types of IP licenses? In rejecting this contention, the Court noted
that the general provision of section 365(g) states that: “Rejection “constitutes a breach of [an executory]
contract.” Further, the Court noted that the 365(n) provisions were enacted over time to correct the result
of opinions that went the other way, rather than rejecting the general rule governing the effect of rejection
as a breach.

If the licensor breaches the agreement outside bankruptcy (again, barring any special
contract term or state law), everything said above goes. In particular, the breach does not
revoke the license or stop the licensee from doing what it allows. See, e.g., Sunbeam, 686
F. 3d, at 376 (“Outside of bankruptcy, a licensor’s breach does not terminate a licensee’s
right to use [the licensed] intellectual property”). And because rejection “constitutes a
breach,” 8365(g), the same consequences follow in bankruptcy. The debtor can stop
performing its remaining obligations under the agreement. But the debtor cannot rescind
the license already conveyed. So the licensee can continue to do whatever the license
authorizes.

The licensor-debtor also argued that trademark law imposes a duty on the owner to exercise
quality control with respect to the licensed mark or otherwise risk loss of the mark’s value or even of the
mark itself. The Court found this argument unpersuasive:

Congress did not have “a single purpose,” but “strfuck] a balance” among multiple
competing interests... Section 365 provides a debtor like Tempnology with a powerful
tool: Through rejection, the debtor can escape all of its future contract obligations,
without having to pay much of anything in return. But in allowing rejection of those
contractual duties, Section 365 does not grant the debtor an exemption from all the
burdens that generally applicable law—whether involving contracts or trademarks—
imposes on property owners. [Citation.] Nor does Section 365 relieve the debtor of the
need ... to make economic decisions about preserving the estate’s value—such as
whether to invest the resources needed to maintain a trademark. In thus delineating the
burdens that a debtor may and may not escape, Congress also weighed ... the legitimate
interests and expectations of the debtor’s counterparties. The resulting balance may
indeed impede some reorganizations, of trademark licensors and others....

Justice Sotomayor joined the opinion of the Court but also authored a concurrence in which she
highlights a point alluded to in the majority opinion, i.e. that contract provisions or state law could vary
the result. She thus elaborates:

The Court granted certiorari to decide whether rejection “terminates rights of the licensee
that would survive the licensor’s breach under applicable nonbankruptcy law.” Pet. for
Cert. The answer is no, for the reasons the Court explains. But the baseline inquiry
remains whether the licensee’s rights would survive a breach under applicable
nonbankruptcy law. Special terms in a licensing contract or state law could bear on that
question in individual cases. See Brief for American Intellectual Property Law
Association as Amicus Curiae 20-25 (discussing examples of contract terms that could
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potentially lead a bankruptcy court to limit licensee rights post-rejection).

In light of the decision in Mission, what type of license provisions should a licensor seek to
include? What provisions should a licensee seek to include?
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CHAPTER 6: INFRINGEMENT

A. Defendant’s Use in Commerce

Page 370. Insert new case following Born to Rock Designs v. CafePress.com.

Ohio State University v. Redbubble, 2019 U.S. Dist. LEXIS 53695 (S.D. OH 2019). Redbubble
is an online marketplace that functions as a matchmaker to connect independent artists, product
manufacturers, shipping services, and consumers. Redbubble invites artists to upload designs for print-
on-demand merchandise and to specify on what products they would like their designs to appear.
Redbubble automatically connects the artists with third party manufacturers who make the products.
Consumers can search the Redbubble.com site to find and purchase items bearing the designs. The items
will be made by one of the manufacturers, and shipped to the consumer by one of the shippers. The
shipped package will bear the Redbubble logo, and the return address on the package will say “an artist at
Redbubble.” A third-party payment processor handles the payment.

Ohio State University found items for sale on Redbubble’s site that incorporated its trademarks,
and sued Redbubble for trademark infringement. The trial court denied Ohio State’s motion for summary
judgment:

Redbubble contends that it does not use Ohio State's trademarks in commerce
because it is not the "seller" of the goods. Rather, the independent artists design the
items that are listed on the website. Once a customer places an order, the third-party
manufacturer produces the product, and a third-party ships the finished item to the
buyer. In this way, Redbubble operates like Amazon, hosting a website where sellers
can list goods for sale, and arranging for the shipment of goods for the seller. Ohio
State, however, argues that Redbubble cannot merely subcontract its way out of
compliance with the Lanham Act. Redbubble makes all of the arrangements for the
artist to produce, ship, and sell the potentially infringing products. Additionally, "[t]he
products are delivered in Redbubble packaging, with a Redbubble invoice, with
Redbubble stickers and care instructions, and a Redbubble tag attached to the
product.”

Redbubble is not liable for direct infringement on these facts. The caselaw sets
up a spectrum against which to measure Redbubble's conduct. At one end are
companies that function like auction houses and are not liable for direct infringement.
At the other end are companies like CafePress and SunFrog that themselves
manufacture and ship infringing products to the customer. Redbubble does not fit
neatly into either of these categories. But Redbubble's actions put it closer to the
auction house side of the spectrum than to CafePress. Redbubble essentially offers to
"independent artists" an online platform through which to sell their goods and access
to Redbubble's relationships with manufacturers and shippers. Redbubble is not
directly producing the goods nor . . . is Redbubble maintaining a design database and
then placing the designs onto goods that customers order.
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Ohio State has made some conclusory references to Redbubble's advertising of
the allegedly infringing products. Ohio State has argued . . . that Redbubble
"advertis[es] the counterfeit goods on its site," and "advertises the infringing goods for
sale.” These allegations are too conclusory to form a basis for direct trademark
infringement. . .. Ohio State also argues that "[t]he fact that OSU's trademarks are
displayed on Redbubble's website with products offered for sale” also constitutes use.
Ohio State points to 15 U.S.C. § 1127 which states that "use" can include a mark
being "placed in any manner on the goods or their containers or the displays
associated therewith." 15 U.S.C. § 1127 (emphasis added). But this argument ignores
the fact that Redbubble is not the one placing Ohio State's marks on its website.
Rather, the marks are uploaded by the independent artists.

Therefore, Redbubble is not liable for direct trademark infringement. . ..

Page 375. Add new Question 6.

6. VersaTop sells modular poles and drapes to be used to assemble temporary booths at trade
shows under the mark PIPE & DRAPE 2.0. Georgia Expo competes with Versa Top in the modular pole
and drape market. At a recent trade show, Georgia Expo distributed a brochure announcing that it has a
new model under development.

PIPE & DRAPE2.0
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The brochure referred to the new product using the phrase PIPE & DRAPE 2.0, and included a
photograph of VersaTop’s product. VersaTop filed suit for trademark infringement.  Georgia Expo
argues that it has not used VersaTop’s mark in commerce because it did not place the mark in any manner
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on goods or their containers, tags, or labels. How should the court rule? See VersaTop Support Systems,
LLC, v, Georgia Expo, Inc., 921 F.3d 1364 (Fed. Cir. 2019).

Page 418. Add new Question 6.

Iron Maiden is a British heavy metal band that has been recording and performing since 1975.
The band sells lots of licensed merchandise, including computer and video games, and has registered the
IRON MAIDEN mark shown below for a wide variety of products.

IR eI ER

In 2016, Nodding Frog, an electronic game company that is one of Iron Maiden’s licensees, released an
electronic game under the title IRON MAIDEN: LEGACY OF THE BEAST, bearing this logo:

The game is free to play, and is available as an app for I0S and Android. The band has named its current
world concert tour the “Legacy of the Beast World Tour.”

3D Realms is an electronic game company. It recently introduced a first-person shooter game
named ION MAIDEN.
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The lon Maiden game centers on the adventures of a bomb disposal expert who must fight an army of
cybernetically-enhanced soldiers. It is available now for PC and Linux for $19.95. 3D Realms has
announced that it will release the game for the Playstation 4, Nintendo Switch, and Xbox consoles within
a few months.

Iron Maiden has sued 3D Realms for trademark infringement. How should a court analyze the
likelihood of confusion?

B. Likelihood of Confusion
3. Different Varieties of Confusion

a. Initial Interest Confusion

Page 425. Add new Question 3:

3. In The Scope of Strong Marks: Should Trademark Law Protect the Strong More than The
Weak?, 92 N.Y.U. L. Rev. 1339 (2017), Professors Barton Beebe and C. Scott Hemphill challenge the
rule that strong marks should receive broader protection than weak marks:

... The central question in most trademark litigation concerns the likelihood of
consumer confusion: Is a significant proportion of relevant consumers likely to be
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confused as to the true source of the defendant's goods due to the similarity between the
defendant's and plaintiff's marks? To answer this question, one of the most important
factors that courts consider - in addition to assessing the similarity of the marks - is the
strength of the plaintiff's mark. Strength refers to the degree to which the mark, due to its
notoriety and to some extent its intrinsic characteristics, identifies and distinguishes the
product's source. It is currently taken for granted as blackletter doctrine, rehearsed in
nearly every significant trademark infringement opinion, that the stronger a mark is, the
more likely consumers are to confuse similar marks with it and thus the wider the scope
of protection it should receive. This understanding of the role that trademark strength
plays in increasing the likelihood of consumer confusion significantly influences courts'
ultimate determination of liability. Greatly to the benefit of the strongest brands, it always
does so in one direction: Stronger marks invariably merit broader scope. The monotonic
relation between strength and scope extends to the very strongest marks, which enjoy the
widest scope of protection.

This Article challenges this conventional wisdom, which we argue results in
erroneous and anticompetitive findings of liability. Stronger marks should not always
receive a broader scope of protection. . . . Exceptionally well-known "superstrong"
marks often merit a narrower scope of protection than marks of lesser strength because
their extraordinary strength reduces rather than increases the likelihood of consumer
confusion. ...

Do you agree? Which of the cases you have read so far might have come out differently if the court had
placed less weight on its finding as to the strength of the mark? Do courts seem overeager to find a
likelihood of confusion when the plaintiff’s mark is especially strong? If Professors Beebe and Hemphill
are right that great strength should in fact reduce the likelihood of confusion, what might explain the
courts’ willingness to rule otherwise?

b. Post-Sale Confusion

Page 441. Replace the excerpt from Jeremy Sheff’s Veblen Brands with this excerpt from a
forthcoming book chapter.

Jeremy N. Sheff, Misappropriation-Based Trademark Liability in
Comparative Perspective

IRENE CALBOLI &JANE C. GINSBURG, INTERNATIONAL AND COMPARATIVE TRADEMARK LAW
(2019)(EXCERPTS)

Post-sale confusion is an invention of the lower federal courts. The Supreme Court has never
endorsed the theory, nor even discussed it. But for over half a century it has been the key weapon in the
arsenal of brand owners seeking to protect business models that depend on conspicuous consumption

64



Copyright © 2019 Carolina Academic Press, LLC. All rights reserved.

under American law. The development of post-sale confusion doctrine demonstrates how American
courts smuggle misappropriation-based liability into trademark doctrine by lumping it together with other,
more plausibly confusion-based, theories of liability, and blurring the distinctions between them.

(1) Status Confusion

Before post-sale confusion even had a name, it was invoked to prevent the sale of knockoff
luxury goods. In the first such case, Mastercrafters Clock & Radio Co. v. Vacheron & Constantin-Le
Coultre Watches, Inc., the Second Circuit explained the theory of injury in blunt terms:

[S]ome customers would buy [the junior user’s] cheaper clock for the purpose of acquiring the
prestige gained by displaying what many visitors at the customers’ homes would regard as a
prestigious article. [The junior user’s] wrong thus consisted of the fact that such a visitor would
be likely to assume that the clock was [genuine].

Because it is undisputed that such purchasers of the imitation good do not think they are purchasing the
genuine good, the basis for infringement liability must be confusion other than point-of-sale purchaser
confusion. In Mastercrafters, such confusion was found not in the marketplace, but in the home,
specifically when the purchaser consumes the good in view of a social audience that is led to believe the
good is genuine. This theory of injury, which | refer to as “status confusion,” is the historic source of what
we know today as post-sale confusion.

Status confusion is the underlying theory that allows for trademark liability against manufacturers
of knockoff prestige goods even where consumers know they are buying a knockoff. Such goods range
from cigars and watches to handbags and award statues. Put simply, the cases presume that purchasers of
such goods are not looking to purchase a guarantee of product quality associated with the trademark, but
are rather purchasing the social status that is accorded to those who possess products bearing the
trademark. This is something courts will not allow them to do (at least not without paying tribute to the
trademark registrant or owner).

In the clearest statement of the theory, the Second Circuit in Hermeés International v. Lederer de
Paris Fifth Avenue, Inc. identified two injuries flowing from status confusion. The first injury is visited
not on the owner of the mark, but on its customers: “[T]he purchaser of an original is harmed by the
widespread existence of knockoffs because the high value of originals, which derives in part from their
scarcity, is lessened.” The second injury falls not on the mark owner, nor even on its customers, but on
the public at large: “A loss [to the public] occurs when a sophisticated buyer purchases a knockoff and
passes it off to the public as the genuine article, thereby confusing the viewing public and achieving the
status of owning the genuine article at a knockoff price.”

There are obvious objections to treating the purported “status confusion” injuries of Hermes as a
basis for trademark liability within the American theoretical framework. Either supposed injury would
seem to be irrelevant to the economic rationale for trademark protection. Neither would seem to present
any possibility that a consumer would be duped into buying something he didn’t want, or that a producer
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would lose a sale. . ...

Perhaps to obscure these theoretical infirmities, status confusion cases have been lumped together
with other very different theories of injury under the overarching rubric of “post-sale confusion.” . . .

(2) Bystander Confusion

One alternative theory of post-sale confusion appears consistent with the Lanham Act’s stated
purpose of extending infringement liability to confusion of potential, rather than only actual, purchasers.
In its strongest form, the theory of these cases describes an injury—which I will refer to as “bystander
confusion”—that follows from a standard chain of events:

e The defendant sells its product—which incorporates some feature or combination of features
that resembles a protectable mark of the plaintiff—to an admittedly non-confused consumer;

e The consumer uses the product in view of a potential purchaser of the plaintiff’s product;

e The potential purchaser is confused as to the source of the observed product, misidentifying it
as having originated with the plaintiff;

e The potential purchaser, observing the defendant’s product in use, makes some negative
evaluation about the qualities of the observed product, mistakenly ascribing that evaluation to
the plaintiff”’s products;

e Under this mistaken understanding of the qualities of the plaintiff’s products, the potential
purchaser refrains from future purchases of the plaintiff’s products, and potentially
recommends that others do likewise.®’

The bystander confusion theory is entirely consistent with American justifications for trademark
enforcement. Should the chain of events described above occur, consumers might rely on inaccurate
information in making purchasing decisions, and honest producers of quality goods could lose sales as a
result—both injuries American trademark policy seeks to prevent. However, . . . courts can be sloppy in
their analysis of bystander-confusion claims, extending liability to conduct that does not threaten to injure
either consumers or producers.

The typical path to such expansion of liability is the presumption that the entire parade of events
described above will follow whenever the first of them occurs. The fact that some potential future
purchaser of the plaintiff’s product could observe a purchaser of the defendant’s product, could
misidentify the plaintiff as the source of that product, and could form inferences about the plaintiff’s

67. See, e.g., CAE, Inc. v. Clean Air Eng’g, 267 F.3d 660, 683 (7th Cir. 2001); Payless Shoesource, Inc. v. Reebok Int’l Ltd.,
998 F.2d 985, 989-90 (Fed. Cir. 1993); Polo Fashions, Inc. v. Craftex, Inc., 816 F.2d 145, 148 (4th Cir. 1987).

68. Robert G. Bone, Hunting Goodwill: A History of the Concept of Goodwill in Trademark Law, 86 BU L. Rev. 547, 608
(2006) (“In some of the broadest post-sale confusion decisions, however, there is no genuine risk that defendant’s product will be
perceived as inferior. In these cases, liability is difficult to square with the information transmission function of the mark, and
goodwill appropriation often plays a prominent justificatory role.”).
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goods is supposed by some courts to establish that actionable confusion is likely.”® As Professor Robert
Denicola notes, “the essentially predictive nature of the likelihood of confusion standard permits the
accommodation of interests attributable to a host of divergent social and economic prejudices.”’® Insofar
as this is true even of traditional point-of-sale confusion analysis, the chain of inferences required to find
bystander confusion only compounds the problem.

B. Downstream Confusion

The third species of post-sale confusion is grounded on the theory that a defendant’s (admittedly
non-confused) customers might gift or resell the defendant’s goods in a secondary market, in a way that
will confuse purchasers or recipients of the goods in that secondary market. In some such cases, the
defendant is selling admitted replicas of the plaintiff’s goods; in others, the defendant has acquired the
genuine article and modified it in some way. In either case, the injury on which liability is grounded is not
directly inflicted by the defendant (who sells to a non-confused purchaser), but is rather presumed to be
inflicted further down the stream of commerce by one of the defendant’s customers. | refer to this theory
of injury as “downstream confusion.” What is surprising about the downstream-confusion cases is not that
they consider confusing sales or gratuitous transfers in a secondary market harmful to the trademark
owner and to the public—that much is uncontroversial. Rather, what is surprising is that these cases give
almost no attention to the well-established doctrines that are addressed to such an injury: contributory
infringement liability and the first-sale doctrine.”

IV. CONCLUSION

69. See, e.g., Payless, 998 F.2d at 989 (“Reebok contended that such confusion occurs, for example, when a consumer
observes someone wearing a pair of Payless accused shoes and believes that the shoes are Reebok’s. As a consequence, the
consumer may attribute any perceived inferior quality of Payless shoes to Reebok, thus damaging Reebok’s reputation and
image. . . We agree with Reebok that the district court abused its discretion in failing to adequately consider the extent of such
post-sale confusion.”); Lois Sportswear U.S.A., Inc. v. Levi Strauss & Co., 799 F.2d 867, 872—73 (2d Cir. 1986) (“[P]ost-sale
confusion would involve consumers seeing appellant’s jeans outside of the retail store, perhaps being worn by a passer-by. The
confusion the Act seeks to prevent in this context is that a consumer seeing the familiar stitching pattern will associate the jeans
with appellee and that association will influence his buying decisions.”); Levi Strauss & Co. v. Blue Bell, Inc., 632 F.2d 817, 822
(9th Cir. 1980) (Wrangler’s use of its projecting label is likely to cause confusion among prospective purchasers who carry even
an imperfect recollection of Strauss’s mark and who observe Wrangler’s projecting label after the point of sale.”); Cartier v.
Aaron Faber Inc., 396 F. Supp. 2d 356, 361 (S.D.N.Y. 2005) (“Individuals viewing the watches on a purchaser’s wrist would be
misled as to the true nature of the watch’s craftsmanship, and any effect such identification might have on Cartier’s goodwill with
the public is actionable.”); Car-Freshener Corp. v. Big Lots Stores, Inc., 314 F. Supp. 2d 145, 153 (N.D.N.Y. 2004).

70. Robert C. Denicola, Trademarks as Speech: Constitutional Implications of the Emerging Rationales for the Protection
of Trade Symbols, 1982 Wis. L. Rev. 158, 162 note 18 (emphasis added).

* [Editors’ note: We will address contributory liability in section C of this Chapter. We will address the
trademark first sale doctrine in Chapter 8, section B.]
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I have argued in the past that the peculiarities of American competition and free expression
policy—the latter of constitutional dimension—suggest that using post-sale confusion liability as a tool to
facilitate conspicuous consumption is unsound as a matter of doctrine, policy, and constitutional law.
These objections aside, bystander and downstream confusion might be rendered sound doctrinally, for
example by imposing burdens of proof to inhibit undue speculation and by shifting analysis of implicated
cases to more authoritative and generally-applicable doctrines such as the contributory liability and first-
sale doctrines. But status confusion does not seem to be susceptible to such a fix, and indeed would be
directly threatened by such reforms. The lumping together of various—often superfluous—theories of
liability together with status confusion under the overarching rubric of “post-sale confusion” is thus
revealed for the kludgy obfuscation that it is.

Question

Professors Kai Raustiala and Christopher Sprigman have argued that post-sale confusion is real,
and may harm the trademark owner, but that it occurs only rarely. They recommend that courts require
trademark owners to provide more careful proof of likelihood of confusion, and a clear connection to
resulting harm. See Kai Raustiala & Christopher Jon Sprigman, Rethinking Post-Sale Confusion, 108
Trademark Rep. 1 (2018). Would that solve the problems identified by Professor Sheff? If not, why not?

Page 447. Add to the end of Question 3.

The district court agreed that the Skechers tags could eliminate point-of-sale confusion, but found
confusion to be likely nonetheless, because of the high probability of post-sale confusion, and entered a
preliminary injunction forbidding Skechers from continuing to sell the pictured Cross Court shoe. On
appeal, the 9" Circuit affirmed the determination that adidas had shown a likelihood of success on its
trademark infringement claim. The court, however, concluded that the district court had abused its
discretion in enjoining sales of the Cross Court shoe, because adidas had failed to show irreparable harm.

adidas's theory of harm is in tension with the theory of customer confusion
that adidas has advanced to establish a likelihood of success on the merits. adidas did not
argue in the district court, and has not argued on appeal, that a Cross Court purchaser
would mistakenly believe he had bought adidas shoes at the time of sale. Indeed, this
argument  would be implausible because the Cross Court contains
numerous Skechers logos and identifying features. Instead, adidas argues only
that after the sale, someone else looking at a Cross Court shoe from afar or in passing
might not notice the Skechers logos and thus might mistake it for an adidas.

The tension between adidas's consumer confusion and irreparable harm theories,
then, boils down to this: How would consumers who confused Cross Courts
for adidas shoes be able to surmise, from afar, that those shoes were low quality? If the
"misled" consumers could not assess the quality of the shoe from afar, why would they
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think any differently about adidas's products? How could adidas's "premium™ brand
possibly be hurt by any confusion?

Indeed, such a claim is counterintuitive. If a consumer viewed a shoe from such a
distance that she could not notice its Skechers logos, it is unlikely she would be able to
reasonably assess the quality of the shoes. And the consumer could not conflate adidas's
brand with Skechers's supposedly "discount™ reputation if she did not know the price of
the shoe and was too far away to tell whether the shoe might be a Skechers to begin with.
In short, even if Skechers does make inferior products (or even if consumers tend to think
s0), there is no evidence that adidas's theory of post-sale confusion would cause
consumers to associate such lesser-quality products with adidas. And, even if we agree
with the district court that some consumers are likely to be confused as to the maker of
the Cross Court shoe, we cannot simply assume that such confusion will
cause adidas irreparable harm where, as here, adidas has failed to provide concrete
evidence that it will.

Adidas America, Inc. v. Skechers, USA, 890 F.3d 747 (9" Cir. 2018).

Page 447. Add the following case after the Questions.

Springboards to Education v. Houston Independent School District, 912 F.3d 805 (5" Cir.
2019). Springboards to Education is an educational services company that markets its products and
services to school districts. In 2005, Springboards launched its “Read a Million Words” campaign,
designed to motivate students to read books by promising that students who reach their reading goals will
win the “Millionaire Reader award” and be inducted into the “Millionaire Reading Club.” Springboards
supplies schools that purchase the program with certificates, t-shirts, drawstring backpacks, fake money,
and other items to be given to participating students. Springboard holds trademark or service mark
registrations for READ A MILLION WORDS, MILLION DOLLAR READER, MILLIONAIRE
READER, and MILLIONAIRE READING CLUB. Houston Independent School District is not a
Springboards customer. In 2008, the district started a summer reading program, which it called the
Houston ISD Millionaire Club. The program offered incentives for participating students to read five
books over the summer; it explained the “Millionaire” name as inspired by a calculation that if every one
of the district’s more than 200,000 students read five books, that would total more than one million
books. The district distributed certificates, t-shirts, backpacks, and fake money to participants, all labeled
“Houston ISD Millionaire Club.” Springboards sued the district for trademark infringement. The trial
court granted the district’s summary judgment motion, and Springboards appealed. The Fifth Circuit
affirmed, holding that no reasonable jury could find that the allegedly infringing uses created a likelihood
of confusion.

To prove infringement, Springboards must show that HISD's use of "Houston
ISD Millionaire Club" “create[d] a likelihood of confusion in the minds of potential
consumers as to the source, affiliation, or sponsorship™ of HISD's products or services.
[Citation] In other words, Springboards must show that potential consumers, when
confronted with "Houston ISD Millionaire Club," would believe Springboards is
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somehow affiliated with HISD's summer-reading program or the branded incentive items
and informational material HISD distributed in connection with its summer-reading
program.

In assessing likelihood of confusion, we examine eight nonexhaustive "digits of
confusion™...

We will examine each digit in turn. But given the atypical facts of this case, we
first digress to consider the context in which this dispute arises. . . .

We begin our detour by stating what is perhaps obvious, though easy to lose sight
of when considering some of the parties' arguments: Springboards brings a trademark
claim—not a patent claim. Accordingly, Springboards does not challenge HISD's use of
a monetary-themed incentive-based literacy program. HISD could have copied the
methodologies used in the Read a Million Words campaign step by step, and, whatever
other problems that might have engendered, as long as it used clearly distinguishable
nomenclature, Springboards would have no argument that HISD violated the Lanham Act
in doing so. Thus, although the similarity between the parties' products and services is a
digit of confusion relevant to the analysis, the focus of the analysis is on whether HISD
misappropriated Springboards' marks, not whether HISD misappropriated Springboards'
literacy-promotion methods.

Next, we must identify the class of consumers at risk of confusion and the point
in the transaction at which the risk of confusion arises. [Citations.] In the typical
likelihood-of-confusion case, these questions require little inquiry. Normally, the alleged
infringer appropriates the senior mark user's goodwill by selling a product or service that
the consumer might mistake as being in some manner affiliated with the senior mark
user. [Citation.] The risk in such a case is that the purchaser will be confused at the point
of the sale. . ..

The relevant risk of confusion is not as clear in this case. Springboards' business
model is premised on marketing the Read a Million Words campaign to school districts
and selling those districts the products and services needed to implement the campaign.
But Springboards does not allege that HISD directly competed with it by marketing the
Houston ISD Millionaire Club to outside school districts. Rather, Springboards argues
that HISD itself would have purchased Springboards' services were it not infringing on
those services. Springboards does not argue—and it would be nonsensical to argue—that
HISD confused itself into developing its own literacy program thinking that it was
instead purchasing Springboards' program. The archetype therefore does not fit this case.
But Springboards alludes to alternative sources of confusion, which we briefly explore.

Springboards suggests HISD's students and their parents might have been
confused into thinking that HISD was using Springboards' program instead of its own.
Regardless of whether that might have been the case, HISD's students and their parents
are not the appropriate focus of the likelihood-of-confusion analysis. Although the
ultimate recipients of HISD's services and products, the students and their parents were
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not purchasers in any ordinary sense. . . . Here, absent any evidence that HISD students
or their parents exercise any influence over HISD's purchasing decisions, we need not
consider the likelihood that HISD students and parents were confused about
Springboards' role in the Houston ISD Millionaire Club initiative.

Next, Springboards suggests there is a risk that third-party educators were
confused. Courts call this genus of confusion postsale confusion.... In such cases, the
purchaser of the infringing product or service understands the product or service is not
affiliated with the senior mark user, but there remains a likelihood of confusion in third-
party potential purchasers. [Citation.]

[T]here is some risk that if HISD's literacy program were inferior to
Springboards' literacy program, then Springboards' potential customers might be deterred
from purchasing Springboards' products and services by a mistaken association between
HISD and Springboards. This would be actionable. We therefore focus our digits-of-
confusion analysis on whether there is a probability that HISD's use of "Houston ISD
Millionaire Club™ would confuse third-party educators into believing that Springboards is
affiliated with Houston's summer-reading program.

Looking to the digits of confusion for guidance, we conclude that no reasonable
jury could find a likelihood of confusion. Springboards' marks are not widely known and
are similar or identical to multiple third-party marks. HISD did not market the Houston
ISD Millionaire Club to Springboards' potential customers—i.e., third-party school
districts. There is no evidence of an intent to confuse. And Springboards' potential
customers are sophisticated institutional purchasers that are not easily confused. The only
digit pointing unwaveringly in Springboards' favor is the similarity of the products. But
even this does not strongly suggest a likelihood of confusion given the popularity of
millionaire-themed literacy programs. Otherwise, there is some overlap in markets
considering that HISD is a school district and Springboards markets to school districts,
but the importance of this digit is undercut by the fact that HISD did not market the
Houston I1SD Millionaire Club externally.

Accordingly, the great weight of the digits suggests there is no likelihood of
confusion.

¢. Reverse Confusion
Page 455. Correct the citation at the end of Question 4

The correct citation is Uber Promotions, Inc. v. Uber Technologies, Inc., 162 F. Supp. 3d 1253
(N.D. Fla. 2016).
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Page 455. Add new Question 6.

6. Artistry, Ltd, is a small, family-owned jewelry wholesale company based in Skokie, Illinois
that has been operating under that name since 1982. It sells jewelry to independent jewelers and high-end
department stores. Sterling Jewelers owns the Kay Jewelers and Jared chains of jewelry stores, and is the
largest specialty jewelry retailer in the US. In 2012, Sterling introduced its “Artistry Diamond
Collection” to all of its Kay stores. Artistry, Ltd. worries that if its customers believe that it sells
diamonds to mass-market mall jewelry stores like Kay, its exclusive customers will lose confidence in the
quality of its products. It asked Sterling to rename its collection. Sterling declined and filed an action
seeking a declaratory judgment that its use of the word “Artistry” did not infringe Artistry, Ltd.’s mark.
How should the court analyze the likelihood of confusion? See Sterling Jewelers v Artistry Ltd., 896 F3d
752 (6™ Cir. 2018).

Page 463. Insert new Question 5.

5. Since 1980, a Nevada shipping company named Prime, Inc. has provided transportation,
trucking, and shipping services, operating a large fleet of refrigerated, flatbed, and tanker trucks. Prime
Inc. adopted the PRIME INC mark in 1980. The company uses the PRIME INC mark on its website,
advertising, and business documents and also puts the PRIME INC logo on all of its trucks:

In 2005, Amazon.com introduced a subscription service it named “Amazon Prime.” Initially, Amazon
Prime allowed customers to pay an annual subscription fee in order to receive free 2-day shipping on all
orders. Amazon later expanded the program to include streaming music and video and special deals and
discounts. To facilitate speedy and cost-effective deliveries, Amazon formed Amazon Logistics, a
business that contracts with independent local delivery services, which transport packages from Amazon
shipping and sorting facilities to customers’ homes. Three years ago, Amazon introduced Amazon Prime
branded delivery vehicles, which it makes available to its delivery partners for lease or purchase. Those
vehicles are decorated with Amazon’s marks and logos:
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Prime, Inc. sued Amazon for trademark infringement, claiming that Amazon’s use of the word PRIME on
its vehicles has caused and will continue to cause significant consumer confusion. Which of the different
theories of consumer confusion are implicated by these facts? What should Prime, Inc. need to show in
order to recover on each of those theories? See New Prime, Inc., v. Amazon Technologies, Inc., No. 6:19-
cv-3236 (W.D. Mo., filed July 2, 2019).

C. Secondary Liability for Trademark Infringement
Page 469. Add new Questions 3 and 4.

3. Jeremy Sheff, supra this Supplement Chapter 6.B.3, suggests that downstream confusion
should be addressed as a potential species of contributory infringement rather than as a basis for direct
infringement liability. Do you agree? How would you analyze the lawsuit that adidas brought against
Skechers over the infringement of adidas’s three stripe design as a contributory infringement case?

4. Recall the facts of Ohio State v. Redbubble, supra this Supplement Chapter 6.A. The district
court granted Redbubble’s motion for summary judgment on Ohio State’s claim of direct trademark
infringement. Ohio State’s Complaint did not include either a vicarious liability or a contributory
infringement claim, so the district court did not have an opportunity to address Redbubble’s potential
secondary liability. Would either claim have been stronger than the direct infringement claim? Why or
why not?
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CHAPTER 7: SECTION 43(A)(1)(A) OF THE LANHAM ACT

A. Unregistered Marks

1. Application to Traditional Trademark and Trade Dress Cases
Page 478. Delete DC Comics v. Powers and substitute the following case.
VIACOM INT'L, INC. V. IJR CAPITAL INVS., L.L.C.
891 F.3d 178 (5th Cir. 2018)

PRISCILLA R. OWEN, CIRCUIT JUDGE:

Viacom International, Inc. (Viacom) sued IJR Capital Investments, L.L.C. (IJR) for infringing on its
common law trademark of The Krusty Krab—a fictional restaurant in the popular "SpongeBob
SquarePants™ animated television series—after 1JR took steps to open seafood restaurants using the same
name. The district court granted summary judgment to Viacom on its trademark infringement and unfair
competition claims. 1JR appeals, asserting that Viacom does not have a valid trademark for The Krusty
Krab and that its seafood restaurants would not create a likelihood of confusion between the two marks.
We affirm the judgment of the district court.

In 1999, Viacom launched the animated television series "SpongeBob SquarePants" on its
Nickelodeon network. The show revolves around SpongeBob SquarePants, a sea sponge that wears
square shorts, lives in an underwater pineapple, and works at the fictional The Krusty Krab restaurant as a
fry cook with an array of characters including a cranky co-worker and the owner of The Krusty Krab. The
show has become the most-watched animated television series for 15 consecutive years, with over 73
million viewers in the second quarter of 2016 alone. While the audience is predominately comprised of
children, one-third of all viewers are 18 or older.

The fast food restaurant The Krusty Krab played a prominent role in the pilot episode of the series
and has appeared in 166 of 203 episodes. The Krusty Krab was featured in two "SpongeBob SquarePants"
feature films that grossed $470 million (and incurred $197 million in promotional expenses). The Krusty
Krab Restaurant is also an element of Viacom's mobile app "SpongeBob Moves In" (seven million global
downloads), appears in a play called The SpongeBob Musical, and is frequently mentioned in the
franchise's advertisements and online outreach (approximately seven million page views across platforms
per week). The press has referenced The Krusty Krab many times when discussing the show.

The Krusty Krab is ... licensed to third parties for a variety of products [, which] include: licensed
Krusty Krab playsets from Just Play, Mattel, The LEGO Company, and Mega Brands, Inc. ($1.4 million
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in royalties since 2009), the video game “"SpongeBob SquarePants Creature from The Krusty Krab" (over
one million units), The Krusty Krab aquarium accessories (187,000 units), reusable franchise-themed
stickers of The Krusty Krab, The Krusty Krab shirts sold at The SpongeBob Store at Universal Studios,
Florida, and more. Viacom has never attempted to license The Krusty Krab mark to a restaurant.
However, Viacom's subsidiary company Paramount Pictures Corporation did license Bubba Gump
Shrimp Co. for seafood restaurants based on the fictional business from the 1994 movie "Forrest Gump."

In 2014, IJR's owner, Javier Ramos, decided to open seafood restaurants in California and Texas.
Ramos asserts that he was describing the crusted glaze applied to cooked seafood when his friend Ivan
Murillo suggested naming the restaurant Crusted Crab, which quickly became The Krusty Krab. Both
Murillo and Ramos deny having considered SpongeBob during this conversation, however Murillo has
since stated that those who see the name may think of the restaurant from “"SpongeBob SquarePants."
Also, an IJR investor mentioned SpongeBob "out of the blue™ while discussing the restaurant. Ramos said
that he first became aware of the fictional restaurant from “"SpongeBob SquarePants” when he performed
a search using Google to determine if there were restaurants with a name similar to The Krusty Krab.

Beyond filing an intent-to-use trademark application, IJR also developed a business plan [which] . . .
included a logo for the restaurant and described the eatery as a "Cajun seafood restaurant” that would sell
shrimp, crawfish, and po-boys. IJR intended to target families, singles, and students through print, radio,
and online advertisements. The business plan makes no reference to the SpongeBob franchise or the
fictional restaurant The Krusty Krab. . . .

Viacom asserted nine claims against IJR including unfair competition under the Lanham Act and
trademark infringement under Texas common law. ...

... Viacom filed a motion for summary judgment on eight of its nine claims.

... The district court then granted, in part, Viacom's summary judgment motion on its common law
trademark infringement and Lanham Act unfair competition claims.

A trademark infringement action under Texas common law is analyzed in the same manner as a
Lanham Act claim. For Viacom to prevail on these claims, it must show (1) that it owns a legally
protectable mark in The Krusty Krab and (2) that 1JR's use of the mark creates a likelihood of confusion
as to source, affiliation, or sponsorship.
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... While Viacom has never registered The Krusty Krab mark, the Supreme Court has held that the
Lanham Act "protects qualifying unregistered marks.™ ...Viacom's mark is legally protectable if it
establishes ownership by demonstrating that it uses The Krusty Krab as a source identifier...[t]he two
issues are separate questions, and because the use-as-a-source-indicator requirement is at issue in this case
Viacom must establish both use and distinctiveness...

... [W]e address a threshold question: Can specific elements from within a television show—as
opposed to the title of the show itself—receive trademark protection? We conclude that they can. While
this court has never explored this precise issue, we have affirmed a judgment against the junior use of
Conan the Barbarian—the title character of a comic book series—in a restaurant concept. This holding
suggests that trademark protection may be granted to certain characters, places, and elements of a broader
entertainment entity. Additionally, other courts have unequivocally extended this protection to fictional
elements of entertainment franchises. In Warner Bros., Inc. v. Gay Toys, Inc.,*® the Second Circuit held
that trademark protection may extend "to the specific ingredients of a successful T.V. series” [and] . . .
that the General Lee—an orange muscle car with a Confederate flag emblem that was "prominently
featured" on the successful television series "The Dukes of Hazzard"—fell "within the ambit of Section
43(a)" of the Lanham Act. Subsequently, the Seventh Circuit also affirmed an injunction barring the
junior user from making a model of the "General Lee."* The underlying purposes of trademark are to
protect goodwill and "to protect consumers against confusion and monopoly,” and "to protect the
investment of producers in their trade names to which goodwill may have accrued and which goodwill
free-riders may attempt to appropriate by using the first producer's mark, or one that is deceptively
similar.” [Citation.] Extending trademark protection to elements of television shows that serve as source
identifiers can serve those purposes.

...[U]se within a popular television series does not necessarily mean that the mark is used as a source
identifier.? "The salient question™ is whether The Krusty Krab mark, "as used, will be recognized in itself
as an indication of origin for the particular product or service."?* If the mark “creates a separate and
distinct commercial impression . . . [it] performs the trademark function of identifying the source.”
[Citation.] In evaluating whether elements of a television series are trademarks, the focus is on the role
that the element plays within the show and not the overall success or recognition of the show itself. When
an element only occasionally appears in a successful television series, the indication-of-origin
requirement may not be met. [Citation.]

5. Sugar Busters LLC v. Brennan, 177 F.3d 258, 267 (5th Cir. 1999) (citing Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S.
763, 768, 112 S. Ct. 2753, 120 L. Ed. 2d 615 (1992)).

18. 658 F.2d 76 (2d Cir. 1981).

21. See Processed Plastic Co. v. Warner Commc'ns, Inc., 675 F.2d 852 (7th Cir. 1982).

23. See Paramount Pictures Corp. v. Romulan Invasions, 7 U.S.P.Q.2d 1897, 1900 (T.T.A.B. 1988) (holding that the term
Romulan from "Star Trek" does not fulfill “the requirement that a mark identify and distinguish the goods or services").

24. In re Morganroth, 208 U.S.P.Q. 284, 287 (T.T.A.B. 1980) (emphasis added); see also 1 MCCARTHY § 3.4 ("The key
question is whether, as actually used, the designation is likely to be recognized in and of itself as an indication of origin for this
particular product or service." (citing Textron Inc. v. Cardinal Eng'g Corp., 164 U.S.P.Q. 397, 399 (T.T.A.B. 1969))); [citation].
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For instance, in Paramount Pictures Corp. v. Romulan Invasions, Paramount . . . sought trademark
protection on the Romulan mark, a fictional alien race in the "Star Trek" series. The Romulan mark was
featured in television episodes, movies, books, licensed plastic spaceship models and dolls, puzzles,
games, and more. The Trademark Trial and Appeal Board concluded that the mark was "only" used "from
time to time™ and held that Paramount "failed to establish any use of the term Romulan . . . as a mark to
distinguish its services." [Citation.] Star Trek fans may vehemently disagree with this analysis as a
factual matter. However, we cite this decision to illustrate the conceptual aspects of the law in this area.

When an element plays a more central role in a franchise, trademark protection is ordinarily granted.
For example, the Southern District of New York held that the Daily Planet, the employer of Clark Kent in
"Superman,” was a common law trademark because "[t]he totality of evidence demonstrates that the Daily
Planet has over the years become inextricably woven into the fabric of the Superman story."® Twenty-
five years later, the Southern District of New York also held that Kryptonite—a registered trademark—
was a protectable ingredient of the broader "Superman” franchise because it is "a staple of the Superman
character and story,” the mark "is immediately recognized or associated with the character Superman,”
and it "identif[ies] the entertainment and other goods and services created, distributed and/or licensed by
or on behalf of DC Comics." Likewise, the Second and Seventh Circuits granted trademark protection to
the General Lee from "The Dukes of Hazzard" because of its critical role in the television series.? The
Fifth Circuit has upheld trademark protection for a cartoon character that was central to the comic strip.®

The Krusty Krab is analogous to protected marks like the Daily Planet, General Lee, and Conan the
Barbarian. The mark . . . appears in over 80% of episodes, plays a prominent role in the SpongeBob films
and musical, and is featured online, in video games, and on licensed merchandise. The Krusty Krab's
central role in the multi-billion dollar SpongeBob franchise is strong evidence that it is recognized in
itself as an indication of origin for Viacom's licensed goods and television services.

The Krusty Krab's key role in "SpongeBob SquarePants™ coupled with the consistent use of the mark
on licensed products establishes ownership of the mark because of its immediate recognition as an
identifier of the source for goods and services.

v

[The court found it unnecessary to address the inherent distinctiveness of The Krusty Krab mark as it
found plaintiff clearly established secondary meaning and thus owned a protectable mark].

30. DC Comics, Inc. v. Powers, 465 F. Supp. 843, 847 (S.D.N.Y. 1978).

31. DC Comics v. Kryptonite Corp., 336 F. Supp.2d 324, 332 (S.D.N.Y. 2004).

32. See Processed Plastic Co. v. Warner Commc'ns, Inc., 675 F.2d 852 (7th Cir. 1982); Warner Bros, Inc. v. Gay Toys, Inc.,
658 F.2d 76 (2d Cir. 1981).

33. See Conan Props., Inc. v. Conans Pizza, Inc., 752 F.2d 145, 150 (5th Cir. 1985) (the cartoon Conan the Barbarian).
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Viacom must also prove that 1JR's use of The Krusty Krab creates a likelihood of confusion as to
source, affiliation, or sponsorship. It has met that burden.

To assess whether use of a mark creates a likelihood of confusion as to affiliation, sponsorship, or
source, this court considers the so-called "digits of confusion.” ... that includes the following seven
factors:

(1) the type of mark allegedly infringed; (2) the similarity between the two marks; (3) the similarity
of the products or services; (4) the identity of retail outlets and purchasers; (5) the identity of the
advertising media used; (6) the defendant's intent; and (7) any evidence of actual confusion. [Citation.]

At times, our court has listed eight factors, the additional one being “the degree of care exercised by
potential purchasers." [Citation.] However, neither of the parties in the present case, nor the district court,
has discussed that factor. In any event, “[n]o single factor is dispositive, and a finding of a likelihood of
confusion need not be supported by a majority of the factors.” [Citation.]

. DR has not yet opened its restaurant. However, IJR has filed an intent-to-use trademark
application for the name "The Krusty Krab™ in restaurant services. It has also taken steps towards opening
the restaurant such as leasing property, procuring equipment, purchasing domain names, and developing a
comprehensive business plan. ...

Strong marks are entitled to more protection because there is a greater likelihood "that consumers will
confuse the junior user's use with that of the senior user." [Citation.] Viacom's mark is strong because it
has acquired distinctiveness through secondary meaning. Therefore the first digit weighs in favor of a
likelihood of confusion.

Assessing the similarity of the marks "requires consideration of the marks' appearance, sound, and
meaning.” [Citation.] Viacom's The Krusty Krab is a word mark, and IJR's mark has identical spelling
and pronunciation, including the unconventional use of K's instead of C's. ... IJR's mark is verbatim the
same and there is no genuine issue of material fact with respect to this digit of confusion. Logos for the
two marks may differ, but the words themselves are indistinguishable and would likely confuse
consumers as to the source, affiliation or sponsorship of 1JR's The Krusty Krab restaurant.

... The more similar the products and services, the greater the likelihood of confusion. Viacom's The
Krusty Krab has a distinct theme as a fictional hamburger restaurant, whereas IJR has not fully developed
a theme for its planned seafood restaurant. Existing context suggests that the restaurants will have little
thematic overlap. For example, IJR's business plan never references SpongeBob, and 1JR's sample menu
serves po-boys and boiled seafood, not fast food hamburgers. While there is little evidence of thematic
overlap between the restaurants, IJR nevertheless plans to open a restaurant, and given the success of
SpongeBob, that indicates a likelihood of confusion.

Furthermore, "[t]he danger of affiliation or sponsorship confusion increases when the junior user's
services are in a market that is one into which the senior user would naturally expand.” [Citation.] In
Conan Properties, Inc. v. Conans Pizza, Inc., this court recognized the logical extension of fictional
characters to restaurants, explaining that "today's consumers expect [cartoon character] endorsements and
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act favorably toward them™ in the restaurant setting. Here, both marks already identify restaurants.
Furthermore Viacom could naturally develop a real The Krusty Krab restaurant based on the fictional
eatery, as its subsidiary did when it licensed Bubba Gump Shrimp Co., a fictional business in the movie
"Forrest Gump,” to create a chain of real seafood restaurants. A reasonable jury would find that factor
three favors a likelihood of confusion.

... The greater the overlap between retail outlets and purchasers, the greater the likelihood of
confusion. [Citation.] 1JR does not yet have a retail outlet or customers, but its business plan and
Ramos's testimony provide context. IJR plans to open restaurants in California and Texas, and it intends
to target "the general public,” particularly “families, singles, and students . . . as well as the area's work
force." At this general level of abstraction, Viacom also targets the general public, including residents of
California and Texas. Based on this broad overlap, the district court found that factor four weighed in
Viacom's favor. However, there are substantial differences in the retail outlets and the predominant
purchasers that mitigate the possibility of confusion.

The retail outlets have little overlap, as Viacom presumably targets television viewers, toy stores, and
online retailers, whereas IJR's services will only be available in brick-and-mortar restaurants. This court
previously held that when a senior user distributes primarily through grocery stores and a junior user
distributes exclusively through fast food outlets, there are basic differences in modes of distribution even
if the senior user also distributes some of its product through fast food outlets. [Citation.] Likewise,
Viacom and IJR would have different retail outlets even if there were marginal overlap.

There is some overlap in purchasers—IJR targets families, two-thirds of SpongeBob viewers are
children, and one-third of viewers are technically adults—but the core consumers of each mark are
dissimilar....[S]ubstantial dissimilarities existed when the junior user's fast-food pizza patrons were
"primarily young (85.6% under 35 years of age), single (61%) males (63.3%)," while the senior user's
purchasers of sugar in grocery stores were "predominately middle-aged housewives."®® There is no
empirical data in the present case, and it is not clear how much the identity of consumers and purchasers
would overlap. SpongeBob predominately targets children and young adults through mostly digital
channels, whereas IJR's retail outlets would be physical restaurants. However, it is reasonable to infer that
some children who are SpongeBob fans would influence their parents' or caretakers' decision to eat at a
Krusty Krab restaurant, and that adult SpongeBob fans might well dine at a Krusty Krab restaurant, at
least once, due to the name. But the extent of the overlap between purchasers cannot be gauged
adequately on the record before us.

..."The greater the similarity in the [advertising] campaigns, the greater the likelihood of confusion.”
[Citation] Ramos has testified, and IJR's business plan confirms, that IJR will advertise through
traditional media such as television and print, as well as online media including social networks and
"Google ads." Viacom advertises "SpongeBob SquarePants™ on television—and through it The Krusty
Krab mark—and it also promotes the mark online.

83. Domino’s Pizza, 615 F.2d at 262.
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...Absent any existing advertising by IR, it is difficult to assess the similarity between the
campaigns. ... [W]hile there is substantial overlap in the abstract, without specific advertising content,
digit five does not weigh in favor of a likelihood of confusion.

.... "Although not necessary to a finding of likelihood of confusion, a defendant's intent to confuse
may alone be sufficient to justify an inference that there is a likelihood of confusion." [Citation.] The
relevant inquiry is whether IJR intended to derive benefits from Viacom'’s reputation by using The Krusty
Krab mark. [Citation.] Evidence that a defendant intends to "pass off" its product as that of another can
be found through imitation of packaging, similar distribution methods, and more. [Citation.]

The district court . . . held that 1JR acted in bad faith because Murillo associated the phrase The
Krusty Krab with "SpongeBob SquarePants” and Ramos was aware of Viacom's use of the mark before
he submitted his trademark application. Murillo's word association, without more, does not establish bad
faith at summary judgment. Furthermore ... this court has held that, ""'mere awareness' of the senior user's
mark does not 'establish[] . . . bad intent.”" [Citation.] Also, Murillo averred that he never mentioned
SpongeBob during his discussions with Ramos, and IJR asserted that the original Crusted Crab name was
created to reference seafood with a crust on it and that the spelling modification was a stylistic decision.

While a jury may disbelieve IJR, at the summary judgment stage there is a genuine issue of material
fact as to whether IJR intended to derive benefits from Viacom's The Krusty Krab. At summary
judgment, this court must "disregard all evidence favorable to the moving party that the jury is not
required to believe,” and "construe all the evidence and reasonable inferences ... in a light most favorable
to [IJR]." [Citations.] The district court erred in inferring bad intent, as evidence of 1JR's malevolence is
circumstantial. Accordingly, this digit does not support a finding of a likelihood of confusion.

The seventh digit is evidence of actual confusion. This is the "best evidence of a likelihood of
confusion.” Even if initial consumer confusion is quickly dispelled, this initial misunderstanding is
evidence of confusion. "To show actual confusion, a plaintiff may rely on anecdotal instances of
consumer confusion or consumer surveys." Viacom commissioned Dr. Blair to perform a consumer
survey, and it found that 30% of respondents indicated that a restaurant named The Krusty Krab was
"operated by, affiliated or connected with, or approved or sponsored by Viacom" and that 35% of
respondents associated such a restaurant with Viacom. There is also anecdotal evidence of confusion:
Ivan Murillo admitted that The Krusty Krab calls to mind "SpongeBob SquarePants,” and an 1JR investor
mentioned SpongeBob "out of the blue" while discussing the restaurant.

The district court admitted Dr. Blair's report over IJR's objections... Construing all evidence in IJR's
favor, Blair's survey has probative value and there is anecdotal evidence of actual confusion. We therefore
conclude that this digit weighs in favor of a likelihood of confusion.

... The digits of confusion—particularly the strength of Viacom's mark, the identical spelling and
pronunciation of the marks, both marks' identification of restaurants, and evidence of actual confusion—
dictate that 1JR's use of the mark infringes on Viacom's trademark. By creating a connection in the
consumer's mind between 1JR's restaurant-in-development and The Krusty Krab from "SpongeBob
SquarePants," there is an impermissible likelihood of confusion as to source, affiliation, or sponsorship.

99. Elvis Presley Enters., Inc. v. Capece, 141 F.3d 188, 203-04 (5™ Cir. 1998) (quoting Domino’s Pizza, 615 F.2d at 263).
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... This case squarely falls within the protection of the Lanham Act and consumers would affiliate
Viacom's legally protectable The Krusty Krab mark with IJR's seafood restaurant by the same name.

For the foregoing reasons, we AFFIRM the judgment of the district court.

Page 482. Delete Question 2, renumber Question 1 as Question 3 and Questions 3 and 4 as
Questions 4 and 5 and insert new Questions 1 and 2:

1. The Viacom court found plaintiff had secured both common law rights and protection under
Section 43(a) of the Lanham Act for The Krusty Krab mark. These rights arose from Viacom’s use of the
name of its fictional restaurant in the SpongeBob SquarePants entertainment property as well from its use
on a variety of licensed products. Did the court adequately distinguish these two types of uses in
determining that plaintiff had protectable rights?

2. In the Batman movie The Dark Knight Rises, the character of Catwoman used a program
called the “Clean Slate” to hack into computers to erase criminal history material. Fortres sells a CLEAN
SLATE desktop management program and alleged that sales fell after the movie’s release. It asserted a
claim of reverse confusion, which was rejected by the court. Would the result have been different if
Batman’s licensed products, such as video games, used the “Clean Slate” term? See Fortres Grand Corp.
v. Warner Bros. Entertainment, Inc., 763 F.3d 696 (7™ Cir. 2014), in the casebook Chapter 6.B.3.c at page
451.

Page 505. Add Questions 5 and 6

5. The TTAB, relying in part on the Qualitex decision in the casebook, Chapter 2.A.3, affirmed
refusal to register the following color mark, finding that a series of colors without a placement in a
particular manner cannot be inherently distinctive. The mark covered metal working products. The
drawing is shown below:

and the mark is described as: “The colors black, yellow and red are claimed as features of the mark. The
mark consists of the colors red into yellow with a black banner located near the top as applied to
packaging for the goods. The dotted lines merely depict placement of the mark on the packing backer
card.” Examples of packaging show that the color pattern is used in different ways depending on the
shape of the packaging, as shown in the examples below:
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Recall Two Pesos in the casebook, Chapter 7.A.1. Do you agree with the Board’s conclusion that
a series of multiple colors cannot be inherently distinctive? Is this result mandated by the Qualitex
decision that involved a single overall color on a product? Would Forney fare better in an infringement
context by asserting the overall trade dress of itS packaging is inherently distinctive? See In re Forney
Industries, Inc., 127 U.S.P.Q.2d 1787 (T.T.A.B. 2018).

6. Nestlé owns the worldwide rights to the mark NESPRESSO for coffee, expresso and expresso
machines and owns U.S. trademark registrations for NESPRESSO for these products and a trademark
application for the shape of coffee capsules for the NESPRESSO coffee machine. Nespresso USA, Inc.,
the exclusive U.S. NESPRESSO licensee, has sued Williams-Sonoma (“W-S”), a high-end retail store
chain that has sold NESPRESSO products for nearly 10 years. Nespresso USA alleges that the
NESPRESSO coffee and coffee machine products have been sold for nearly 30 years, with very
substantial advertising and promotion in a wide variety of media in the hundreds of millions of dollars
worldwide and with U.S. sales in the hundreds of millions of dollars. Nespresso USA further alleges W-S,
which has sold genuine NESPRESSO products for nearly 10 years, has now commenced selling and
promoting its own WILLIAMS-SONOMA coffee capsules that mimic the shape and colors of the
NESPRESSO capsules in packaging that also resembles Nespresso’s. Further, Nespresso USA alleges
that W-S promotes the compatibility of its coffee capsules with the NESPRESSO coffee machine in its
advertising in which the disclaimer of affiliation is in small print at the bottom. The parties’ respective
capsules and packaging and sample W-S’s compatibility advertising are shown below:
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Williams-Sonoma Capsule Nespresso Capsule

Nespresso USA claims the features: an opaque color; a conical top that has a dimple; sides that
slope slightly downward from the conical top at an angle; sides then sloping downward at a
straight, 180-agree angle until they merge into the bottom of the Capsule; and a circular bottom

that is wider in diameter than the conical top.

Williams-Sonoma Packaging Nespresso Packaging

WILLIAMS
SONDDEA
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Williams-Sonoma Compatibility Ad

INTRODUCING
WILLIAMS SONON
COFILELE CAPSUE

Turm Pomr kitchen into tha uliimots
coltee barwith our premiem colfes copaaile

SHOP OMLINE AND IM STORES =

¢ w O

FOIR TRADE COMPATIRLF L L EROOTH.
CERTIFIED® COFFEE  'WITH NESPRESSC RECTCLABLE COFFESHOUSE
MACHINES FLIVOR ) WATCH THE VIDED

Brsamm Fared “Femamae o mm— e by G e S S T8 T e e e by o w1 S By o

What Lanham Act claims can Nespresso USA assert? What defenses and arguments do you expect W-S
to assert? See Nespresso USA, Inc. v. Williams-Sonoma, Inc., Complaint. Civ. Action 1:19-cv-04223
(S.D.N.Y. May 9, 2019).

B. False Endorsement
Page 536. Add new Question S below:

5. An episode of the reality TV show “Shahs of Sunset” included a brief segment showing
supermodel Janice Dickinson backstage at a charity fashion show. One of the reality show cast members
exclaimed that the model was wearing the silver romper outfit that character was supposed to wear. Janice
Dickinson claims that the filming of her was without her knowledge or consent and constituted false
endorsement and unfair competition. Does she have a viable claim or claims? Would it matter if her
unwilling “cameo” appearance is featured in promotion for the show? What would she need to establish
in order to assert trademark rights in use of her appearance in the episode?

Page 536. Insert the following excerpt after Questions

Barton Beebe, What Trademark Law is Learning from the Right of Publicity, 42 Colum. J.L. &
Arts 389 (2019).

... T]rademark law ... has increasingly taken on the characteristics of right of
publicity law rather than the other way around.
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Consider the requirement ... in trademark law that a plaintiff must show that the
defendant’s mark creates a likelihood of consumer confusion. As many commentators
have suggested, the likelihood of confusion test has arguably mutated into a mere
likelihood of association test, which finds liability if consumers merely associate the
defendant’s mark with the plaintiff, even if consumers are not ultimately confused as to
the true source of the defendant’s goods and even if consumers’ association has no
impact on their purchasing behavior. In its recent opinion in Int’l Info. Sys. Sec.
Certification Consortium, Inc. v. Sec. Univ., the Second Circuit emphatically embraced
this view: “The modern test of infringement is whether the defendant’s use [is] likely to
cause confusion not just as to source, but also as to sponsorship, affiliation or
connection.” [853 F.3d 153, 161 (2016)]. As the Int’l Info. court observed, the shift
toward a mere association standard began at least with the 1962 amendment to Lanham
Act § 32 that deleted from the section the limiting phrase “purchasers as to the source or
origin of such goods or services.” Formerly, conduct was actionable only when it
confused “purchasers” and only when it confused them as to the source of the goods they
were purchasing. With this language removed, explained the Int’l Info. court, “the Act’s
protection against infringement is not limited to any particular type of consumer
confusion, much less exclusively to confusion as to source.

Subsequent developments have only quickened the shift toward a mere
association standard for confusion. ...[T]he merchandising cases of the 1970s and ‘80s
consolidated the principle that a defendant may be liable for merely invoking the
plaintiff’s identity and suggesting to consumers that the plaintiff has endorsed or merely
acceded to the defendant’s conduct. Making matters worse, the Trademark Law Revision
Act of 1988 amended section 43(a) of the Lanham Act to include extraordinarily
capacious language covering the kind of conduct that violates the act. The case law under
section 43(a) now seems to suggest that anyone who does anything referential shall be
liable to any entity that believes that it is “likely to be damaged” by that reference. ... In
sum, what is conventionally recognized as one of the fundamental distinctions between
trademark law and right of publicity law—that the former requires a showing of
consumer confusion while the latter does not—nhas arguably become a distinction without
a difference.

One objection to this characterization of the evolution of the likelihood of
confusion test in trademark law may stem from the claim that only the strongest marks
benefit from the shift toward a mere association test for confusion. But even if this claim
is true, and it likely is not, it simply shows how trademark law has further followed—or
at least paralleled—the example of right of publicity law. Both areas of law increasingly
express the legal logic of the economics of superstars, in which superstars—be they the
strongest marks or the most famous celebrities—dominate their markets and further
enable themselves to do so by promoting legal rules designed to protect and enhance their
superstar status. In both areas of law, the stronger benefit from broader protection.

But probably the best expression of the mutation of trademark law into a right of
publicity law for persons both natural and corporate is antidilution protection. Here, the
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majority of courts interpret the anti-blurring provisions of the Lanham Act to require that
the plaintiff show only that consumers associate the defendant’s mark with the plaintiff’s
in order to trigger a finding of blurring. The leading survey method for dilution by
blurring simply asks respondents what comes to their minds when they are exposed to the
defendant’s mark; if respondents identify the plaintiff, then this is taken as evidence of
blurring.

Questions

1. Do you agree with Professor Beebe that the inclusion of association confusion in addition to
source confusion is a troubling development in trademark law? Does it make sense to give greater
protection to the strongest marks and to the most well-known personalities? Why/why not?

2. The actress and model Brooke Shields is known for the look of her bold eyebrows, which
have attracted extensive publicity over the years.

In 2014, MAC cosmetics released a line of eyebrow products endorsed by Shields. Since then, she has not
endorsed any other cosmetic products though she has been contemplating the possibility of coming out
with her own line, focused on eyebrows. She discovered that Charlotte Tilbury’s cosmetics company is
selling a shade of eyebrow pencil labeled “Brooke S.” in high-end retail stores. Tilbury’s website
promotes the product:

BROW LIFT
BROOKE S

Shape, Lift & Shade Eyebrow Pencil

E’*@E‘.ﬁ‘

Darlings, my Brow Lift eyebrow pencil in Brooke S is recommended for
those with dark blonde to medium brown hair. This eyebrow pencil
shapes, lifts & adds definition for the perfect arch and finished fine point.
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Shields sued the cosmetics company and retailers in California state court for violation of her publicity
rights. Would she also have a claim for the kind of association confusion that troubles Professor Beebe?
See Complaint, 19ARCV16029 (Superior Ct., L.A. County, Calif. May 8, 2019).

C. False Designation of Origin

Page 554. Add the following case and excerpt after the Questions

OTR Wheel Eng’g, Inc. v. West Worldwide Services., 897 F.3d 1008 (9" Cir. 2018). OTR, an
industrial tire seller, sued its competitor West including for reverse passing off. West wanted to sell tires
to OTR’s customer and asked OTR’s Chinese manufacturer Superhawk to make tires for testing by this
potential customer. When Superhawk indicated it would take nearly two months to make molds for the
tires, West asked whether Superhawk could let him have tires made for Solideal, [OTR’s partner]... The
jury found West liable for reverse passing off and awarded damages. West appealed and argued under
Dastar that this claim was precluded. The Ninth Circuit affirmed the judgment on this count, finding the
evidence was sufficient to support that West did more than copy OTR’s OUTRIGGER tires in that it
passed off genuine tires as its own to one of OTR’s customers and thus the court did not need to reach the
question of whether Dastar would preclude a claim of mere copying.

"Passing off . . . occurs when a producer misrepresents his own goods or services as
someone else's. 'Reverse passing off," as its name implies, is the opposite: The producer
misrepresents someone else's goods or services as his own." Dastar, 539 U.S. at 27 n.1
(citation omitted).

West argues that the claim for reverse passing off was precluded by Dastar. In Dastar,
the Supreme Court explained that the term "origin™ in section 43 "refers to the producer
of the tangible goods that are offered for sale, and not to the author of any idea, concept,
or communication embodied in those goods." /d. at 37. Thus, a reverse passing off claim
cannot be brought to prevent the copying of intellectual property. Copying is dealt with
through the copyright and patent laws, not through trademark law. /d. at 33-34.

West argues that, at worst, by using OTR's mold, he copied OTR’s tire instead of passing
off a genuine Outrigger as his own. We do not need to determine, however, whether use
of the OTR mold would create a mere copy or a genuine OTR product. There was
evidence that West did pass off actual OTR tires. West asked Superhawk to make tires to
fill an anticipated order for Solideal, OTR's partner, in advance and to hold most of the
tires until Solideal placed the order. West wanted to take ten of these OTR tires to
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provide to Genie [the potential customer] as his own development tires.? The jury could
therefore conclude that the development tires were taken from part of an anticipated OTR
(Solideal) order and were genuine OTR products, not just copies.

... West cites the Sixth Circuit's opinion in Kehoe Component Sales Inc. v. Best Lighting
Products, Inc., 796 F.3d 576 (6th Cir. 2015). In Kehoe, a manufacturer produced goods
for a customer. After filling the customer's order, the manufacturer continued to use the
same molds to manufacture additional units that it could sell in competition with the
customer. /d. at 580. The Sixth Circuit determined that the manufacturer's conduct
constituted copying and that a reverse passing off claim was therefore precluded by
Dastar. Id. at 587. In Kehoe, though, the manufacturer did not pass off products that had
been produced as part of the customer's order. West did. "The right question, Dastar
holds, is whether the consumer knows who has produced the finished product.” Bretford
Mfg., Inc. v. Smith Sys. Mfg. Corp., 419 F.3d 576, 581 (7th Cir. 2005). Here, the product
was produced for OTR, and West attributed it to himself.?

b. Removal of the Outrigger's identifying information

West argues that there was not substantial evidence to support the jury's conclusion that
he removed the Outrigger identifying information from the sidewall of the development
tire. We disagree.

West asked Superhawk for some tires for testing. Superhawk told West that it would take
50 days to make a mold for West's purposes. West responded, "I really need it much
sooner. . . . Don't you make this size for Solideal? . . . Could you buff off the Solideal
name on the sidewall or just remove the plate and let me get the tire tested?"

Superhawk told West that it would be "dangerous” to use Solideal's mold because
Superhawk had an agreement with Solideal. West persevered in his request, however. He
asked, "Will your mold be the same as the [S]olideal mold? If we take out the nameplate
and all the sidewall information, nobody will know." He asked Superhawk to make 50
Solideal tires even though an order for those tires had not been placed yet by Solideal.
Superhawk responded that the tires would be made "shortly."

At trial, West's expert identified a number of areas where spring plates had been used in
the mold for West's development tire. Spring plates are put into molds for the purpose of
imprinting information onto tires. OTR's expert testified that the spring plate indentations
corresponded to the location of information that would, if it appeared on the tire, identify
the tire as an OTR tire.

2. In his email, West wrote: "Any chance you can risk making the 50 pcs and then sit on the 40 tires until they ask?"

3. Accordingly, we do not need to determine whether we agree with the holding in Kehoe.
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Moral Rights in the United States (U.S. Copyright Office, April 2019)."
examined possible changes in the law to bolster protection of authors’ moral rights to be “credited as the
author of one’s works” and of the right to “prevent prejudicial distortions of one’s work.” As a result of
the Dastar decision, the Report notes that these rights have been contracted. With respect to the Lanham
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These emails and this testimony constituted substantial evidence that West used an
Outrigger mold for his development tire and added blank spring plates over areas that
would have imprinted the Outrigger's identifying information onto the tires. West argues
that he did not know that the tires were Outriggers when he asked Superhawk to remove
the identifying information. But before West used the development tire, he had an email
exchange with Superhawk confirming that the 355-size tire was "Solideal branded the
OTR Outrigger."

c. Likelihood of consumer confusion

...[I]n order to prevail on its claim for reverse passing off, OTR was required to prove
that consumers would likely be confused as to the origin of Outrigger tires that had their
identifying information removed. ... The jury was shown pictures of an OTR production
tire and the West development tire. Comparing the two tires, a reasonable jury could
conclude that consumers would be confused by tires that lack the identifying information.

West argues that Genie, the customer, was not actually confused. West's argument
fails..., [I]n his briefing for us, West argues that the development tire was not an
Outrigger and that Genie "knew" the tire was not an Outrigger. Thus, West concedes that
Genie thought the tire was not a genuine Outrigger. Given that the jury concluded that the
tire was an Outrigger, West effectively concedes actual confusion....

Question

If Superhawk was found to have used the OUTRIGGER mold for an order placed by West,

instead of for OTR’s partner, would the court have reached a different result under Dastar? Should it

Report of the Register of Copyrights; Authors, Attribution, and Integrity: Examining

Act, the Report recommends:

Lanham Act. While the Supreme Court’s Dastar decision narrowed the ability of authors
to bring moral rights type claims under section 43(a) of the Lanham Act, there are still

* Available at https://www.copyright.gov/policy/moralrights/full-report.pdf.
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several avenues left for successful Lanham Act claims. Specifically, the Office believes
that the text of the Lanham Act and the reasoning of the Dastar decision leave open
claims for mis- or non-attribution of creative works in the following cases: (i) claims for
passing off or material distortions of a work; (ii) false advertising claims under section
43(a)(1)(B) and (iii) claims for repackaging of expressive works in a way that
misattributes them. However, Congress may want to consider adopting an amendment to
section 43(a) of the Lanham Act that would expand the unfair competition protections to
include false representations regarding authorship of expressive works. Any such
amendment should be narrowly crafted to protect only against consumer confusion or
mistake as to authorship or attribution of such works, and not to provide copyright
protection or afford the author any additional control over permissible uses of the work.
A narrowly focused amendment would mitigate the Dastar court’s policy concerns about
overlapping IP doctrines generally, and limitations on public domain uses specifically.

With respect to right of publicity laws, the Report recommends a federal publicity right:

Right of Publicity. Congress may also wish to consider adoption of a federal right of
publicity law as a means to reduce the uncertainty and ambiguity created by the diversity
of state right of publicity laws. A federal right of publicity law, rather than preempting
state laws, could serve as a floor for minimum protections for an individual’s name,
signature, image, and voice against commercial exploitation during their lifetime. Any
such law, if adopted, should include an exception for First Amendment-protected
activities and may require significantly more government analysis since this was not the
sole focus of the current review.

Do you agree with these proposals? Do they comport with the language of Dastar? Recall Professor
Beebe’s article this Supplement, supra, Chapter 7.B. Would he favor these proposals?
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CHAPTER 8: DEFENSES TO INFRINGEMENT

A. Statutory Defenses
2. Particular Section 33(b) Defenses
b. Fair Use: §33(b)(4)
Page 577. Add new Question 4.

4. A Florida law firm has obtained a federal registration for the slogan “Ever Argued With a
Woman?” A Texas law firm has begun using the slogan “Ever Argue With a Woman? Both firms
advertise on the internet; screenshots (from Texas Lawyer) below. The Florida firm has brought a
trademark infringement action. Would the Texas firm have a successful section 33(b)(4) defense?

BARTOW DIVORCE ATTORNEY

Ever Argued With A Woman?™

Put An Aggressive Advocate On Your Side

“TAKE YOUR FIRST STEP

WIIAE\\)?IS]{\[AR%{ s | o | vacrcnansss | wiws | moo | coxmar

Ever Argue With a Woman?

Call Us: 210-610-2533

Tessmer Law Firm Is Your Advocate
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c. Functionality: §33(b)(8)
Page 600. Add before the Questions.

Leapers v. SMTS, 879 F.3d 731 (6th Cir 2018). The Sixth Circuit reversed a grant of summary
judgment that the knurling design on plaintiff’s rifle scopes was functional.

Plaintiff introduced various testimonies to demonstrate that Plaintiff is unaware of any
functional benefit of its design and that Plaintiff chose the design for a purely aesthetic
purpose: to make the scopes "stand out from the competition." If the jury finds these
testimonies credible, it could conclude that Plaintiff did not achieve functionality where
none was intended—so long as Plaintiff adequately rebuts the possibilities of incidental
functionality and aesthetic functionality.

Plaintiff also provided evidence negating incidental functionality. Plaintiff showed that
its competitors apply knurling to their rifle scopes' adjustment knobs in a wide variety of
patterns, many of which are more effective than Plaintiff's design at making the knobs'
adjustment surfaces graspable. In other words, Plaintiff adorns its products with a
knurling pattern that is not particularly effective at achieving knurling's primary purpose.
A jury could therefore conclude that Plaintiff's design does not represent a technological
advancement, even by accident, and that its claim need not be "channel[ed] . . . from the
realm of trademark to that of patent.” [Citation.]

Finally, Plaintiff introduced evidence that its design lacks aesthetic functionality. The
record indicates that competition in the rifle scope industry is not based on the visual
appeal of knurling or of adjustment knobs more generally; instead, rifle scope
manufacturers design their knobs "in ways that allow them to be better gripped to
perform the function of adjustment.” Even so, Defendant argues that the range of
available knurling designs is limited by functional requirements, especially the
requirement of making the surface of an adjustment knob more graspable without
compromising the structural integrity of the knob. If the range of available designs is
truly constrained, any claim of trade dress protection must fail due to competitive
necessity. But Plaintiff introduced its own expert report, which . . . incorporates pictures
of numerous knurling designs that are currently used in the market. These images cast
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doubt on Defendant's assertion of a design constraint and would allow a jury to find that
the variety of knurling patterns that can be applied to an adjustment knob is effectively
unlimited, much like the variety of colors that can be applied to a dry cleaning pad.
[Citation.] Finding no "scarcity" or "depletion™ of available designs, the jury could then
conclude that exclusive use of Plaintiff's design would not put competitors at a
significant, non-reputation related disadvantage. [Citation.]

d. Laches: §33(b)(9)
Page 602. Add before Harjo.

Section 15 of the Lanham Act permits a registrant to file an incontestability affidavit or
declaration at any time after five years of continuous use of the mark in connection with the covered
goods/services if there has also been no final decision adverse to the owner’s claim of ownership of the
mark for the goods/services or any pending proceedings challenging the claim. The registration then
becomes incontestable and shields the owner from certain defenses, such as mere descriptiveness as set
forth in the Park N’ Fly decision in the casebook, Chapter 8.A.1. Section 14 of the Lanham Act governs
what grounds may be asserted to petition to cancel a registration. For the first five years after registration,
the statute allows any ground that could have been raised to challenge a registration in the first place.
After five years, however, only the grounds set forth in Section 14 can be asserted to cancel a registration.
Does it follow that the five-year period after a registration issues operates like a statute of limitations on
the foreclosed grounds to petition to cancel a registration? But if courts were to treat the five-year cut-off
of cancellation petition grounds as a statute of limitations, would it also follow, in the wake of the
Supreme Court’s decisions in Petrella v. Metro-Goldwyn-Mayer, Inc., 572 U.S. 663 (2014), and SCA4
Hygiene Products v. First Quality Baby Products, LLC, 137 S. Ct. 954 (2017), that registrants may not
advance a laches defense to cancellation or infringement claims brought during those five years? In
Petrella, the Court ruled that the Copyright Act’s statute of limitations precluded laches defenses; in SCA
Hygiene Products, it reached the same conclusion regarding the Patent Act’s statute of limitations. In
Pinkette Clothing, Inc. v. Cosmetic Warriors, Ltd., 894 F.3d 1015 (9th Cir. 2018), the Ninth Circuit
declined to equate the five-year cutoff with a statute of limitations:

Availability of Laches as a Defense to CWL's Cancellation Claim

The Lanham Act provides for the registration of trademarks. The owner of a registered
mark is entitled to a presumption that the mark is valid, id. § 1057(b), and after five
years, the registered mark ordinarily becomes incontestable, id. § 1065. The right to the
mark, however, is subject to "equitable principles, including laches, estoppel, and
acquiescence." Id. 8 1115(b)(9); see also id. § 1069 ("In all inter partes proceedings
equitable principles of laches, estoppel, and acquiescence, where applicable may be
considered and applied."”).

The Lanham Act also authorizes "any person who believes that he is or will be damaged .
. . by the registration of a mark" to petition to cancel the registration. /d. § 1064. If a
petition for cancellation is brought before the mark becomes incontestable, "any ground
that would have prevented registration in the first place qualifies as a valid ground for
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cancellation,” including that there exists a "likelihood of confusion between the mark
sought to be canceled and a mark for which the party seeking cancellation can establish
either prior use or prior registration." [Citations.]. Here, the jury found a likelihood of
confusion between the parties' marks, and absent Pinkette's laches defense, CWL would
have been entitled to judgment in its favor on its cancellation claim.

The Supreme Court has held that laches is not available as a defense to claims for
copyright or patent infringement brought within the limitations periods prescribed under
the Copyright and Patent Acts. SCA Hygiene Prods. Aktiebolag v. First Quality Baby
Prods., LLC, 137 S. Ct. 954, 959 (2017) (Patent Act); Petrella v. Metro-Goldwyn-Mayer,
Inc., 572 U.S. 663 (2014) (Copyright Act). CWL argues that, because it filed its
cancellation petition with the TTAB before Pinkette's trademark registration became
incontestable under 15 U.S.C. § 1064, laches is not available as a defense to its
cancellation claim and that the district court therefore erred in applying laches here.

CWL does not argue that Petrella and SCA Hygiene preclude application of laches to its
trademark infringement claim—presumably because the Lanham Act prescribes no
statute of limitations for such a claim. [Citation.] Instead, CWL only argues that those
cases preclude application of laches to its cancellation claim because it filed that claim
before Pinkette's mark became incontestable. Thus, from the outset, CWL's argument
presents an asymmetry found in neither Petrella nor SCA Hygiene: CWL would have us
hold that, even where prejudicial delay otherwise precludes one party from enforcing its
trademark rights against another party, the first party may still have the second party's
registration stricken from the register. This is not the result required by either the Lanham
Act or the Supreme Court's decisions.

“Unlike both Copyright law and Patent law, each of which has its own federal statute of
limitations, the federal Lanham Act has no statute of limitations.” MCCARTHY § 31:33.
Rather, the Lanham Act vests courts with the power to grant relief according “to the
principles of equity.” 15 U.S.C. 88 1116, 1117. Moreover, 8 1069 expressly makes laches
a potential defense “[iln all inter partes proceedings” before the PTO, including
cancellation proceedings. 15 U.S.C. § 1069 (emphasis added); see also MCCARTHY §
20:74. Importantly, 8 1069 makes no distinction between proceedings against contestable
versus incontestable marks.

Nothing in § 1064 alters the straightforward application of § 1069 to permit laches as a
defense to cancellation. There is no question that § 1064 is not a statute of limitations in
the usual sense of barring an action entirely once a defined period expires.
Incontestability merely limits the grounds on which cancellation may be sought. A
petition brought within five years of registration (against a contestable mark) may assert
any ground that would have prevented registration in the first place—most commonly
that the registered mark creates a likelihood of confusion with the petitioner's preexisting
mark. 15 U.S.C. § 1064. By contrast, a petition brought five years after registration
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(against an incontestable mark) may only assert one of several enumerated grounds for
cancellation, including genericism, functionality, abandonment, or fraudulent
procurement. /d.

Moreover, 8 1064 does not implicate the same concerns identified in Petrella and SCA
Hygiene. The statutes of limitations at issue in those cases state categorically that “[n]o
civil action shall be maintained,” 17 U.S.C. § 507(b), or “no recovery shall be had,” 35
U.S.C. § 286. Such language represents a clear directive from Congress and leaves no
gap for laches to fill. The Lanham Act, on the other hand, provides that a petition for
cancellation may be brought “[a]t any time” but affords different grounds for cancellation
depending on whether the petition is brought within five years of registration.3 15 U.S.C.
8 1064. Applying laches to a cancellation claim against a contestable mark neither
overrides a clear directive from Congress nor fills a gap where there is none to fill. See
SCA Hygiene, 137 S. Ct. at 960-61.

Page 608. Add new Question 5.

5. Lanham Act sec. 14(1) authorizes petitions for cancellation of any registered mark on any
grounds within five years from registration of a trademark. More than four years after registration of
TRAILERTRADERS on the Supplemental Register, Petitioner sought cancellation on grounds of
likelihood of confusion with its TRADERS family of marks. The registrant responded that laches barred
Petitioner’s claim because Petitioner’s delay was unreasonable in view of its awareness, since two years
preceding the issuance of the registration, of the registrant’s activities, including a prior abandoned
application for registration, and because the registrant suffered material prejudice as a result of the delay.
Does the five-year cancellations period operate like a statute of limitations, so that the Board must hear
any claim brought within five years from registration, or can laches nonetheless apply? See TPI Holdings
v. TrailerTrader.com, LLC, Canc. No. 92064976 (TTAB April 24, 2018).

On the relationship between laches and statutes of limitations more generally, see, e.g., Eat Right
Foods, Ltd. v. Whole Foods Mkt., Inc., 880 F.3d 1109 (9th Cir. 2018) (posing as a general rule “If the
plaintiff filed within that [limitations] period, there is a strong presumption against laches. If the plaintiff
filed outside that period, the presumption is reversed,” and vacating holding of laches and remanding for
fact-finding as to whether plaintiff was attempting to pursue alternatives to litigation during the three
years before it filed suit).

B. Judge-Made Defenses
1. Nominative Fair Use

Page 623. Number current Question as 1. and add new Questions 2-4:
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2. ltalic, a start-up members-only online fashion marketplace, designs luxury handbags. The
bags are manufactured in the same factories that produce Prada, Givenchy, and other top brands. While
Italic does not copy the leading brands’ products, its advertising stresses that its goods come from the
same factories (see example of online advertising below). How would Italic fare under the nominative
fair use factors?

3. Old Taylor was a leading brand of Kentucky Bourbon whiskey. It ceased production in 1972,
but in 2014 the Peristyle company purchased the distillery buildings and planned bourbon production
under the “Castle and Key” trademark. Nonetheless, Peristyle regularly referred to its location as “the
Former Old Taylor Distillery,” or simply as “Old Taylor.” A publicity flyer for Peristyle, for example,
states: “The Historic Site of The Old Taylor Distillery” and “We are busy making history and restoring
this bourbon ICON, the Historic Site of The Old Taylor Distillery.” Peristyle has also preserved on its
premises a four-hundred foot "Old Taylor Distillery™ sign on the distillery's barrel storage warehouse and
a twenty-foot "The OIld Taylor Distillery Company" sign above the entrance to its main building. The
Old Taylor trademark for bourbon whiskey, however, has been owned by the Sazerac company since
2009. Sazerac contends that Peristyle’s use of the Old Taylor mark is likely to confuse the public as to the
source or affiliation of Peristyle’s activities. Peristyle rejoins that its use is a nominative fair use, or a
section 33(b)(4) fair use. Is Peristyle’s defense more likely to prevail than Italics? See Sazerac Brands,
LLC v. Peristyle, LLC, 892 F.3d 853 (6th Cir. 2018).

4. Recall the “Little Trees” trade dress of the Car-Freshner automobile air fresheners (supra,
main casebook page 578). The luxury fashion house Balenciaga is selling keychains that are highly
evocative of the Little Trees shape and colors. Car-Freshner has sued for trademark infringement; would
Balenciaga be likely to succeed in a nominative fair use defense? In a section 33(b)(4) defense?
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BALENCIAGA

i

2. Comparative Advertising

Page 630. Insert new Question 3 following Smith v. Chanel; renumber current questions 3, 4, and 5
as 4, 5, and 6.

3. In Coty v. Excell Brands, 277 F. Supp. 3d 425 (SDNY 2017), involving some of the same
smell-alikes as those at issue in the cases referenced in Question 2, the district court held

the manner in which Excell displays Coty's source identifiers belies its argument that it is
merely using the marks to inform consumers that it is not the manufacturer of the original
fragrance. Excell's fair use argument would be on firmer ground if it sold its fragrances in
generic bottles and cartons, picked fragrance names that were unrelated to any of Coty's,
included its disclaimers without prominently displaying Coty's typesetting or marks, and
marketed its own brand on the packaging in a noticeable manner. But it did none of that.
Instead, Excell sought to mirror Coty's fragrances' appearance in nearly every way
possible, it chose product names that mimicked or evoked the names of Coty's fragrances,
it prominently displayed Coty's house and fragrance marks under the guise of its "Our
Version Of" and "Not Associated With" legends, and it hid its own brand name on top of
the box where consumers were unlikely to see it. . . . In so doing, Excell has
impermissibly signaled a "relationship between [its own] and [Coty's]" fragrances that is
non-existent. [Citation.] Accordingly, its fair use argument fails.

Below are some of the examples appended to the District Court’s opinion: do you agree that the
defendant’s “imitation crossed the line from flattery to infringement, dilution, unfair competition, and
false advertising”?
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B. Other Limitations on Trademark Protection: Expressive Use
1. Re-Weighing Likelihood of Confusion
Page 651. Add a new Question 5.

5. Empire Distribution, founded in 2010, is a successful record label that records and releases
albums in the urban music genre, which includes hip hop, rap, and R&B. 20th Century Fox’s “Empire”
television show premiered in 2015; it portrays a fictional New York-based hip hop music label named
"Empire Enterprises”. The show features songs in every episode, including some original music. Under an
agreement with Fox, Columbia Records releases music from the show after each episode airs, as well as
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soundtrack albums at the end of each season. Fox has also promoted the Empire show and its associated
music through live musical performances, radio play, and consumer goods such as shirts and champagne
glasses bearing the show's "Empire™ brand. Empire Distribution alleges trademark infringement, and
seeks to distinguish the show from Fox’s promotional activities and consumer goods; it contends that that
Rogers does not apply to any of the latter. Does/should Rogers apply equally to the television show as to
its associated promotional activities and merchandizing properties? See 20th Century Fox v. Empire
Distribution, 875 F.3d 1192 (9th Cir. 2017)

Page 655. Insert before Questions
GORDON V. DRAPE CREATIVE, INC.
909 F.3d 257 (9th Cir. 2018)

BYBEE, CIRCUIT JUDGE:

Plaintiff Christopher Gordon is the creator of a popular YouTube video known for its
catchphrases "Honey Badger Don't Care" and "Honey Badger Dont Give a S---" Gordon has
trademarked the former phrase for various classes of goods, including greeting cards. Defendants Drape
Creative, Inc. ("DCI"), and Papyrus-Recycled Greetings, Inc. ("PRG"), designed and produced greeting
cards using both phrases with slight variations. Gordon brought this suit for trademark infringement, and
the district court granted summary judgment for defendants, holding that Gordon's claims were barred by
the test set forth in Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989).

We use the Rogers test to balance the competing interests at stake when a trademark owner
claims that an expressive work infringes on its trademark rights. The test construes the Lanham Act to
apply to expressive works "only where the public interest in avoiding consumer confusion outweighs the
public interest in free expression." Id. at 999. "[T]hat balance will normally not support application of the
Act, unless the [use of the mark] has no artistic relevance to the underlying work whatsoever, or . . .
explicitly misleads [consumers] as to the source or the content of the work." 1d.

The Rogers test is not an automatic safe harbor for any minimally expressive work that copies
someone else's mark. Although on every prior occasion in which we have applied the test, we have found
that it barred an infringement claim as a matter of law, this case presents a triable issue of fact.
Defendants have not used Gordon's mark in the creation of a song, photograph, video game, or television
show, but have largely just pasted Gordon's mark into their greeting cards. A jury could determine that
this use of Gordon's mark is explicitly misleading as to the source or content of the cards. We therefore
reverse the district court's grant of summary judgment and remand for further proceedings on Gordon's
claims.

Plaintiff Christopher Gordon is a comedian, writer, and actor, who commonly uses the name
"Randall” as an alias on social media.1 Defendant DCI is a greeting-card design studio. DCI works
exclusively with American Greetings Corporation and its subsidiaries, which include the other defendant
in this case, PRG. PRG is a greeting-card manufacturer and distributor.
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A

In January 2011, under the name Randall, Gordon posted a video on YouTube titled The Crazy
Nastyass Honey Badger, featuring National Geographic footage of a honey badger overlaid with Gordon's
narration. In the video, Gordon repeats variations of the phrases "Honey Badger Don't Care™ and "Honey
Badger Don't Give a S---," as a honey badger hunts and eats its prey. The parties refer to these phrases as
"HBDC" and "HBDGS," and we adopt their convention.

Gordon's video quickly generated millions of views on YouTube and became the subject of
numerous pop-culture references in television shows, magazines, and social media. As early as February
2011, Gordon began producing and selling goods with the HBDC or HBDGS phrases, such as books, wall
calendars, t-shirts, costumes, plush toys, mouse pads, mugs, and decals. Some of the items were sold
online; others were sold through national retailers such as Wal-Mart, Target, Urban Outfitters, and Hot
Topic. In June 2011, Gordon copyrighted his video's narration under the title Honey Badger Don't Care,
and in October 2011, he began filing trademark applications for the HBDC phrase for various classes of
goods. The Patent and Trademark Office ("PTO") eventually registered "Honey Badger Don't Care" for
International Classes 9 (audio books, etc.), 16 (greeting cards, etc.), 21 (mugs), 25 (clothing), and 28
(Christmas decorations, dolls, etc.). However, Gordon never registered the HBDGS phrase for any class
of goods.

At the peak of his popularity, Gordon promoted his brand on television and radio shows and in interviews
with national publications such as Forbes, The Wall Street Journal, and The Huffington Post. His brand
was further boosted by celebrities like Taylor Swift and Anderson Cooper quoting his video and by LSU
football players tagging their teammate, Heisman Trophy finalist Tyrann Mathieu, with the moniker
"Honey Badger" for his aggressive defensive play. In November 2011, Advertising Age referred to
Gordon's brand as one of "America's Hottest Brands" in an article titled "Hot Brand? Honey Badger Don't
Care."

B

In January 2012, Gordon hired Paul Leonhardt to serve as his licensing agent. Soon thereafter,
Leonhardt contacted Janice Ross at American Greetings—the parent company of defendant PRG—to
discuss licensing honey-badger themed greeting cards. Leonhardt and Ross had multiple email exchanges
and conversations over several weeks. Ross at one point expressed some interest in a licensing agreement,
stating: "I think it's a really fun and irreverent property and would love to see if there's an opportunity on
one of our distribution platforms. But in order to do that, | need to get some key colleagues of mine on
board the Crazy Honey Badger Bandwagon.” Nevertheless, neither American Greetings nor defendants
ever signed a licensing agreement with Gordon.

Leonhardt did eventually secure several licensing deals for Gordon. Between May and October
2012, Gordon's company—Randall's Honey Badger, LLC ("RHB")—entered into licensing agreements
with Zazzle, Inc., and The Duck Company for various honey-badger themed products, including greeting
cards. RHB also entered into licensing agreements with other companies for honey-badger costumes,
toys, t-shirts, sweatshirts, posters, and decals, among other things. HBDC and HBDGS were the two most
common phrases used on these licensed products. For example, two of Zazzle's best-selling honey-badger
greeting cards stated on their front covers "Honey Badger Don't Care About Your Birthday."
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At the same time that Gordon was negotiating licensing agreements with Zazzle and Duck,
defendants began developing their own line of unlicensed honey-badger greeting cards. Beginning in June
2012, defendants sold seven different greeting cards using the HBDC or HBDGS phrases with small
variations:

* The fronts of two "Election Cards" showed a picture of a honey badger wearing a patriotic hat
and stated "The Election's Coming.” The inside of one card said "Me and Honey Badger don't
give a $#%@! Happy Birthday," and the inside of the other said "Honey Badger and me just don't
care. Happy Birthday."

» The fronts of two "Birthday Cards" featured different pictures of a honey badger and stated
either "It's Your Birthday!" or "Honey Badger Heard It's Your Birthday." The inside of both cards
said "Honey Badger Don't Give a S---."

[Descriptions of other cards omitted]

In June 2015, Gordon filed this suit against DCI and PRG, alleging trademark infringement under
the Lanham Act, among other claims. The district court granted summary judgment for defendants,
holding that defendants' greeting cards were expressive works, and applying the Rogers test to bar all of
Gordon's claims. Gordon timely appealed.

[W]e apply the [Lanham] Act to an expressive work only if the defendant's use of the mark (1) is
not artistically relevant to the work or (2) explicitly misleads consumers as to the source or the content of
the work. Effectively, Rogers employs the First Amendment as a rule of construction to avoid conflict
between the Constitution and the Lanham Act.

We pause here to clarify the burden of proof under the Rogers test. The Rogers test requires the
defendant to make a threshold legal showing that its allegedly infringing use is part of an expressive work
protected by the First Amendment. If the defendant successfully makes that threshold showing, then the
plaintiff claiming trademark infringement bears a heightened burden—the plaintiff must satisfy not only
the likelihood-of-confusion test but also at least one of Rogers's two prongs. . . . That is, when the
defendant demonstrates that First Amendment interests are at stake, the plaintiff claiming infringement
must show (1) that it has a valid, protectable trademark, and (2) that the mark is either not artistically
relevant to the underlying work or explicitly misleading as to the source or content of the work. If the
plaintiff satisfies both elements, it still must prove that its trademark has been infringed by showing that
the defendant's use of the mark is likely to cause confusion.’

"We have been careful not to "conflate[] the ['explicitly misleading] prong of the Rogers test with the general Sleekcraft
likelihood-of-confusion test," Twentieth Century Fox, 875 F. 3d at 1199, but it bears noting that Twentieth Century Fox made this
distinction to ensure that the likelihood-of-confusion test did not dilute Rogers's explicitly misleading prong. Other circuits have
noted that Rogers's second prong is essentially a more exacting version of the likelihood-of-confusion test. [Citations.] A plaintiff
who satisfies the "explicitly misleading” portion of Rogers should therefore have little difficulty showing a likelihood of
confusion.
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This case . . . demonstrates Rogers's outer limits. Although defendants' greeting cards are expressive
works to which Rogers applies, there remains a genuine issue of material fact as to Rogers’ second
prong—i.e., whether defendants' use of Gordon's mark in their greeting cards is explicitly misleading.

A

As a threshold matter, we have little difficulty determining that defendants have met their initial
burden of demonstrating that their greeting cards are expressive works protected under the First
Amendment. As we have previously observed, “[a greeting] card certainly evinces ‘[a]n intent to convey a
particularized message . . . , and in the surrounding circumstances the likelihood was great that the
message would be understood by those who viewed it.”” [Citations.] Each of defendants' cards relies on
graphics and text to convey a humorous message through the juxtaposition of an event of some
significance—a birthday, Halloween, an election—with the honey badger's aggressive assertion of
apathy. Although the cards may not share the creative artistry of Charles Schulz or Sandra Boynton, the
First Amendment protects expressive works "[e]ven if [they are] not the expressive equal of Anna
Karenina or Citizen Kane." Because defendants have met their initial burden, the burden shifts to Gordon
to raise a triable issue of fact as to at least one of Rogers's two prongs.

B

Rogers's first prong requires proof that defendants' use of Gordon's mark was not "artistically
relevant™ to defendants' greeting cards. We have said that “the level of artistic relevance of the trademark
or other identifying material to the work merely must be above zero.” Indeed, “even the slightest artistic
relevance” will suffice; courts and juries should not have to engage in extensive “artistic analysis.”
[Citations.]

Gordon's mark is certainly relevant to defendants' greeting cards; the phrase is the punchline on
which the cards' humor turns. In six of the seven cards, the front cover sets up an expectation that an
event will be treated as important, and the inside of the card dispels that expectation with either the
HBDC or HBDGS phrase. The last card, the "Critter Card,” operates in reverse: the front cover uses
variations of the HBDGS phrase to establish an apathetic tone, while the inside conveys that the card's
sender actually cares about the recipient's birthday. We thus conclude that Gordon has not raised a triable
issue of fact with respect to Rogers's "artistic relevance" prong.

C

Even if the use of the mark is artistically relevant to the work, the creator of the work can be
liable under the Lanham Act if the creator's use of the mark is “explicitly misleading as to source or
content.” “This second prong of the Rogers test ‘points directly at the purpose of trademark law, namely
to avoid confusion in the marketplace by allowing a trademark owner to prevent others from duping
consumers into buying a product they mistakenly believe is sponsored [or created] by the trademark
owner.”” The “key here [is] that the creator must explicitly mislead consumers,” and we accordingly focus
on “the nature of the [junior user's] behavior" rather than on “the impact of the use.” [Citations.]

In applying this prong, however, we must remain mindful of the purpose of the Rogers test,
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which is to balance “the public interest in avoiding consumer confusion™ against "the public interest in
free expression.” This is not a mechanical test—*“all of the relevant facts and circumstances” must be
considered. We therefore reject the district court's rigid requirement that, to be explicitly misleading, the
defendant must make an “affirmative statement of the plaintiff's sponsorship or endorsement.” Such a
statement may be sufficient to show that the use of a mark is explicitly misleading, but it is not a
prerequisite. ... In some instances, the use of a mark alone may explicitly mislead consumers about a
product's source if consumers would ordinarily identify the source by the mark itself. If an artist pastes
Disney's trademark at the bottom corner of a painting that depicts Mickey Mouse, the use of Disney's
mark, while arguably relevant to the subject of the painting, could explicitly mislead consumers that
Disney created or authorized the painting, even if those words do not appear alongside the mark itself.

To be sure, we have repeatedly observed that “the mere use of a trademark alone cannot suffice to
make such use explicitly misleading.” But each time we have made this observation, it was clear that
consumers would not view the mark alone as identifying the source of the artistic work. No one would
think that a song or a photograph titled "Barbie" was created by Mattel, because consumers “do not
expect [titles] to identify” the “origin” of the work. Nor would anyone “think a company that owns one
strip club in East Los Angeles . . . also produces a technologically sophisticated video game.” But this
reasoning does not extend to instances in which consumers would expect the use of a mark alone to
identify the source.

A more relevant consideration is the degree to which the junior user uses the mark in the same
way as the senior user. In the cases in which we have applied the Rogers test, the junior user has
employed the mark in a different context—often in an entirely different market—than the senior user. In
MCA Records and Walking Mountain, for example, Mattel's Barbie mark was used in a song and a series
of photos. In E.S.S., the mark of a strip club was used in a video game. And in Twentieth Century Fox, the
mark of a record label was used in a television show. In each of these cases, the senior user and junior
user used the mark in different ways. This disparate use of the mark was at most "only suggestive" of the
product's source and therefore did not outweigh the junior user's First Amendment interests.

But had the junior user in these cases used the mark in the same way as the senior user—had
Twentieth Century Fox titled its new show Law & Order: Special Hip-Hop Unit—such identical usage
could reflect the type of "explicitly misleading description™ of source that Rogers condemns. Rogers itself
makes this point by noting that “misleading titles that are confusingly similar to other titles" can be
explicitly misleading, regardless of artistic relevance. /d. at 999 n.5 (emphasis added). Indeed, the
potential for explicitly misleading usage is especially strong when the senior user and the junior user both
use the mark in similar artistic expressions. Were we to reflexively apply Rogers's second prong in this
circumstance, an artist who uses a trademark to identify the source of his or her product would be at a
significant disadvantage in warding off infringement by another artist, merely because the product being
created by the other artist is also “art.” That would turn trademark law on its head.

A second consideration relevant to the “explicitly misleading” inquiry is the extent to which the
junior user has added his or her own expressive content to the work beyond the mark itself. As Rogers
explains, the concern that consumers will not be “misled as to the source of [a] product” is generally
allayed when the mark is used as only one component of a junior user's larger expressive creation, such
that the use of the mark at most “implicitly suggest[s]” that the product is associated with the mark's
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owner. But using a mark as the centerpiece of an expressive work itself, unadorned with any artistic
contribution by the junior user, may reflect nothing more than an effort to “induce the sale of goods or
services” by confusion or “lessen[] the distinctiveness and thus the commercial value of” a competitor's
mark. S.F. Arts & Athletics, Inc. v. U.S. Olympic Comm., 483 U.S. 522, 539 (1987).

Our cases support this approach. In cases involving the use of a mark in the title of an expressive
work—such as the title of a movie (Rogers), a song (MCA Records), a photograph (Walking Mountain),
or a television show (Twentieth Century Fox)—the mark obviously served as only one “element of the
[work] and the [junior user's] artistic expressions.” Rogers, 875 F.2d at 1001. Likewise, in the cases
extending Rogers to instances in which a mark was incorporated into the body of an expressive work, we
made clear that the mark served as only one component of the larger expressive work. In E.S.S., the use of
the Pig Pen strip club was "quite incidental to the overall story"” of the video game, such that it was not the
game's "main selling point." And in Brown, Jim Brown was one of "thousands of current and former NFL
players” appearing in the game, and nothing on the face of the game explicitly engendered consumer
misunderstanding. Indeed, EA altered Brown's likeness in certain versions of the game, an artistic spin
that “made consumers /ess likely to believe that Brown was involved.”

In this case, we cannot decide as a matter of law that defendants' use of Gordon's mark was not
explicitly misleading. There is at least a triable issue of fact as to whether defendants simply used
Gordon's mark with minimal artistic expression of their own, and used it in the same way that Gordon
was using it—to identify the source of humorous greeting cards in which the bottom line is “Honey
Badger don't care.” Gordon has introduced evidence that he sold greeting cards and other merchandise
with his mark; that in at least some of defendants' cards, Gordon's mark was used without any other text;
and that defendants used the mark knowing that consumers rely on marks on the inside of cards to
identify their source. Gordon's evidence is not bulletproof; for example, defendants' cards generally use a
slight variation of the HBDGS phrase, and they list defendants' website on the back cover. But a jury
could conclude that defendants' use of Gordon's mark on one or more of their cards is “explicitly
misleading as to [their] source.”

Because we resolve the first Rogers prong against Gordon as a matter of law, a jury may find for
Gordon only if he proves by a preponderance of the evidence that defendants' use of his mark is explicitly
misleading as to the source or content of the cards.

3. Trademarks as Speech

Page 672. Gerlich v. Leath was affirmed. 861 F.3d 697 (8th Cir. 2017).
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CHAPTER 9: DILUTION

B. Federal Dilution
1. Evolution of the Statutory Standards
a. Fame
Page 715. Before Questions, add the following:

While dilution does not furnish a basis for an Examiner’s sua sponte refusal to register, famous
mark owners may oppose or seek cancellation on that ground, Lanham Act sec. 2(f). In that context, in
TiVo Brands LLC v. Tivoli, LLC, 129 U.S.P.Q.2d (BNA) 1097 (T.T.A.B. 2018), the TTAB considered
both when a mark had become famous, and whether the statute further required proof that the mark had
remained famous at the time of opposition. Applicant Tivoli had sought to register TIVOTAPE in 2014
and TIVOBAR in 2016 for a variety of lighting fixtures. The digital entertainment services company
TiVo, best known for its remote DVR service, opposed on grounds of dilution. Applying the statutory
factors, the Board easily found that TiVo had become a famous mark before Applicant’s use or
application. The Board then turned to other temporal issues:

The statute clearly sets forth the requirement that a plaintiff’s mark must be famous prior
to the date an allegedly dilutive mark is first used by the defendant. Trademark Act
Section 43(c)(1); 15 U.S.C. § 1125(c)(1). The evidence of record demonstrates that
public recognition of the mark from at least as early as 2002 was widespread and that by
2010, TIVO had become a “household term [with] which almost everyone is familiar.”
Toro Co., 61 USPQ2d at 1181. Applicant argues, however, that Opposer should be
required to establish fame of its TIVO mark by August 11, 1972, because that was the
date on which Applicant first began using its TIVOLI mark from which its later TIVO-
formative marks are derived. Applicant relies, for its reading of the statutory
requirement, on the Board’s decision in Omega SA v. Alpha Phi Omega, 118 USPQ2d
1289 (TTAB 2016), wherein the Board held that a plaintiff seeking relief under the
dilution statute must establish that its mark “became famous prior to any established,
continuous use of the defendant’s involved mark as a trademark or trade name, and not
merely prior to use in association with the specific identified goods or services set forth
in a defendant’s subject application or registration.” Id. at 1296. Omega recognizes that
the statute did not limit the defendant’s use of its mark to any specific goods or services,
as compared to other sections of the Trademark Act, and that the language in Section
43(c)(1) that provides for an injunction against another’s use of a mark that commenced
after the owner’s mark has become famous is not focused on the nature of the defendant’s
use for particular goods or services. In other words, the key date for determining whether
a plaintiff’s mark became famous for dilution purposes is the date when a defendant’s
first use of the involved mark began, whether as a trademark on or in connection with any
goods or services or as a trade name. But the “involved” mark may not change over time;
in order for the defendant to “tack” on its earlier use, the mark must be essentially the
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same at the time it is first used as at the time when it is used in association with the goods
or services identified in the subject application or registration. In Omega, the defendant’s
marks did not change over time, and we decline to expand the Omega holding to
encompass use of a different mark, such as we have in each of these cases.

Even if we were to allow Applicant to rely on prior use of a mark other than TIVOTAPE
or TIVOBAR, such mark would have to be essentially the same, or “legally equivalent”
to these marks. However, none of Applicant’s other TIVO-formative marks are legal
equivalents to either TIVOTAPE or TIVOBAR, and for that reason alone, “tacking”
would be denied. [Citations.]

We have also considered whether a plaintiff alleging dilution must further show that its
mark is still famous at trial, when defendant’s rights are being determined. Section
43(c)(1) of the statute provides relief to “the owner of a famous mark.” We have
encountered no precedent, and the parties have cited no precedent, addressing the
additional inquiry of whether a plaintiff’s mark must remain famous until trial in order
for the plaintiff to prevail. In making our determination that such an additional
requirement exists, we draw upon the language of the statute itself.

To establish fame for dilution purposes, a plaintiff must show that its mark “is widely
recognized by the general consuming public in the United States.” Trademark Act 8
43(c)(2)(A); 15 U.S.C. 8§ 1125(c)(2)(A) (emphasis supplied). In addition, Section
43(c)(1), 15 U.S.C. § 1125(c)(1), permits only the “owner of a famous mark that is
distinctive, inherently or through acquired distinctiveness” to bring a claim. Accordingly,
unless the plaintiff owns a famous mark at the time it brings the claim, and by extension,
retains its fame through trial, this provision of the statute cannot be satisfied. Thus, a
rational reading of the statute compels us to inquire into the continuing status of a mark
asserted under a Section 43(c) claim and to hold that it is capable of being diluted within
the meaning of the statute only if it is famous at the time the claim is adjudicated. To find
otherwise would allow a mark that has lost its fame to continue to enjoy the widest
penumbra of protection available accorded by the extraordinary protection of the dilution
statute. This approach also accounts for any significant changes in the marketplace
between the date of Applicant’s first use of its mark and trial.

Our decision in Research in Motion Ltd. v. Defining Presence Marketing Group Inc., 102
USPQ2d 1187, 1197 (TTAB 2012), suggests that a plaintiff asserting dilution must
establish its fame at the time of trial. There, the Board first considered the opposer’s
Section 2(d) claim that its mark BLACKBERRY had become famous a decade after
opposer had first used the mark [in 1999] for a handheld *“smart phone.” The Board found
that the BLACKBERRY mark had become famous for likelihood of confusion purposes
by “mid-decade” [i.e., 2006] and inferred that it remained so at trial [held in 2011]. /d. at
1193. Turning next to the issue of fame under opposer’s dilution claim, the Board first
noted the higher standard of fame “required in the analysis of likelihood of dilution than
is the case with fame in terms of likelihood of confusion.” /d. at 1197. Mindful of this
higher standard, but perhaps also in light of Applicant’s concession of the fame of
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opposer’s mark, the Board found that “Opposer’s consistent history and tremendous
volume of U.S. advertising and sales figures, coupled with the additional factors
discussed above, supports the finding that BLACKBERRY has become a ‘household
name’ and is famous for dilution purposes.” /d. (emphasis supplied). We now explicitly
hold what we previously implicitly held in Research in Motion: that, in addition to
proving that its mark became famous prior to the date when the defendant first used the
challenged mark, a plaintiff asserting dilution must also prove that its mark remains
famous at the time of trial.

Here, we find that Opposer’s mark TIVO was, for dilution purposes, both famous as of
2010 and famous now. Public recognition of the TIVO mark from at least as early as
2002 was so widespread that by 2010, TIVO had become a “household term [with] which
almost everyone is familiar.” Toro Co., 61 USPQ2d at 1181. While the majority of
Opposer’s evidence is from the years before 2010, in 2013, the online magazine
“Celebitchy” posted an article about a celebrity marriage that playfully inquired whether
“Kerry and Nnamdi spend weekends in bed, reading the New York Times and watching
Tivo’d episodes of Frontline.”70 In 2014, the Hollywood Reporter identified the “top 5
TiVo Moments” from the Golden Globes that “had viewers grabbing the remote to find
out what happened.” As previously noted, from 2011 to 2015, the company generated
worldwide revenues of $526 million to $690 million, its expected worldwide revenue for
2017 was approximately $810 million to $830 million, and subscribers numbered 6.8
million as of March 2016. The expansion of the DVR product line under the TIVO
ROAMIO mark exemplifies continued commercial value of Opposer’s primary TIVO
mark.

Showing its enduring fame, in 2017 a columnist from the New York Times stated “[B]ut
I’m still most loyal to my TiVo DVR - I’ve had one almost since they went on the
market in 1999. . . . TiVo still has a far better interface than any cable company set-top
box I’ve encountered.” Also in 2017, several articles in major news sources reported that
President Trump credits the TIVO DVR as “one of the great inventions of all time,” and
that he *“has boasted to several advisers and friends about having ‘the world’s best
TiVo.”” Accordingly, based on the evidence of intense media attention and public
recognition of the mark across a wide demographic spectrum for nearly two decades, and
corroborated by Opposer’s advertising, publicity, and ownership of TIVO and TIVO
ROAMIOQ registrations for DVR products, we find that TIVO was a famous mark within
the meaning of Section 43(c) by the time Applicant began using its TIVOTAPE mark on
May 30, 2010, and its TIVOBAR mark in 2015, and that it remained famous at the time
of trial. [Citations.]

b. Blurring
Page. 729. Add a new Question 4:

4. Sony Pictures Television (SPT) produced the long-running series BREAKING BAD. SPT
also engages in extensive licensing of a variety of BREAKING BAD merchandise. Microbrewery Knee
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Deep Brewing Company makes a beer it calls BREAKING BUD, whose label recalls the logo of the
television show.

Source: http://designtaxi.com/news/399294/Breaking-Bad-Creators-Sue-Breaking-Bud-Beer-Maker-For-Copying-Logo-Design/

SPT has filed a Lanham Act action claiming trademark infringement and dilution. What guidance does
Starbucks afford regarding Sony’s claim that the beer’s name blurs the distinctiveness of the television
show’s mark? The claim respecting the beer’s label? If you represented Anheuser Busch, would you
recommend a dilution claim on behalf of Budweiser Beer?

c. Tarnishment
Page 734. Add new Question 6:

6. Although marijuana remains a controlled substance whose general sale federal law prohibits,
an increasing number of states are legalizing sales of marijuana for recreational use. Perceiving
burgeoning opportunities, entrepreneurs have adopted and used trademarks, some of them highly
evocative of established food and beverage brands. The practice apparently began informally in the
underground marijuana trade before partial legalization; “Weetos evoked Cheetos and een featured a
green version of the iconic Chester Cheetah. Froot Poofs evoked Fruit Loops and bore a stoned version of
Toucan Sam. Kap'n Kronik was Cap'n Crunch's redeyed counterpart, high from the cereal that bore his
name,” Drew Wilson, Cap’'n Crunch v. Kap 'n Kronik (May 2, 2019),

http://www.mondag.com/unitedstates/x/802328/food+drugs+law/Capn+Crunch+vs+Kapn+Kronik

The underground spirit apparently persists among some purveyors, who have emulated some famous
brand names or trade dress. A recently settled trademark dilution action charged a Colorado medical
marijuana manufacturer with selling products whose trade dress allegedly closely resembled the Hershey
company's Almond Joy, Reese's, Heath, and York Peppermint Patty brands.
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Had the case gone to trial, what likelihood of success on the tarnishment claim?

d. Parody
Page 742. Insert following case and Questions after Starbucks Corp. v. Wolfe’s Borough Coffee, Inc.

VIP Prods., LLC v. Jack Daniel’s Props., 291 F. Supp. 3d 891 (D. Ar. 2018). Sold
continuously in the U.S. since 1875 (except for during prohibition), Jack Daniels Tennessee Whiskey
holds federal registrations for its well-known black label design and square shape bottle container. Jack
Daniel's has also long maintained an active brand licensing program.
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Declaratory judgment plaintiff VIP Products, LLC, designs, manufactures, markets, and sells
chew toys for dogs, including the "Silly Squeakers™ line of durable rubber squeaky novelty toys. One of
the “Silly Squeakers” chew toys, "Bad Spaniels” closely emulates the Jack Daniels trade dress, but with
canine-referent product descriptions on the label, such as “"43% POO BY VOL." and "100%
SMELLY,"” and a disclaimer of affiliation with the Jack Daniels distillery.

The district court upheld Jack Daniels’ claim of tarnishment:

A trademark may . . . be tarnished if the mark loses its ability to serve as a "wholesome
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identifier” of the plaintiff's product. [Citations.] The Second Circuit found that the
relevant inquiry is how the junior mark's product affects the positive impressions about
the famous mark's product, and not whether a consumer simply associates a negative
sounding junior mark with the famous mark. Starbucks, 588 F.3d at 110. Regarding
reputational harm, both parties engaged experts. . . . [Jack Daniels’] expert . . . relied on
consumer psychology research to establish that when you associate any food or beverage
with defecation, you are creating disgust in the mind of the consumer with respect to that
food or beverage associated with defecation. [Citation.] Well documented empirical
research supports that the negative associations of "Old No. 2" defecation and "poo by
weight" creates disgust in the mind of the consumer when the consumer is evaluating
Jack Daniel's whiskey. . . . The Court credits [Jack Daniels’ expert’s] conclusion that
such negative associations are particularly harmful for a company such as Jack Daniel's
because the goods it offers for sale involves human consumption and human consumption
and canine excrement do not mix. ...

[VIP Product’s expert’s study is] flawed because the groups were initially directed by the
moderator that the product under evaluation, "Bad Spaniels”, was a joke, a spoof product,
and as a result the focus groups produced predetermined results. This tainted the group's
conclusions. . ..

Finally, Jack Daniel's trademarks and trade dress are tarnished by associating them with
toys, particularly the kind of toys that might appeal to children. The Court finds that
while an association with toys may not ordinarily cause reputational harm, Jack Daniel's
is in the whiskey business, and does not market to children, does not license goods for
children, and does not license goods that might appeal to children.

Here, the Court credits and gives prevailing weight to [Jack Daniels expert’s] specialized
knowledge and specific expertise in consumer psychology to evaluate and conclude a
likelihood of dilution by tarnishment regarding the effect of the "Bad Spaniels™ dog toy
upon the Jack Daniel's trademarks and trade dress.; see Fastman Kodak Co. v. Rakow,
739 F. Supp. 116, 118 (W.D.N.Y. 1989) (stating that it does not matter whether this
association is humorous or intended as such and enjoining use of the stage name KODAK
by a stand-up comedian); Grey v. Campbell Soup Co., 650 F. Supp. 1166, 1175 (C.D.
Cal. 1986) (enjoining use of DOGIVA and CATIVA as harmful to Campbell's GODIVA
business reputation because of the negative association the public makes between
Godiva's premium quality food products and animal treats); Steinway & Sons v. Robert
Demars & Friends et al., 210 U.S.P.Q. 954 (C.D. Cal. 1981) (enjoining sale of clip-on
beverage can handles under the name STEIN-WAY, finding that such association will
inevitably tarnish Steinway's reputation and image with the public as sponsoring only
products of taste, quality and distinction); see generally Chemical Corp. of Am. v.
Anheuser—Busch, Inc., 306 F.2d 433, 436-38 (5th Cir. 1962) (enjoining use of "Where
there's life ... there's bugs!" slogan); Original Appalachian Artworks, Inc. v. Topps
Chewing Gum, Inc., 642 F. Supp. 1031, 1039 (N.D. Ga. 1986) (tarnishment "occurs when
a defendant uses the same or similar marks in a way that creates an undesirable,
unwholesome, or unsavory mental association with the plaintiff's mark").
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The court acknowledged VIP Product’s parodic purpose in creating BAD SPANIELS, but found
that purpose unavailing:

A . . . claim of parody will be disregarded where the purpose of the similarity is to
capitalize on a famous mark's popularity for the defendant's own commercial use.
[Citation] Here, VIP's intent was clear that it sought to capitalize on Jack Daniel's
popularity and good will for its own gain, and therefore its claim of parody is
disregarded.

VIP Products did not cite the CHEWY VUITTON case at all. How would you distinguish the two dog
toys cases?

Page 742. Renumber Question 3 as 4, and insert new Question 3:

3. “Happytimes Murders” is an R-rated movie about a group of puppets who perform in a
children’s television show, and lead promiscuous off-camera lives. The movie studio has released a
sexually explicit trailer with the tag line: “No Sesame. All Street.” The producers of Sesame Street file
suit for dilution. How should the court rule? See
https://www.newsday.com/entertainment/movies/sesame-street-puppet-film-happytime-murders-
1.18859367
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CHAPTER 10: FALSE ADVERTISING

Page 764. Add before Questions:

Rebecca Tushnet, The False Advertising/Trademark Law Interface at Common Law
IRENE CALBOLI & JANE C. GINSBURG, INTERNATIONAL AND COMPARATIVE TRADEMARK LAW (2019)
(EXCERPTS)

I. Introduction
Both trademark infringement and false advertising are understandable as species of unfair

competition, related in that they operate to protect consumers and competitors against distortion in the
market caused by misleading information. But they have differing subject matter and often different tests
for liability for the same type of claim. In particular, advertisers often want to make comparative claims
that identify a particular competitor, whether by name or by some other recognizable characteristic. If
these claims are false, no separate principle of trademark law is required to conclude that they should be
banned, even if they are neither confusing in the trademark sense nor disparaging: for example, if ads
falsely claim that the advertiser’s product is as good on some specific measure as the trademark owner’s
product while clearly indicating the separate source, false advertising law prohibits the claim. However, if
claims such as “cheaper than Brand X, but just as effective” are not false or misleading, then general
advertising law allows them—unless trademark law has some separate force in controlling advertising
claims that aren’t about the source or sponsorship of the advertiser’s product.

Il. False Advertising Law and Comparative Advertising in the United States

General false advertising law regulates factual claims of all kinds in advertising, including
comparative claims. The legal landscape in the U.S. allows many sources of potential liability: federal and
state regulators can sue businesses for deceptive advertising under the Federal Trade Commission Act and
similar state “little FTC” acts; businesses can sue other businesses under the federal Lanham Act, which
covers both trademark infringement and general false advertising; and consumers can bring state-law
claims under consumer protection laws specifically barring deceptive trade practices. This proliferation
of laws has led to many doctrinal flourishes and epicycles. For example, in this chapter, | use “falsity” to
encompass both literal falsity and misleadingness. Although both are actionable, U.S. courts in Lanham
Act cases have distinguished the two by reasoning that “misleadingness” occurs when consumers receive
a false factual message from a literally true or potentially ambiguous advertisement. When a message is
not literally false (or “false by necessary implication,” where a message is not practically ambiguous
despite the theoretical possibility of a truthful reading), a plaintiff in a Lanham Act case must provide
extrinsic evidence to show that a misleading message has actually been received by consumers. Outside
the U.S., and in non-Lanham Act U.S. cases, this distinction is not generally made: courts instead use
common sense and other evidence to determine whether a claim is false or misleading and do not
distinguish between the two concepts in imposing liability. Nor is the distinction particularly significant
to the subject of this chapter. The core question of false advertising law is whether a false claim has been
made to a substantial number of consumers, regardless of the semantic form in which it has been
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communicated.

In all its modern forms, false advertising is generally strict liability: as with trademark
infringement, no showing of wrongful intent is required as long as consumers are likely to be deceived by
a statement. As a result, if a comparative claim is factually false, it is wrongful and actionable regardless
of trademark law and regardless of the related specialized branch of “unfair competition” law aimed at
protecting non-trademark sales symbols against uses that confuse as to the source or sponsorship of a
product. If a comparative claim is true, by contrast, it is encouraged by advertising law.

In the U.S, the Federal Trade Commission (FTC) regulates competition, both against
monopolistic practices and false advertising that disrupts competition on the merits. For many decades,
the FTC has explicitly promoted comparative advertising, and considers restrictions on such advertising
to be anticompetitive restrictions on trade. Groups of advertisers or trade groups may violate antitrust law
if they agree to avoid comparative advertising or even to avoid “disparaging” but non-false comparative
advertising. Defending the integrity or reputation of a brand is no excuse for anticompetitive agreements
that go beyond protection against confusion about source or sponsorship—and comparative advertising is
rarely confusing in that sense.

So far, so good. But in some situations, comparative statements are neither true nor false. Such
nonfactual claims are known in advertising law as “puffery”: vague statements that can’t be proven true
or false or statements that are so unbelievable that reasonable consumers wouldn’t rely on them. In
theory, no information would be lost to consumers from a ban on puffery. Yet false advertising law in
common-law regimes has historically been uninterested in regulating puffery ... By allowing puffery,
the law provides advertisers with breathing space—they need not fear losing a false advertising case over
claims that consumers wouldn’t take as making specific promises. Puffery also provides advertisers with
an opportunity to attract consumers with clever or creative advertising, which among other things allows
them to build brands—not just indicators of source, but repositories of meaning for consumers whose
favorable associations can prompt sales even when product characteristics are interchangeable. Thus, it is
not surprising that trademark owners want to be able to use puffery; self-interest means that proponents of
strong trademark rights are also proponents of fairly limited advertising law.

Traditionally, the United States approach has not changed very much for trademark-specific
claims. This is one manifestation of the extremely speech-protective orientation of U.S. law: the presence
of a specific target, who might rather obviously be harmed by denigration by a competitor seeking to
obtain business previously had by the target, triggers no special concern. When consumers are unlikely to
be materially deceived, U.S. law prefers that the parties should fight their battles in the marketplace, not
in the courts. The advertiser certainly has an incentive to cherry-pick comparisons, touting its price
superiority where performance is not so much in its favor or vice versa, but consumers are presumed to
understand this, up to the point at which the comparison becomes affirmatively misleading or false.

Comparisons can also be particularly useful to smaller or newer competitors, who might
otherwise have trouble letting consumers know about their competing offerings. An explicit comparison
means that consumers don’t have to remember lots of specific product details and statistics, which they
are unlikely to do. Direct comparison can also be a uniquely effective sales tactic by drawing the attention
of consumers, cutting through the clutter of other, less relevant advertising. Yet false advertising law
doesn’t care very much whether the competitor is identified or whether the claim is of superiority over all
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others and thus the competitor is only an implied target, except insofar as specificity contributes to
making a claim sufficiently factual and verifiable to be falsifiable and not a mere puff.

In the U.S., then, companies generally can’t interfere with the free play of competition merely to
“protect their trademarks” in the absence of confusion. . ..

A. Commercial Advertising or Promotion
Page 770. Add before Questions.

In re Keurig Green Mt. Singleserve Coffee Antitrust Litig., 2019 U.S. Dist. LEXIS 69487
(S.D.N.Y. April 22, 2019). Several competitors charged the Keurig Green Mountain company with
engaging in anticompetitive practices that had the effect of excluding them from the market for cups or
pods used in Keurig's single-server coffee brewer machines. Competitors alleged that some of Keurig’s
practices constituted false, deceptive, and/or misleading advertising and promotional efforts directed at
consumers and retail customers regarding the key qualities and characteristics of its K-Cup Brewers, in
violation of section 43(a).

Competitor Plaintiffs allege that, to discourage consumers from using Competitor
Cups, Keurig warns customers that use of Competitor Cups may void their brewer
warranties, even though Keurig honors brewer warranties when consumers use such cups,
or stop the brewer from functioning. Furthermore, Keurig cites no case law, and | have
found none, in which a court has held that warranty policies fall outside the scope of the
Lanham Act as a matter of law. In fact, the Lanham Act does not define the metes and
bounds of what qualifies as "commercial advertising or promotion."

Moreover, | note that certain of Keurig's statements were made to consumers by
using Facebook and Amazon.com. Assuming, as Keurig asserts, that these statements
were all made to consumers who had already purchased the brewer, they were made in
the open. In other words, they were available to be viewed by not only consumers who
owned brewers but also by consumers who were contemplating purchasing brewers. This
type of communication is materially different from a one-on-one communication between
a manufacturer and a consumer inquiring about the product owned by the consumer.
Therefore, such statements are appropriately viewed as being made for consumption by a
wider audience for the purpose of influencing other consumers to buy defendant's goods
or services.

B. Literal Falsehood
Page 771. Coca- Cola Co. v. Tropicana Prods., Inc. 690 F.2d 312 (2d Cir. 1982):
Bruce Jenner, who appeared in the contested advertisement, is now Caitlyn Jenner.

Page 782. Add after Autodesk:
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Davis v. Avvo, Inc., 345 F. Supp.3d 534 (SDNY 2018). The Avvo website provides individual
profiles of attorneys. Consumers can use the website to access information about, find, and vet attorneys.
The individual attorney profiles often contain client and peer reviews, as well as a numerical “Avvo
rating.” website includes profiles for attorneys who pay for advertising and related services and attorneys
who do not. Plaintiff charges that Avvo engages in false advertising because its website gives higher
ratings to attorneys who have paid for advertising and enhances their profiles by adding a “Pro” badge to
the headshots of paying attorneys. The court dismissed the action, finding the ratings to be protected
statements of opinion, and the “Pro” badges mere puffery.

The plaintiff contends that the "Pro™ badge is nonetheless misleading because it
insinuates that the attorney is of a higher quality than a non-"Pro™ attorney, and because
the website's explanations of the badge's actual meaning are not sufficiently conspicuous
to dispel this misconception. The defendant counters by arguing that the term "Pro", if
viewed as a descriptor for an attorney's quality, is mere puffery.

Puffery, which is nonactionable under the Lanham Act . . . , is a subjective
statement or claim that cannot be proven true or false. [Citations.] Puffery might take the
form of an overstatement expressed in broad and commendatory language, as opposed to
a misleading description or false representation about an inherent characteristic of a good
or service. [Citation.] Courts can determine that a statement is puffery as a matter of law
when, the statement does not provide a concrete representation. [Citations.]

Taken literally, the term "Pro™ indicates a professional. To the extent the plaintiff
alleges that "Pro™ badges convey that an attorney is a professional, the plaintiff has failed
to plead sufficiently that the badges constitute false representations. The plaintiff does not
allege that "Pro™ badges are found in the profiles of individuals not in the profession -
that is, individuals who are not attorneys.

To the extent the plaintiff alleges that the term "Pro" is received more
colloquially by consumers, conveying that an attorney is especially experienced or
skilled, id., the term is mere puffery. Taken in this context, "Pro" constitutes a broad
commendation relaying a view of an attorney's level of experience or skill that can only
be subjective. The plaintiff cannot prove that the attorneys marked "Pro" are decidedly
undeserving of the status, because in context the term has no definite meaning or defining
factors. This is especially so given that the "Pro" badges appear on the defendant's
website, where one would presume that the attorneys are pros in the opinion of the
defendant, determined by the defendant's criteria.

In short, the defendant’s use of the "Pro™ badges . . . [is] nonactionable puffery.
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D. Standing
Page 828. Add new Question 3.

3. Sawvy Rest, Inc. and Sleeping Organic, LLC compete in the mattress market. Savvy Rest
claimed that Sleeping Organic violated the Lanham Act by falsely advertising on its commercial website
that Sleeping Organic's mattresses are free of chemicals and certified to meet the requirements of the
Global Organic Textile Standard ("GOTS"). Sawvy Rest argued that Sleeping Organic can sell its
mattresses for much lower prices because it does not incur expenses which are required to manufacture
and sell genuine GOTS-Certified Mattresses, and that Sleeping Organic’s false statements harm Savvy
Rest’s reputation and goodwill because they have a tendency to make consumers believe that Savvy Rest
overcharges for its own organic mattresses that are GOTS-certified. Do these alleged harms meet the
Lexmark criteria for injuries and causation? See Savvy Rest, Inc. v. Sleeping Organic, LLC, 2019 U.S.
Dist. LEXIS 64604 (W.D.Va., April 15, 2019).
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Chapter 11

Internet Domain Names

B. Anticybersquatting Consumer Protection Act

Page 839. Add new Question following text of ACPA (number current Question as 1 and add new
Question 2)

2. Must the “mark” to whose owner the ACPA grants a right of action be registered or used in the
U.S.? Suppose a foreign mark owner claims that a U.S. entrepreneur has registered the foreign mark as a
domain name in the U.S. and is diverting the mark owner’s customers to its website, does the ACPA
provide a claim? See, e.g., Klumba.UA, LLC v. Klumba.com, 320 F. Supp. 3d 772 (E.D. Va. 2018)
(Ukrainian claimant of klumba trademark had no common law trademark rights in the US when its
klumba.ua website had no English language content; goods and services advertised on the site were priced
in the Ukrainian currency; no U.S. customers were registered in plaintiff's customer databases, and no
goods hosted on plaintiff's klumba.ua have been sold to U.S. customers. There have been 1.5 million page
views of the klumba.ua website in the United States, but there is no evidence that any of those page views
came from U.S. citizens). Does unavailability of an ACPA action mean that the Ukrainian claimant must
go without a remedy? See infra, section C, Uniform Dispute Resolution Policy.

1. Bad Faith
Page 844. Add new Question 3.

3. ZP and ILM compete in the market for student housing. ZP adopted the name "One Ten" for
its student housing facility and began using the "One Ten" mark in interstate commerce in 2015. ZP’s
federal registration of the mark issued in 2017. ZP also registered the domain name liveoneten.com in
2015, and began using the domain name for its website in 2016. ILM registered several domain names in
2016, including "onetenlive.com” "liveontenmobile.com™ "liveonel0.com” "onetenstudentliving.com"
and "onetenliving. com" and reregistered the domains in 2018. All these domains redirected to ILA’s site
for its competing student housing, “campusquarters.com”. Has ILA registered its domain names with a
bad faith intent to profit? See ZP No. 314, LLC v. ILM Capital, LLC, 335 F. Supp. 3d 1242 (S.D. Al
2018).

4. §43(d)(2) and in rem Jurisdiction

Page 884. Add after Questions

Jacqueline D. Lipton, Legal Regulation of Internet Domain Names in North America, |IRENE
CALBOLI & JANE C. GINSBURG, INTERNATIONAL AND COMPARATIVE TRADEMARK LAW (2019)

120



Copyright © 2019 Carolina Academic Press, LLC. All rights reserved.

(EXCERPT)

One of the ways in which Congress attempted to address early jurisdictional concerns with
respect to Internet domain name disputes and the limitations of turning to trademark law was to
incorporate a specific provision in the ACPA to enable proceedings to be commenced in rem against a
domain name as a species of intangible property. The objective was to avoid challenging problems that
could be faced by an American trademark holder attempting to assert personal jurisdiction over an often
foreign defendant.

The in rem provisions effectively gave a home field advantage to American plaintiffs at the time
the ACPA was enacted because it not only allowed for the in rem action, but placed the situs of the
domain name at the place of registration. At the time the law was enacted, most domain names were, in
effect, registered in Herndon, Virginia (U.S.A.), because that was the location of Network Solutions
which, at the time, hosted the main domain name registry. Consequently, in cases where the in rem
provisions applied, American plaintiffs were effectively entitled to proceed in Virginia courts. This was
much easier than having to attempt to assert personal jurisdiction over far-flung defendants.

As with the substantive provisions of the ACPA, the in rem provisions have not been particularly
well-tested in domestic courts. Not only did most Internet domain name disputes go to UDRP arbitrators
from 1999 onwards, but Herndon fairly quickly ceased to be the main place where domain names were
registered as ICANN decentralized the registration system. Despite the congressional aims to help
American trademark holders pursue claims against foreign cybersquatters, these in rem provisions were
more or less outdated as soon as they were enacted.

C. ICANN and the Uniform Trademark Domain Name Dispute Resolution Policy
Page 888. Following Froomkin excerpt, add:
Annemarie Bridy, Addressing Infringement: Developments in Content Regulation in the US and the

DNS, forthcoming in Giancarlo Frosio, Ed., The Oxford Handbook of Online Intermediary Liability,
https://papers.ssrn.com/sol3/papers.cfm?abstract _id=3264879 (footnotes omitted)

2. The History of Intellectual Property Enforcement in the DNS

Historically speaking, intellectual property rights have been enforced in the DNS in a very tightly
circumscribed way—only in the field of trademarks, and only to address the practice known as
cybersquatting, which is defined as bad faith registration and use of a domain name. In the early days of
the Internet, cybersquatters preemptively registered domain names containing famous trademarks and
then offered to transfer the registrations to later-arriving trademark holders for exorbitant prices. Under
tremendous pressure from trademark rightholders, a perennially powerful force within ICANN’s universe
of stakeholders, ICANN in 1999 adopted a binding policy requiring all domain name registrars to
contractually require all domain name registrants to participate in an alternative dispute resolution system
designed specifically to adjudicate disputes involving alleged cases of cybersquatting. The system, which
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applies to all registrants in all gTLDs, is called the Uniform Dispute Resolution Policy (UDRP).
Trademark infringement, counterfeiting, and dilution claims fall outside the UDRP’s subject matter
scope. The UDRP’s remedial scope is also narrow; its only available remedy is cancellation or transfer of
the disputed domain name from the registrant to the complainant.

2.1 The UDRP

Under the UDRP, ICANN-accredited arbitrators decide cybersquatting disputes via a streamlined,
web-delivered process. Once a UDRP complaint is filed by a complainant (who can choose from a list of
ICANN-approved providers), a registrant must participate in the UDRP process until its conclusion. If
either party to a UDRP proceeding is dissatisfied with the result, that party can file a claim contesting the
result in a court of competent jurisdiction. A registrant seeking judicial recourse following an adverse
UDRP decision has ten business days to file a claim in court and produce evidence that she has done so to
the registrar. If the registrant timely files a lawsuit, the prevailing complainant’s remedy is stayed pending
the outcome of the litigation. If the losing registrant fails to file suit within the ten-day window, the
domain name is cancelled or transferred.

UDRP outcomes have historically skewed heavily in favor of complainants. WIPO reports that
for all years the UDRP has been active, 89% of disputes have resulted in cancellation or transfer of the
domain name to the complainant. Registrants have prevailed in only 11% of cases. Critics of the process
point to these numbers and to the fact that a small number of providers handle the vast majority of UDRP
complaints as evidence that the system has created strong structural incentives for providers to rule in
favor of complainants. A provider whose results don’t demonstrably favor complainants can easily find
itself without any customers—as happened to eResolution, an accredited provider that went out of
business in the early years of the UDRP for lack of a sustainable case load.

3. ICANN’s new gTLD Program and IP Stakeholder Demands

Beginning in 2013, in a long-anticipated and much-ballyhooed move, ICANN created over 1,200
new gTLDs in the DNS. In the rollout of the new gTLD program, rightholders saw an opportunity to
lobby within ICANN to extend the reach of IP enforcement in the DNS beyond the UDRP and
cybersquatting. The MPAA, which represents Hollywood movie studios, and the RIAA, which represents
major record labels, demanded that ICANN and its new gTLD contractors promote a ‘safe internet
ecosystem’ by enforcing their members’ copyrights in films and music. Their appeal to ‘safety’ conflates
copyright piracy with the distribution of malware, strategically blurring an otherwise clear line between
the protection of physical network integrity—a classic IANA concern—and the protection of intellectual
property rights. From rightholders’ perspective, a ‘safe Internet ecosystem’ is one in which ICANN’s
contracts with DNS intermediaries are revised to require registrars to block domain names upon notice of
infringement. Rightholders also want ICANN, through its formal contractual compliance process, to
discipline any registrar that demands a court order before taking action against a registrant accused of
infringing copyrights. All registrars, they argued, should be compelled to implement notice-based domain
blocking for copyright infringement on pain of losing their accreditation and, consequently, their ability to
do business.

There was considerable opposition to these demands within ICANN’s multistakeholder
community—most notably from domain name registrars and civil society groups. They opposed
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expanding ICANN’s historically limited authority over the DNS into the field of website content
regulation, for IP enforcement or any other purpose. Such an expansion, they correctly argued, is
incompatible with ICANN’s limited technical role as the manager of the IANA functions. Most registrars
understandably do not want to be in the law enforcement and claim adjudication business.

4. Expanding IP Enforcement in the DNS. Within and Without ICANN

Rightholders achieved a partial victory in the battle within ICANN over domain blocking in the
new gTLDs: a legal scaffolding within ICANN’s new gTLD registry contracts for a notice-and-takedown
program that can function, with the aid of willing registry operators, as a workaround in cases where
registrars refuse to block domains without a court order. ICANN would not leverage its contractual
compliance process to compel registrars to play ball with rightholders, but it did provide a means for
rightholders to strike private deals with registry operators to bypass or override recalcitrant registrars. The
key to this workaround is a provision in the 2013 ICANN-Registry Agreement known as Specification
11—Public Interest Commitments.

Specification 11 is a pass-along or flow-down provision requiring registry operators to include in
their contracts with registrars a provision requiring registrars to include in their contracts with registrants
‘a provision prohibiting Registered Name Holders from...piracy, trademark or copyright
infringement, . . . and providing (consistent with applicable law and any related procedures) consequences
for such activities including suspension of the domain name.” Through this provision, an express
prohibition on copyright infringement and the identification of (unspecified) consequences for it are
pushed down the DNS hierarchy from ICANN to registry operators to registrars. This is the same legal
mechanism that makes the UDRP binding on all gTLD registrants.

The endpoint in this cascade of contractual obligations is of course the registrant, whose
registration is conditioned on her acceptance of the prospect that her domain name may be suspended if
she is found to have engaged in copyright or trademark infringement. Notably, Specification 11 does not
condition suspension of a registrant’s domain name on receipt of a court order or other valid legal
process. The elegance of the flow-down provision from a rightholder’s perspective is that it need not be
enforced by registrars at all. It can also be enforced by registry operators that are willing to act on
rightholders’ notices without any prior adjudication. As keepers of the DNS zone files for the gTLDs they
control, registry operators can block or otherwise disable any domain name within their zones.

New gTLD registry operators supportive of Specification 11 explain their willingness to
cooperate with rightholders in terms of defensive or pre-emptive self-regulation. If we don’t regulate
ourselves, they say, the government will step in and impose onerous obligations on us. This self-
regulatory rhetoric obscures the plain fact that the real regulatory targets of intellectual property
enforcement within the DNS are domain name registrants and the websites they operate. Registry
operators that partner with rightholders to block domains are acting not as regulators of their own content
but as regulators of third-party content, without benefit of judicial process. They appear to regard the
websites underlying domain names as their own premises to police. It courts dishonesty, however, to
characterize Specification 11 as the foundation for a self-regulatory framework. It is equally questionable
to hang the imprimatur of *public interest’ on the privately ordered enforcement of private property rights
through the DNS.
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CHAPTER 12: REMEDIES

A. Injunctive Relief
1. Injunctions
Page 940. Add the following text at the end of the Note on Presumption of Irreparable Harm:

Recall Adidas Am., Inc. v. Skechers USA, Inc. in the casebook Chapter 2.B.2.b and in the
casebook and this Supplement, infra Chapter 6.B.3.b. The Ninth Circuit clarified, in a 2-1 decision, that
its earlier Herb Reed decision requires concrete evidence of irreparable harm to justify a preliminary
injunction, 890 F.3d 747 (9th Cir. 2018), and described the kind of evidence that could suffice. The
appellate court majority affirmed the preliminary injunction against the Stan Smith shoe, finding the
evidence of irreparable harm sufficient.

In Herb Reed Enterprises, LLC v. Florida Entertainment Management, Inc., we
reaffirmed that "[e]vidence of loss of control over business reputation and damage to
goodwill [can] constitute irreparable harm,” so long as there is concrete evidence in the
record of those things. [Citation.] ... adidas's Director of Sport Style Brand Marketing
testified to the significant efforts his team invested in promoting the Stan Smith through
specific and controlled avenues such as social media campaigns and product placement,
and he stated that the Stan Smith earned significant media from various sources that was
not initiated or solicited by adidas. adidas also presented evidence regarding its efforts to
carefully control the supply of Stan Smith shoes and its concerns about damage to the
Stan Smith's reputation if the marketplace were flooded with similar shoes. Finally,
adidas produced customer surveys showing that approximately twenty percent of
surveyed consumers believed Skechers’ Onix was made by, approved by, or affiliated
with adidas.

The extensive and targeted advertising and unsolicited media, along with tight control of
the supply of Stan Smiths, demonstrate that adidas has built a specific reputation around
the Stan Smith with “intangible benefits.” [Citation.] And, the customer surveys
demonstrate that those intangible benefits will be harmed if the Onix stays on the market
because consumers will be confused about the source of the shoes. We find that the
district court's finding of irreparable harm is not clearly erroneous. See Herb Reed, 736
F.3d at 1250; Rent-A-Ctr., Inc. v. Canyon Television & Appliance Rental, Inc., 944 F.2d
597, 603 (9th Cir. 1991) (noting that harm to advertising efforts and goodwill constitute
"intangible injuries” that warrant injunctive protection).

By contrast, with respect to the adidas 3-Stripe Mark and Skechers’ Cross Court shoe, the
majority reversed the preliminary injunction, finding a lack of such concrete evidence:

... adidas advanced only a narrow argument of irreparable harm as to the Cross Court:
that Skechers harmed adidas's ability to control its brand image because consumers who
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see others wearing Cross Court shoes associate the allegedly lesser-quality Cross Courts
with adidas and its Three-Stripe mark. Yet we find no evidence in the record that could
support a finding of irreparable harm based on this loss of control theory.

... adidas's theory of harm relies on the notion that adidas is viewed by consumers as a
premium brand while Skechers is viewed as a lower-quality, discount brand. But even if
adidas presented evidence sufficient to show its efforts to cultivate a supposedly premium
brand image for itself, adidas did not set forth evidence probative of Skechers's allegedly
less favorable reputation. The only evidence in the record regarding Skechers's reputation
was testimony from adidas employees. First, adidas claimed that “Skechers generally
sells its footwear at prices lower than adidas's"—how much lower, and for what of any
number of possible reasons other than the quality of its products, we do not know. This
generalized statement regarding Skechers's price point does not indicate that consumers
view Skechers as a value brand. Second, one adidas employee noted that within adidas,
Skechers is viewed as inferior to adidas. Again, Skechers's reputation among the ranks of
adidas employees does not indicate how the general consumer views it. Thus, the district
court's finding that Skechers is viewed as a "value brand" is an "unsupported and
conclusory statement[]" that is not “grounded in any evidence or showing offered by
[adidas]." See Herb Reed, 736 F.3d at 1250 (internal quotation marks omitted).

... adidas presented specific evidence that its reputation and goodwill were likely to be
irreparably harmed by Skechers's Onix shoe based on adidas's extensive marketing efforts
for the Stan Smith and its careful control of the supply of Stan Smiths available for
purchase. Thus, even post-sale confusion of consumers from afar threatens to harm the
value adidas derives from the scarcity and exclusivity of the Stan Smith brand. But there
was no comparable argument or evidence for the Cross Court.

Because adidas failed to produce evidence that it will suffer irreparable harm due to the
Cross Court, we conclude that the district court abused its discretion by issuing a
preliminary injunction for the Cross Court. See Herb Reed, 736 F.3d at 1250.

3. Recalls and Destruction

Page 963. Renumber Question 5 as Question 6 and insert new Question 5.

5. After a jury found defendants guilty of infringing plaintiff’s COMICOM, COMI-CON and

COMI CON marks for comic or popular arts conventions, plaintiff contended that defendants, in addition
to being enjoined from using those terms or their phonetic equivalents as the mark for their events, should
also be ordered to destroy all merchandise and marketing materials bearing those terms.
countered that they should be allowed to keep their “historical archive” of promotional materials and

* Editors’ Note — the parties settled after this.
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merchandise from their past shows. How should the district court rule? See San Diego Comic Convention
v. Dan Farr Prods., 336 F. Supp.3d 1191 (S.D. Cal. 2018).

B. Monetary Relief
1.  Assessing Profits and/or Damages
Page 977. Insert after Romag.

The Supreme Court granted certiorari in Romag Fasteners and vacated and remanded in light of SCA
Hygiene Products Aktiebolag v. First Quality Baby Products, LLC, 580 U.S. _, 137 S.Ct. 954 (2017).
The Federal Circuit subsequently found that SCA did not affect the parts of its opinion that are excerpted
in the casebook, and re-instated those portions. 686 Fed. Appx. 889, 2017 U.S. App. LEXIS 8608 (Fed.
Cir. May 3, 2017). On June 28, 2019, another cert. petition for this case was granted. 2019 U.S. LEXIS
4406. One of the issues to be considered is: Whether, under Section 35 of the Lanham Act, willful
infringement is a prerequisite for an award of infringer's profits for a violation of Section 43(a), which
prohibits trademark infringement through false representations regarding the origin, endorsement, or
association of goods through the use of another's distinctive mark. Given the variety of opinions
expressed by different courts on this issue, how do you think the Court should rule?

Page 977. Insert the following cases and Question after the above insert.

TIFFANY & CO. V. COSTCO WHOLESALE CORP.

274 F. Supp.3d 216 (S.D.N.Y. 2017)

LAURA TAYLOR SWAIN, DISTRICT COURT JUDGE

126



Copyright © 2019 Carolina Academic Press, LLC. All rights reserved.

[T]he Court granted summary judgment in favor of Plaintiffs (collectively, "Tiffany"), holding
Costco liable for trademark infringement and trademark counterfeiting under the Lanham Act with
respect to engagement rings sold under certain signage that referenced the mark "Tiffany" as a standalone
term. ... A jury trial on Tiffany's claims for monetary recovery in the form of profits and statutory
damages pursuant to 15 U.S.C. Section 1117, and punitive damages pursuant to New York state law, was
held from September 19, 2016, to October 5, 2016. The jury rendered unanimous verdicts that Costco's
relevant profits — those derived from sales of rings "using display case signage that included the 'Tiffany'
mark as a standalone term, not combined with any immediately following modifier such as 'setting," 'set'
or 'style™ — totaled $3,700,000, that such profits are inadequate to compensate Tiffany, that $5,500,000
would be a just award of profits, and that Tiffany is entitled to an award of statutory damages for the same
conduct in the amount of $2,000,000 and punitive damages for such conduct in the amount of $8,250,000.

As explained below, Tiffany is entitled to recover $3.7 million as profits for trademark
infringement, trebled, if it does not instead elect to recover statutory damages. Tiffany is also entitled to
recover the jury's punitive damages award of $8.25 million.

1. Whether the Jury Verdict as to Profits is Advisory

...Although the Second Circuit has not explicitly ruled on the issue, in Gucci America, Inc. v.
Weixing Li, a trademark infringement action under 15 U.S.C. Section 1117(a), the court characterized the
accounting of profits sought by the plaintiff as an "equitable remedy.” 768 F.3d 122, 130 (2d Cir. 2014).
The Court will treat the jury verdict as to accounting of profits as advisory and make its own findings.

... [1In its Summary Judgment Opinion, the Court found that Tiffany had proven its federal and
state law claims that, by displaying solitaire diamond rings in Costco stores next to signage that included
the word "Tiffany" as a standalone term not combined with an immediately following modifying word
such as "setting," "set,” or "style" ("Standalone Signage"), Costco infringed Tiffany's trademark and
engaged in unfair competition under state and federal law and that Costco counterfeited the Tiffany
trademark under federal law. ... Among the monetary relief categories was an accounting for profits, as to
which the jury was instructed that "Tiffany is entitled to an award of all profits earned by Costco that are
attributable to Costco's misuse of Tiffany's trademark through infringement and/or counterfeiting from
February 14, 2007, to the present time." The jury was also instructed that it was to determine whether
""one sign, which used the word 'Tiffany' on one line and the word 'set' at the beginning of the following
line[,] was a use of 'Tiffany' as a standalone term or a use of ‘Tiffany set' as a combined term in describing
the merchandise.”

Costco presented credible evidence, and the Court finds that, "Tiffany" is used within the jewelry
industry in the context of the combined term "Tiffany setting™ to denote a certain type of multipronged
solitaire ring setting. Costco used the terms "Tiffany style™ and "Tiffany setting," as to which Tiffany did
not assert trademark infringement or counterfeiting claims in this case, in a large proportion of its
diamond ring signage. Costco also used the infringing Standalone signage to a significant degree.
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Costco's proffered explanations for the Standalone usage — that clerical workers merely copied
language from jewelry suppliers' invoices as shorthand for Tiffany settings and that Costco therefore was
not engaging in intentional infringement or counterfeiting — were not credible in light of trial evidence
that showed that displays of fine jewelry are an integral part of Costco's marketing strategy, Costco made
frequent internal and external references to Tiffany as a quality and style benchmark, and Costco display
of rings with "Tiffany" Standalone Signage in proximity to displays of name-brand luxury watches.
Costco's salespeople described such rings as "Tiffany" rings in response to customer inquiries, and were
not perturbed when customers who then realized that the rings were not actually manufactured by Tiffany
expressed anger or upset. Costco's upper management, in their testimony at trial and in their actions in the
years prior to the trial, displayed at best a cavalier attitude toward Costco's use of the Tiffany name in
conjunction with ring sales and marketing. Additional evidence supporting the conclusion that Costco
engaged in culpable standalone use of the mark "Tiffany" included Costco's use of purported valuations
identical to prices that Tiffany had actually charged for similar rings, in certificates that Costco provided
to buyers of rings sold under the infringing signage.

...[T]he Court finds that Tiffany is entitled to recover Costco's profits derived not only from sales
of rings under signage in which "set,” “setting” or "style" did not follow "Tiffany" on the same line of a
given sign, but also those in which "set" was the first word of the line below one ending with the word
"Tiffany." The Court finds that Costco used Tiffany's trademark to attract customer attention to the fine
jewelry items by indicating that the items accompanied by such signage were Plaintiffs' products although
they were in actuality generic items. The fact that some sort of marking other than Tiffany's actual
marking appeared inside of the generic rings is insufficient to indicate that Costco's use of the Tiffany
mark was not an intentionally deceptive marketing ploy, as the inside markings were not visible by
customers looking into the case displays and both Costco's signage and Costco's salespeople referred to
the rings as "Tiffany.” The advisory jury verdict as to profits, which appears to have taken into account all
sales associated with signage that used the "Tiffany” without a following modifier on a single line, is
consistent with these findings.

It is not possible to determine from Costco's records precisely which form of signage was used
with each ring sale. The evidence presented at trial consisted principally of Costco's records of item serial
numbers and inventory units for the period within the statute of limitations, sales and returns of items
with such serial numbers within that period, records of the signage information associated with the items
during that time period, and cash register sales information from that period showing the item numbers
and sales prices of rings purchased. Because the data did not reflect how long any given item had been on
display in a store as of the time of purchase, the signage data that Costco utilized to purportedly match to
sales at particular points in time was not definitive.

The data as to numbers of units and signage iterations produced by Costco in the course of the
litigation varied somewhat from time to time. Costco also proffered vendor invoices purportedly
associated with the relevant periods. Some, but not all, of the signage correlated to descriptions used on
the invoices. The trial evidence also included a list of ring sales from February 14, 2007, to August 13,
2013, showing a total of 4,053 units sold under signage that included the word "Tiffany" for a total dollar
amount of $17.1 million, and testimony of Costco's Chief Merchandising Officer, Douglas Schutt, in
which he estimated that Costco had sent approximately 11,000 letters to persons who had purchased rings
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during the period where the signage "had ‘Tiffany' anywhere in the description of that particular diamond
ring." Schutt did not, however, testify to independent knowledge of the figure.

At trial, Costco presented exhibit DTX 806, which purported to show "Gross Sales and Net Sales
of Subject Rings" from February 14, 2007, through December 16, 2012, and which was color-coded and
included columns showing "gross sales,” "net sales,” and "profits" associated with different item
numbered rings associated with various iterations of signage. Items color-coded red in that chart were
characterized as associated with signage reading "PLATINUM TIFFANY VS2.1 SET or PLATINUM
TIFFANY VS2, 1 without SET"; the item color-coded yellow was characterized as associated with
signage reading "SOLITAIRE TIFFANY" on the second line; and items color-coded dark green were
characterized as associated with signage reading either "TIFFANY SET or TIFFANY SETTING," and
those color-coded light green as associated with signage reading "TIFFANY on Line 1 and SET on Line 2
with nothing in between.” Gross and net sales/units figures for rings from the relevant time period were
also presented, with item number and signage record information, in DTX 139. The Court finds, based on
the credible information included in trial record as a whole, that Tiffany carried its burden of proving that
sales, net of returns, of approximately $7.2 million were derived by Costco during the relevant period
from Standalone Signage, including such signage in which the second line of the sign began with the
word "set."

Once the plaintiff seeking to recover an infringer's profits under 15 U.S.C. section 1117(a) has
proven the defendant's sales, the defendant has the burden of proving “all elements of cost or deduction
claimed” for purposes of determining the profits associated with the sales. 15 U.S.C.S. § 1117(a). At trial,
Costco proffered vendor invoices associated with ring sales, but principally relied in presenting its
evidence of profits on a percentage figure calculated by its expert witness, Brad Cornell, who testified that
he "interpreted Costco's margin to be the price the warehouse charges the customer minus the total cost
that they paid to acquire the inventory and [Cornell explained that he had] calculated that as a percentage
for every single order that Costco had . . . | just took the average across all their purchases and it was
10.31." Costco's Chief Merchandising Officer acknowledged, however, that "run of the mill" jewelry
stores charge an estimated markup of 50-100% on their merchandise. Tiffany's expert witness, Brad
Kaczmarek, used a multiplier of 13% in computing Costco's profits, based on a deposition testimony by
Costco's CEO that Costco generally uses a 13% margin for jewelry sales.

Tiffany also presented credible evidence that Costco's profits are not limited to the margin
between product costs and sales, but also include very substantial sums derived from warehouse
membership fees. Douglas Schutt, Costco's Chief Merchandising Officer, acknowledged that Costco's
"business model of charging the membership fee . . . is one of the things that enables [Costco] to charge
less of a markup on the individual products [Costco] sell[s]." Costco uses a "“treasure hunt" marketing
concept - creating "buzz" among members by offering "brand name merchandise at exceptional values” to
drive frequent member visits and renewals. Kaczmarek, Tiffany's expert, testified credibly that even the
13% markup figure that he had used in his analysis is very low, and that Costco is "able to survive with
that low markup because they charge membership fees annually. So they make most of their money on
the membership fees and so that's how they can actually make such small profits on the items. That's what
attracts customers to want to go to Costco."
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The Lanham Act provides that "[i]n assessing profits the plaintiff shall be required to prove
defendant's sales only; defendant must prove all elements of cost or deduction claimed.” 15 U.S.C.S. §
1117(a). [Citations.] Furthermore, where, as here, the Court has determined that the infringer acted
willfully, the Court must analyze the claimed cost set-offs "with particular rigor," requiring the court to
"give extra scrutiny to the categories of overhead expenses claimed by the infringer to insure that each
category is directly and validly connected to the sale and production of the infringing product.”
Audemars Piguet Holding S.A. v. Swiss Watch Int'l., Inc., 42 F. Supp. 3d 540, 544 (S.D.N.Y. 2014)
(internal quotation marks and citations omitted). In addition, 15 U.S.C. Section 1117(a) provides, "[i]f the
court shall find the amount of recovery based on profits is either inadequate or excessive the court may in
its discretion enter judgment for such sum as the court shall find to be just, according to the circumstances
of the case."

The Court finds that Costco has failed to prove that its profits on sales of rings under Standalone
Signage were limited to the 10.31% margin computed by Costco's damages expert. That margin is
artificially small, and was made possible chiefly by the subsidizing impact of membership fees, which are
themselves enhanced by the pull of the "treasure hunt"” tactic in which Costco uses extraordinary bargains
on brand-name merchandise to pull customers into its stores. Fine jewelry is the first display case
customers encounter in Costco's standard store layout, along with name-branded luxury watches. In light
of the role of the membership fees in Costco's business model and of its use of Tiffany's mark in selling
fine jewelry, which is prominently displayed at the entrance of the stores to catch the eye of the
customer, the Court finds it necessary and appropriate as an equitable matter to impute a sufficient portion
of the membership revenue to the sale of these rings to bring the recoverable profit margin on the rings
into the profit margin range of a typical run-of-the-mill jewelry store, which is approximately 50-100%.
The Court further finds that the advisory jury's award of $3.7 million in profits on the Standalone Signage
sales, a figure that is slightly more than 50% of the sales revenue proven in connection with those sales,
constitutes a just and appropriate award of Costco's profits attributable to the infringing sales.

The Court does not, however, concur in the jury's further finding that the $3.7 million figure is
inadequate, such that an additional award of $1.8 million, raising the profit recovery figure to $5.5
million, is necessary. Tiffany is therefore entitled to $3.7 million as its award of Costco's profits from
infringing sales of the diamond rings under Standalone Signage.

1I. Trebling of the Profits Award

Pursuant to 15 U.S.C. Section 1117(b) (LexisNexis 2006), "the court shall, unless the court finds
extenuating circumstances, enter judgment for three times such profits or damages [calculated under
1117(a)], whichever is greater, together with a reasonable attorney's fee . . . ." Id.; see also Fendi S.A.S.
Di. Paola Fendi E Sorelle v. Cosmetic World, Ltd., 642 F. Supp. 1143, 1147 (S.D.N.Y. 1986). Costco,
essentially reiterating its rejected trial and summary judgment arguments that its standalone use of
"Tiffany" was a shorthand reference to alleged jewelry industry "generic” usage of "Tiffany" as the name
for a style of ring setting, argues that extenuating circumstances render inappropriate trebling of the
profits award as damages for its counterfeiting of Tiffany's mark. Extenuating circumstances will be
present only in "a rare case,” such as in the case of "an unsophisticated individual, operating on a small
scale, for whom the imposition of treble damages would mean that he or she would be unable to support
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his or her family." Koon Chun Hing Kee Soy & Sauce Factory, Ltd v. Star Mark Mgmt., Inc., 628 F. Supp.
2d 312, 325 (E.D.N.Y. 2009) (internal quotation marks and citations omitted).

Costco has not established that any “extenuating circumstances" warrant denial of a treble award.
Costco is a large corporation with billions of dollars in annual sales and profits. Its arguments draw on
good faith and genericism positions that were clearly rejected by the jury, which found Costco liable for
substantial punitive damages, and are also rejected by this Court based on its own evaluation of the
evidence. Accordingly, the Court finds that there are no “extenuating circumstances” warranting the
denial of treble damages and that Tiffany is entitled to recover awarded $11.1 million, or three times the
amount of Costco's profits of $3.7 million, under 15 U.S.C. Section 1117. For the same reasons, the Court
further finds that Tiffany is entitled to recover its reasonable attorney's fees. See 15 U.S.C. § 1117(b).

111 Punitive Damages Award

[The court went on to uphold the jury award of $8.5 million in punitive damages under N.Y. State
law and also entered a permanent injunction.]

CONCLUSION

Treating the jury's verdict as advisory only as to the recovery of profits, the Court finds that
Plaintiffs are entitled to recover trebled profits of $11.1 million, and judgment will be entered in their
favor in that amount, plus prejudgment interest at the annual rate set under 26 U.S.C. § 6621(a)(2) for the
period from February 15, 2013, through the date of judgment and punitive damages of $8.25 million,
unless Plaintiffs file within seven (7) days from the date hereof a written election to instead recover the $2
million in statutory and $8.25 million in punitive damages awarded by the jury.

Costco is permanently enjoined from using the mark TIFFANY as a standalone term, not
combined with any immediately following modifiers such as "setting," "set" or "style," in connection with
its advisement and/or sale of any products that were not manufactured by Plaintiffs or their affiliates....

The appeal in Tiffany to the Second Circuit was paused to allow the district court to decide post-
judgment motions. In its subsequent decision, Tiffany & Co. v. Costco Wholesale Corp., 2019 U.S.
Dist. LEXIS 2844 (S.D.N.Y. Jan. 7, 2019), the district court largely denied defendant’s motions for
amendment, for judgment as a matter of law and for a new trial, primarily for the reasons stated in its
prior decision. The court also granted plaintiff’s motion for reasonable attorney’s fees. The court rejected
Costco’s argument that it was improper to consider the Polaroid factors in a counterfeiting case.

Defendant correctly points out that "[w]hen counterfeit marks are involved, it is not
necessary to consider the factors set out in [Polaroid,] which are used to determine
whether a mark is a colorable imitation of a registered mark that creates a likelihood of
confusion about its source, because counterfeit marks are inherently confusing." Colgate-
Palmolive Co. v. JM.D. All-Star Imp. & Exp. Inc., 486 F. Supp. 2d 286, 289 (S.D.N.Y.
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2007) (internal quotation marks omitted). This Court did not, however, rely on the
selected Polaroid factors simply to equate its finding of infringement to counterfeiting,
but rather invoked them in aid of its analysis of the elements of a counterfeiting claim. In
examining whether the marks were substantially indistinguishable and spurious, the
Court referred to its previous analysis of: (1) the similarity of the two marks, to address
whether they were identical or substantially indistinguishable and whether the use of the
Tiffany mark deceptively suggested a false origin and thus was spurious; (2) the finding
of actual confusion to address the requirement that the counterfeit "cause confusion, . . .
cause mistake, or . . . deceive,” [citation]; and (3) Defendant's bad faith, with respect to
the issue of intent to confuse customers. [Citation].

The district court also rejected Costco’s contention that it was incorrect in calculating profits to
rely on a profit margin of an average, traditional jewelry store that has a different business model from
Costco’s.

As the Court previously noted, equity requires that where, as here, the sale of the jewelry
is subsidized by the revenue derived from membership sales, which are themselves
driven by the lure of discounted jewelry and other products, awarding only the profits
earned directly from the sale of the infringing rings would be insufficient. [Citation]; 15
U.S.C.S. § 1117(a) ("If the court shall find that the amount of the recovery based on
profits is either inadequate or excessive the court may in its discretion enter judgment for
such sum as the court shall find to be just, according to the circumstances of the case.").
To hold otherwise would essentially sanction trademark infringement so long as a
defendant could shift profits to a different incoming revenue stream. Furthermore, once a
plaintiff proves a defendant's sales, the burden shifts to the defendant to "prove all
elements of cost or deduction claimed.” 15 U.S.C.S. § 1117(a). Accordingly, Defendant
bore the burden of proving the proper profit margin, taking into account any unique
features of its business plan, including the impact of its membership fees on its pricing
and profits for sales of the infringing rings at issue here. Defendant's proffer of general
figures derived only from its own acquisition and selling price differentials was
insufficient to carry this burden, and the Court's equitable determination, which imputed
a profit margin at the low end of the relevant regular retail range, was supported by the
trial record.

With respect to attorney’s fees, the court refused to apportion fees due to the counterfeiting claim
and to exclude fees incurred in pursuing the federal trademark infringement as well as the state claims.
The court reasoned:

... [T]he broad, plain language of Section 1117(b), which authorizes treble Lanham Act
damages for violations of 15 U.S.C. § 1114(a)(1) and attorneys' fees in “case[s] involving
[the] use of a counterfeit mark™ where the violation consists of intentional use of the mark
in connection with the sale of goods, indicates that awards in cases of counterfeiting are
not limited strictly to fees incurred in prosecuting claims charging counterfeiting. 15
U.S.C.S. § 1117(b) (emphasis added). This broad language, including the statute's
reference to the general Lanham Act liability provision, clearly suggests that the Court
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should award attorneys' fees incurred in prosecuting the Lanham Act infringement claim,
not just the counterfeiting claim itself. This interpretation of the statute is pragmatic as
well as logical and consistent with the plain language of the statute. Counterfeiting is an
elevated form of infringement and an evaluation of both causes of action, as previously
discussed, requires an examination of overlapping and interrelated factors.’ See Gucci
Am., 868 F. Supp. 2d at 242 (describing counterfeiting as the "hard core' or 'first degree'
of trademark infringement that seeks to trick the consumer into believing he or she is
getting the genuine article™); Summary Judgment Opinion, 127 F. Supp. 3d at 254-56
(utilizing the Polaroid infringement factors to inform the Court's counterfeiting analysis).
The analogous state-law claims are almost entirely congruent with the Lanham Act
infringement claim, thus making it impossible for the Court to apportion fees among
them as to the litigation of the merits of the substantive claims.’® '* [Citation]. Fees
incurred to defend the validity of the trademark against Defendant's counterclaim that it
was generic must be also be awarded because it was necessary for Plaintiffs to preserve
their trademark in order to use it as the basis for their counterfeiting claim.

The court accordingly approved all the attorney’s fees except those incurred in litigating the
punitive damages claim, which is a matter solely of state law. The appeal before the Second Circuit has
now resumed.

Question

Do you agree with Judge Swain in Tiffany that it was appropriate to treat Costco’s signage with
the notation “style” or “setting” in the line underneath Tiffany the same as when the signage has no such
notation? Or that it was appropriate to factor in Costco’s membership fees as an element in the profit

9The specific factors examined in connection with both causes of action included bad faith, degree of
similarity, and actual confusion. Summary Judgment Opinion, 127 F. Supp. 3d at 255. Plaintiffs' state-law
infringement claims were subject to substantially the same analysis as their federal counterparts and are thus
also impossible to apportion. See Lopez v. Gap, Inc., 883 F. Supp. 2d 400, 430 (S.D.N.Y. 2012) (quoting
Lorillard Tobacco Co. v. Jamelis Grocery, Inc., 378 F. Supp. 2d 448, 456 (S.D.N.Y.2005)).

0plaintiffs' state-law infringement claims were subject to substantially the same analysis as their federal
counterparts and are thus also impossible to apportion. See Lopez v. Gap, Inc., 883 F. Supp. 2d 400, 430
(S.D.N.Y. 2012) [citation].

" The Second Circuit has, in dicta, expressed skepticism regarding awards of attorneys' fees under Section
1117(a) for non-Lanham Act claims, even where such claims are intertwined with Lanham Act claims,
because the practice could permit large fee awards in cases with very small Lanham Act components.
Sleepy's LLC v. Select Comfort Wholesale Corp., 909 F.3d 519, 532 (2d Cir. 2018). Indeed, in Sleepy's, the
sole Lanham Act claim in an "all-but-the-kitchen-sink" complaint appeared to the appellate court to have
been peripheral to the lawsuit. /d. at 533. The Court finds little if any basis for such concerns in this case,
because the state-law claims here are almost entirely congruent with their Lanham Act counterparts in terms
of both the scope of discovery and the legal analysis. Any apportionment would, therefore, be entirely
arbitrary, reducing Plaintiffs' fee award simply because Plaintiffs elected to articulate their claims as ones
under New York law as well as under the Lanham Act.
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calculation for the sale of its rings? Was it reasonable for the court not to apportion attorney’s fees in the
manner Costco advocated? Why/why not?

The Fifth Circuit recently considered the issue of disgorgement of profits in the context of a false
advertising case. In Retractable Techs, Inc. v. Becton Dickinson & Co, 919 F.3d 869 (5" Cir. 2019).
RTI and Becton are competitors in the market for safety syringes that are designed to minimize accidental
needlesticks. Becton had been found liable for false advertising based on claims that it had the “world’s
sharpest needle” and that its retractable syringes had seven times less “waste space” than RTI’s. The
district court had previously refused to stay injunctive relief pending the first appeal. The injunction
required Becton to cease the ads, to put a notice on its website, to notify various entities of the false
claims and to implement a training program for employees and distributors. In the first appeal, the circuit
court vacated liability under antitrust and, as the injunction was based on that finding, vacated the
injunction. However, during the two years before the decision on the first appeal, Becton had been acting
on the injunction. The district court on remand found that these actions were sufficient to remedy the
harm from the false advertising. After a weighing the Pebble Beach factors, the majority decision on
appeal determined that a disgorgement of profits was not appropriate. It affirmed and outlined the
relevant non-exclusive factors as follows:

Our caselaw establishes two distinct considerations in assessing whether disgorgement is
appropriate. The first is whether disgorgement is equitable under the six factors set forth
in Pebble Beach Co. v. Tour 18 I Ltd. [155 F.3d 526 (5" Cir. 1998)]:

(1) whether the defendant had the intent to confuse or deceive, (2) whether sales have
been diverted, (3) the adequacy of other remedies, (4) any unreasonable delay by the
plaintiff in asserting his rights, (5) the public interest in making the misconduct
unprofitable, and (6) whether it is a case of palming off.

The Pebble Beach factors are non-mandatory and non-exclusive: the district court is free
to consider other facts in assessing whether disgorgement of profits would be equitable,
just as it may exercise discretion in weighing the individual factors.

The second consideration is whether the defendant's profits are attributable to
the Lanham Act violation. In short, "where a plaintiff who has brought a Lanham
Act claim for false advertising has failed to present evidence that the defendant benefited
from the alleged false advertising, the plaintiff will not be permitted to recover any of the
defendant's profits," even where the Pebble Beach test favors disgorgement.

The majority opinion also agreed that the district court correctly found at least some of
defendant’s profits were attributable to the false advertising and that the intent, unreasonable delay and
public interest factors favored disgorgement. However, because RTI had not shown diverted sales,
palming off or that injunctive relief was inadequate, the district court’s denial of profits was not an abuse
of discretion. With respect to diversion of sales, the court noted:
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The district court found that the diversion factor did not favor disgorgement because the
only evidence RTI had presented ... was "speculative and attenuated"; the best evidence
... produced was internal BD correspondence boasting about the commercial impact of
its “needle sharpness” and "waste space” claims, and the trial court was persuaded that
this correspondence did not actually prove that RTI's customers or potential customers
chose to purchase from BD instead of RTI as a result of the false advertising. Notably,
RTI had not produced "a single witness or reliable study or data to prove a single
example of a diverted sale,” nor did it produce evidence that any potential customer "ever
saw the waste space comparison or relied on it in making purchasing decisions." At least
some customers expanded their purchases from RTI after the dates they were allegedly
presented with the deceptive waste space comparisons. In contrast, BD had difficulty
selling its retractable syringes during the same period.

...[In the prior appeal] [w]e observed the sophisticated nature of the parties' customers,
not one of which testified to a purchase motivated by either of BD's false claims about
needle sharpness or waste space, but several of which testified that they were not
impacted by advertisements. We further observed that "RTI produced no evidence of
customers being misled or confused and purchasing BD's syringes instead of RTI's
because of the advertisements"—noting RTI's 67% share of the retractable syringe sub-
market, RTI's own experts' recognition that they could not substantiate a causal
connection between the false advertising and BD's sales, evidence that certain customers
increased their purchases of RTI syringes after potentially being exposed to BD's false
statements, and evidence that factors other than BD's advertising predominantly impacted
its sales. In sum, we concluded that "RTI's evidence consisted mostly of boastful e-mail
exchanges between BD sales representatives recounting what they believed were
successful sales pitches, but notably there was no testimony from the customers
themselves."

The panel majority found it unnecessary to consider the appropriateness of a presumption of
diversion applied by some other courts when a defendant intentionally engages in deceptive advertising
because the plaintiff and defendant were not the only competitors in the relevant market. It also found
that the district court’s conclusion that injunctive relief was adequate was reasonable:

Nor has RTI shown that the district court clearly erred in finding that the steps BD
already took—including notifying over 750 distributors and Group Purchase
Organizations—were adequate to remedy any harm RTI had experienced as a result of
BD's actions, especially since RTI ultimately offered only "speculative and
attenuated™ evidence of harm to its business as a result of the false advertising.

The majority opinion acknowledged that the palming off factor would normally not be implicated
in a false advertising case, but noted:

If a false advertising plaintiff has otherwise shown concrete harm due to the false
advertising, such as diverted sales, a court should not heavily weigh the absence of
palming off against disgorgement. Here, however, the district court appropriately
considered the absence of palming off as another way in which RTI could have
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demonstrated concrete harm as a result of BD's false advertising, but did not. The district
court concluded that since RTI demonstrated neither diversion of sales nor palming off,
disgorgement of BD's profits would grant RTI an unjustifiable windfall.

Although agreeing that a loss of goodwill might justify a profits award even if diverted sales and
palming off were absent, the court concluded that plaintiff’s evidence on this point was too speculative,
especially since RTI’s market share increased and its sales nearly doubled during the relevant period.
Accordingly, the majority opinion affirmed the district court’s decision.

3. Attorney’s Fees
Page 990. Insert the following Note after the Questions.

Note: Attorney’s Fees in Ex Parte TTAB Appeals

Attorney’s fees are not awarded in TTAB contested proceedings. However, the Fourth Circuit
affirmed the availability of attorney’s fees when an ex parte appeal to the TTAB of a refusal to register is
further appealed to a district court rather than to the Federal Circuit pursuant to section 21(b)(3). That
section provides that “all expenses” of an ex parte appeal shall be paid by the applicant whether or not the
appeal is successful. Shammas v. Focarino, 990 F.Supp.2d 587 (E.D. Va 2014), aff’d, 784 F.3d 219 (4th
Cir. 2015), held that “expenses” include attorney’s fees.

An en banc Federal Circuit examined similar language in the patent statute. A 7-to-4 decision
concluded that the “all expenses” language in the patent statute does not vary the normal American Rule
that each party pays its own attorney’s fees “absent a “specific and explicit’ directive from Congress.”
NantKwest Inc. v. Matal, 898 F.3d 1177 (Fed. Cir. 2018), cert. granted, lancu v. NantKwest, Inc., 2019
U.S. LEXIS 1635 (U.S., Mar. 4, 2019). The majority opinion rejected Shammas, which had reasoned that
the American Rule only governs fee-shifting statutes from a prevailing to a losing party. The NantKwest
majority disagreed:

In Shammas, a divided panel of the Fourth Circuit awarded attorneys' fees to the PTO
under 15 U.S.C. § 1071(b)(3)—the trademark analogue to 8 145—which also refers to
"all the expenses of the proceeding.” The Shammas court reached this decision only by
first holding that the American Rule does not apply to § 1071(b)(3). 784 F.3d at 223.
Based on a narrow interpretation of the Supreme Court's statement in Alyeska Pipeline,
the Fourth Circuit held that "the American Rule provides only that 'the prevailing
party may not recover attorneys' fees' from the losing party." Id. (Quoting Alyeska
Pipeline, 421 U.S. at 245). The Fourth Circuit also relied on the Supreme Court's
observation in Ruckelshaus that "virtually every one of the more than 150 existing federal
fee-shifting provisions predicates fee awards on some success by the claimant" t0
conclude that a statute mandating fees without regard to a party's success is not a fee-
shifting statute governed by the American Rule. /d. (quoting Ruckelshaus, 463 U.S. at
684).
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We respectfully submit that .Shammas's holding cannot be squared with the Supreme
Court's line of nonprevailing party precedent applying the American Rule.
Although Alyeska Pipeline does refer to the American Rule in the context of a "prevailing
party,” the rule is not so limited. Rather, the Supreme Court has consistently applied the
rule broadly to any statute that allows fee shifting to either party, win or lose. For
example, the Supreme Court in Hardt evaluated a request for attorneys' fees under 29
U.S.C. § 1132(g)(1), which grants courts authority to award "“reasonable attorney's fee[s] .
.. to either party" at the court's "discretion.” 560 U.S. at 251-52. The Supreme Court held
that a fee claimant need not be a ‘prevailing party' to be eligible for an attorney's fees
award under 8 1132(g)(1)" because the statutory text contained no such limitation. /d. at
252. But the absence of a "prevailing party” requirement did not render the American
Rule inapplicable to the fee-shifting inquiry. Instead, the Court "interpret[ed] 8§
1132(g)(1) in light of [its] precedents addressing statutory deviations from the American
Rule that do not limit attorney's fees awards to the 'prevailing party." /d. at 254.

Our decision is in keeping  with Ruckelshaus. ... While the Court
in Ruckelshaus acknowledged that the vast majority of fee-shifting provisions impose a
"success" requirement, the Court made clear that its absence does not render the
American Rule inapplicable. Instead, the Court applied the American Rule even though
the district court awarded fees to a "party that achieved no success on the merits" based
on a statute that authorized "reasonable attorney . . . fees[] whenever_[the court]
determines that such an award is appropriate.” [Citation]. Accordingly, we think that the
Fourth Circuit's reliance on Ruckelshaus to support its view that the American Rule does
not apply to statutes lacking a success requirement is misplaced.

Our understanding is ... confirmed by numerous other cases that applied the American
Rule to a variety of statutes that did not mention a "prevailing party.” The Supreme Court
applied [it] to a bankruptcy statute allowing "reasonable compensation for actual,
necessary services rendered by the trustee . . . or attorney." Baker Botts, 135 S. Ct. at
2165 (emphasis omitted). An environmental statute permitting the recovery of any
"necessary costs of response,” including "enforcement activities”" was also analyzed ...
under the American Rule. Key Tronic, 511 U.S. at 813, 819. So too with a statute
authorizing an injured person to "recover the damages by him sustained and the cost of
the suit." Summit Valley, 456 U.S. at 722. The Court likewise held that the American
Rule governed an attorneys' fees request under a statute authorizing the recovery of
"sums justly due." F. D. Rich Co., 417 U.S. at 128, 130-31.

The Fourth Circuit recently followed Shammas somewhat reluctantly in light of NantKwest. In
Booking.com v. USPTO, 915 F.3d 171 (4" Cir. 2019), the decision observed that Shammas was still good
law in the circuit:

Whether the American Rule applies to § 1071(b)(3), however, has since been called into
question. Relying on our decision in Shammas, the Federal Circuit previously held that a
nearly identical provision of the Patent Act, 35 U.S.C. § 145, included attorneys
fees. NantKwest, Inc. v. Matal, 860 F.3d 1352, 1355 (Fed. Cir. 2017). Subsequently,
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however, the Federal Circuit reversed its decision en banc, squarely rejecting our
reasoning in Shammas; it now holds that attorneys fees are not covered under that
provision. NantKwest, Inc. v. lancu, 898 F.3d 1177, 1185 (Fed. Cir. 2018) (en
banc). Moreover, the year after we decided Shammas, the Supreme Court applied the
American Rule to a bankruptcy statute that did not mention a prevailing party. See Baker
Botts L.L.P. v. ASARCO LLC, 135 S. Ct. 2158, 2165, 192 L. Ed. 2d 208 (2015).

These subsequent developments suggest that the American Rule's requirement that
Congress "clearly and directly™ express an intent to deviate from that rule may apply to §
1071(b)(3)--a statute that, if read to include attorneys fees, anomalously requires an
appealing party to pay the prorated salaries of government attorneys.

Nonetheless, Shammas remains the law in this circuit, and as long as we continue to be
bound by that precedent we must affirm the district court's grant of attorneys fees.

After a request for an en banc hearing in Booking.com was denied on April 5, 2019, a petition for
certiorari was filed on April 10, 2019. And the issue is before the Supreme Court in NantKwest. How
should the Supreme Court rule?
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